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The TRADE-MARR REPORTER 


Part I 


TRADEMARKS—AMERICA’S GOOD WILL AMBASSADOR* 
By James A. Farley** 


A dynamic symbol cloaks this gathering in special distinction. 
That symbol—the most glorious of all trademarks—is in this room. 

I refer to our flag. 

Under it, we are privileged to enjoy the dignity of honest 
labor and reward according to achievement. 

Shackled millions in curtained lands cannot live under its 
benevolence and opportunities. But wherever free breath is drawn 
its glories are known, its invincibility respected. 

The real meaning of this occasion is inherent in the words of 
Franklin K. Lane, a member of President Wilson’s Cabinet. Giv- 
ing voice to our national emblem, he said, ‘‘I swing before your 
eyes as a bright gleam of color, a symbol of yourself, the pictured 
suggestion of the big things which make this nation. My stars and 
my stripes are your dream and your labors. They are bright with 
cheer, brilliant with courage, firm with faith, because you have 
made them so out of your hearts’’. 

Yes, through your skills and perseverance has come the mighty 
nation for which our flag stands and the greatest tide of products 
and services in the history of mankind—each carrying proud trade- 
marks guaranteeing workmanship and integrity. 

You are the ones who have given seed and being to this 
wondrous commercial and industrial miracle. You are the leaders 
who send forth throughout the world a myriad of things which 
create enduring good will. 


* Address given at the 77th Annual Meeting of The United States Trademark 
Association, New York City, June 23, 1955. 
** Chairman of the Board, The Coca-Cola Export Corporation. 
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Wherever there are people and needs, wherever there are 
open markets and free enterprise, the results of your labor remain 
as America’s most impressive ambassadors—appreciated and re- 
membered over and above even the greatest of our statesmen. 

You as owners, and representatives of trademark owners, as 
men who are the basic architects of world trade unity, are deserv- 
ing of all the acclaim this nation can bestow. 

And to the United States Trademark Association, to its guid- 
ing lights, to all who have made it a powerful beacon searching out 
and fostering the highest ethics in international trade and com- 
merce, must go the gratitude of our government, our businessmen, 
our workers, our consumers. 

It is no wonder that the great majority of important trade- 
mark holders are members of the United States Trademark Asso- 
ciation. Its efforts to obtain useful legislation and treaties and to 
give encouragement to the advancement of trademark rights are 
recorded in the pages of American progress. 

I see in the United States Trademark Association, as it is 
constituted and operated today, an important spearhead of in- 
dustry’s part in the strengthening and advancement of America. 
I am proud indeed that the Company which I represent, and I, 
personally, can share in that mission. 

Today the political and trading sphere of this nation extends 
beyond its borders to all corners of the earth. No place is too 
remote to experience the enjoyment and benefits of American 
brands. So the theme of this meeting, ‘‘International Aspects of 
Trademarks’’, is timely and proper. 

If I have any qualifications at all to talk before a meeting 
of this nature, it can be justified by the globe-trotting aspects of 
my job. It has taken me to far away lands and has placed me in 
proximity to all manner of people. And in these countries of 
varying degrees of civilization and culture I have come face to 
face with the great glory of this nation’s ingenuity and its far- 
reaching contribution to global progress. 

If you will forgive the mention of a favorite brand of mine, 
I would like to paint a graphic picture of American enterprise 
and the wonder of trademarked products. 

In my travels, I believe one of the things that has given me 
the most gratification about my own product and what it can do 
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has been in the provincial towns of the Philippines. Here one gets 
on a plane in the modern, up-to-date city of Manila and rides 400 
or 500 miles to Cebu or Bacélod, or any one of five or six other 
provincial towns of some 200,000 Filipinos. 

Way back in these islands, the provincial cities consist mostly 
of nipa huts which are homes on stilts, constructed of bamboo and 
grass. Living space in each hut is at a premium. The natives are 
shabbily dressed. The children mostly wear no clothes at all. 
The settlements usually have streets of mud and one-story shacks. 

But you turn a corner in all this poverty and suddenly you 
catch sight of a beautiful Coca-Cola bottling plant. These plants 
to me are amazing. Well built and freshly painted in sparkling 
white, they are equipped with the latest and most modern bottle 
fillers, bottle cleaners and water treating equipment and all the 
things that go to make up a modern Coca-Cola manufacturing plant. 

The floors of the boiler rooms are meticulously clean. All 
the personnel, even the fellows who work in the boiler room and 
those who feed the soakers with used bottles, are clothed in 
garments that are not only clean but also freshly laundered and 
pressed at regular intervals. 

At every plant there is a doctor’s office with a doctor and a 
nurse to meet any emergency. 

Shower baths in our plants are mandatory for the employees. 
In the beginning it was hard to get workers because showers were 
required. But today, the natives come and inquire at this plant 
for work, giving as a reason the fact that they can take a shower. 

Certainly these plants are the standard of cleanliness, purity 
and modern, up-to-date manufacturing methods, and have raised 
the standard of living in each of these islands where they are 
located. 

A public health official in the Near East told one of our 
people that the influence of Coke on sanitation would be one of 
the most effective factors in promoting health that had ever 
reached his country. To use his own words, ‘‘Coca-Cola is worth 
its weight in gold as education in cleanliness’’. 

This influence goes far beyond the physical. For example, 
in Egypt, the Coke man wears a uniform. At first the employees 
were skeptical. Today they wear it as a badge of honor because 
it represents to them and to the people whom they deal with the 
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whole idea of fair treatment and compatability between employer 
and employee. 

One of our salesmen, incidentally, is one of the wealthiest 
people in his community. He sells Coca-Cola, not because he needs 
to make a living but because it gives him prestige. 

Here I wish to ask you please to forgive the frequent refer- 
ence to the trademark I represent. I do this because, naturally, it 
is what I know most about. I am sure your product has a similar 
influence on similar communities, but I do not know as much about 
it as I do my own product. 

However, I do know that in traveling through India, in the 
filth and squalor of such places as Delhi, Bombay and Calcutta, 
you suddenly turn a corner and find a Caltex filling station that 
might have been lifted from the corner of Independence and High- 
land Avenues in Kansas City, Missouri. The modern, up-to-date 
cleanliness and sanitation and merchandising methods have been 
transported 12,000 miles, right from the heart of America to the 
heart of this Indian City. 

Speaking of India, I would say that, to the average Indian 
mind, there are three major products which represent America 
to them—more than all of the political talk of Nehru or Bulganin 
or even our own Mr. Dulles. To them America is represented pri- 
marily by American automobiles—Buick, Ford, Chrysler and Gen- 
eral Motors, by American oil companies—predominantly, I think, 
Caltex, and by Coca-Cola which is on sale in some 10,000 or more 
outlets in Bombay, Delhi and Calcutta. 

About the time that the Mau Mau trouble was beginning in 
Kenya, but while it was still comparatively safe to travel, I was 
in that part of the world. One of the boys I was traveling with 
took a trip from Nairobi 100 miles inland to the treetop hut over 
the famous water hole where nightly hundreds of wild animals 
come for water. This hut is well known because—the night that 
her father died—Queen Elizabeth and the Duke of Edinburgh were 
in that hut and it took many hours to locate them. 

To reach the treetop hut from Nairobi, my companion traveled 
over a corduroy dirt road in a Coca-Cola panel truck for some 
80 miles without seeing any kind of real civilization. There were 
no towns and no civilized settlements other than some native huts 
scattered along the road. Suddenly he came upon a small trading 
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post that looked like a second-rate general merchandise store at 
some crossroads in deep Alabama. 

He was amazed to find there, some 80 miles from anywhere, 
a Coca-Cola cooler; and, as he stopped for a refreshing pause, he 
casually looked around the shelves of the trading post. He was 
particularly impressed by the sight of four American trademarked 
preducts on sale—the Coca-Cola he held in his hand, a large box 
of Gillette razor blades, a dozen cans of Heinz’s soup and, to his 
utter amazement, four boxes of Toni. 

It is apparent how unique is the position of the trademark 
system and how effective it is in influencing attitudes toward this 
nation. It can be said truly that on the trademark we base our 
greatest hope of expanding world trade—of embracing nations in 
a brotherhood of peace and progress. 

The trademark is often the only thing that cuts across national 
and ideological barriers. And how heartening it is for a world- 
traveler to see the widespread distribution of American prod- 
ucts. It may be an International Harvester combine at work in 
the wheat fields of Argentina. It may be a GMC truck along the 
dikes of Holland. Or perhaps it is a Singer sewing machine, 
humming busily away in a little Italian tailor shop. 

Maybe it is a pack of Luckies, jealously hoarded by a Nile 
boatman at Cairo, or a Hershey bar held in the tight fist of a 
hungry little child in West Germany. In Brisbane, in Calcutta 

. in Rio, Rome or Paris ... American trademarks are making 
friends for America. 

The things we manufacture are perhaps the best proof of 
what we are and the best ambassadors of our country. 

When traveling, you are impressed by another startling thing. 
The world is tired of words. Everywhere the meaning of words 
is tending to break down. They are used by too many people in 
too many untruthful ways. The finest words have been used to 
make so many promises that have not been kept that people have 
become skeptical. Everywhere in the world people have been 
driven by abuse of language to judge you not so much by what 
you say as by what you do. 

It is a well-known fact that people understand things much 
better than they understand ideas. When we speak to a man in 
another country about democracy, he may or may not understand 
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us. The idea may be beyond his comprehension; or perhaps a 
poor brand of democracy has been sold to him by somebody else 
before. But when you give him a ride in your Buick, Ford or 
Chrysler or offer him a Chesterfield, Lucky Strike, Camel or Old 
Gold, or a package of Chiclets or Beechnut gum this is something 
he can easily judge for himself. 

Let us consider for a few minutes what trademarks stand for. 
First, they symbolize America’s products. Then they symbolize 
the maker of the products. Then the reputation of the maker. 
Then and, even more important, they vouch for the responsibility 
of the maker. 

Every one of the great galaxy of American trademarks implies 
a unity of responsibility. It suggests the individual’s responsi- 
bility for his acts, the corporation’s responsibility for the quality 
and value of its products. It expresses the seller’s responsibility 
for his service. Each one in the chain stands responsible and 
accountable. 

Sometimes, we hear those who would like to tear down our 
system claim that trademarks are monopolistic. But—we know 
that is untrue. They are the very opposite of monopoly. For, in 
addition to the freedom of choice, which they make possible, trade- 
marks create competition. And that competition expresses, in a 
very positive way, our belief in progress and in our basic American 
optimism. 

It shows that we are never satisfied to rest our laurels. We 
believe that no product, no act, no plan represents the ultimate 
achievement. We see it as just a step on the path toward better 
products, better acts or better plans. 

No matter how good we make the better mousetrap, we know 
that some day we will make it still better. Or if we do not, we 
know some bright competitor will come along and do it for us. 
This philosophy is implied in every ad you run, every sales talk 
you make and every transaction you ring up. 

In offering competitive products we express also our deep 
respect for the individual and our belief in his ability to exercise 
his own good judgment. We offer him our goods and provide him 
with information and suggestions to buy. But he makes the 
decision. He chooses or rejects whatever we offer. And in that 
selection he is governed not by any form of compulsion, but solely 
by his own individual taste or requirement. 
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You imaginative men and women, who by your daily acts 
foster and promote our trademark system, are making a great 
contribution. You are helping to keep these principles alive in 
the thought and action of our public. And in that way you are 
helping greatly to bind together all sections and segments of our 
nation. 

It is easy to appreciate the great value of the trademark 
system. It can serve to keep alive the concepts of responsibility 
and integrity—not only here in America but throughout the world. 

No force in whatever guise should be permitted to gnaw at 
the principles for which trademarks stand. We must be constantly 
alert to the dangers which continue to beset the system. 

Sometimes the dangers come from the inside. Sometimes they 
come from the outside. Some of them arise in the legislative halls 
of our country and some of them arise from practices we permit 
in the conduct of our own business. 

Fortunately—and largely due to your efforts—the situation 
is better today than for many years. But in nearly every Congress, 
thinly-disguised socialistic measures are introduced which would 
damage our system beyond repair. 

They ask for mandatory standardization, mandatory grade- 
labelling and other restrictions on the development of trademarks. 
On the surface, these measures always seem to promote and protect 
the public interest. That is the way they get their support. That 
is the way they carry along with them so many intelligent but 
over-trusting people. But the benefits are only superficial. 

The proponents of these measures hold out the bait of total 
security. They profess to eliminate all risk from purchasing, all 
risk from the supply and exchange of goods. But what they would 
really do is to take away from our public the right to pick and 
choose, the right of a man to give his patronage to the product 
he likes best, based on his own good judgment. And for his 
judgment they would substitute the judgment of government 
bureaucracy. 

Many of the supporters of these measures are well meaning, 
but they are being taken in by clever schemers who would sub- 
stitute government regulation for all public decision. 

Let us watch out for all total security measures, either in 
trade or other phases of American life. 
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Time and experience have taught us that total security is the 
forerunner of regimentation. For every benefit, some price must 
be paid. Let us look at the price and scrutinize it closely before 
we buy the ‘‘social’’ measure. 

Let us keep our eyes on basic principles. Let us be particu- 
larly wary of any proposal or plan which would limit or sub- 
ordinate the influence of a trademark on our economic system. 
For that kind of proposal makes the best kind of example of a 
price that is too high for the merchandise. 

Let us protect what courage and enterprise has made possible 
—the miracle of American industry! 

In His infinite wisdom, God has given this nation limitless 
capacities and a great stewardship in a world that must find peace- 
ful ways or face destruction. 

The warm handclasp of trade—American products that feed, 
nourish, warm, protect, cure, cool and beautify—all the wonderful 
benefits and joys that skilled manufacture can provide—these are 
the effective weanons to stop global calamity. 

Yes, the trademarks you represent are in reality the hope of 
the world—stronger than guns, or bombs, or planes, or battleships. 
And you, my friends, are the soldiers in this fight for international 
sanity and understanding. 

Fight we must when our liberties are threatened. And destroy 
we must in self preservation. But the United States of America 
stands at the helm of today’s civilization because of unparalleled 
scientific and industrial know-how, because it has stimulated world 
markets, shipped a myriad of goods, built outposts of progress 
in every corner of the globe. 

We are faced with the greatest challenge ever to American 
industrial genius and resourcefulness, to the kind of initiative 
represented by men such as yourselves and organizations such 
as the United States Trademark Association. 

Highly geared production will need new sales outlets. 
Successful competition in world trade will depend on progressive 
industrial overseas expansion. 

Yes, I say to you, the hope in a more normal world, in a 
busy, bustling, buying, consuming world, rests with organizations 
such as this. 
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Outstretched, friendly hands across the seas ... not mailed 
fists ... skilled, knowing, courageous hands of American industry 
... poring the good things of life onto distant shores which sorely 
need our output ... these are the dynamics which will build the 
greatest possible kind of national and global prosperity. 

The more people we expose to American products and Ameri- 
can ways of business, the better they will understand the kind 
of people we are. The more who experience our merchandise, the 
better off both they and we will be, and the greater the mutual 
understanding between us. 

Who knows, history may yet record that we won the peace 
and kept more friends with American trademarked products than 
we did with all the billions and billions of dollars we have poured 
into wars and efforts at world rehabilitation! 





750 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


REPORT FROM GREAT BRITAIN ON DESCRIPTIVE TRADEMARKS* 
By Richard A. B. Shaw** 


I have chosen the treatment of descriptive trademarks in 
Great Britian to talk about this afternoon, in the hope that this 
subject may be of interest to members of this Association in two 
respects. In the first place, I believe that the law and practice 
relating to this type of mark differ considerably as between the 
United States and Great Britain, and secondly I have found when 
advising American clients in my own country frequent disappoint- 
ment on their part at the difficulties encountered in registering 
marks which, though of a strongly descriptive nature, have been 
successfully registered in the United States. This is no doubt a 
reflection both of the differences that exist as between the two 
countries and of some misapprehension as to their extent. I shall 
not, of course, attempt any direct comparison between the two 
systems, for I am unqualified to speak on any question of American 
Law, and members of this Association will be much better able than 
I to make a comparison for themselves. I hope I may be forgiven 
if, in making any reference to the American position, I should 
fall into any error. 

I propose to deal in turn with what are called Part A and 
Part B of the British Register. The analogy with your Principal 
Register and Supplemental Register is of course obvious, but 
I suspect that there is often misconception as to the degree of 
similarity. The division of the British Register into two parts 
was introduced in 1919, the object of the creation of Part B being 
to provide protection for marks which, though ‘‘trademarks”’ 
within the definition, nevertheless did not satisfy the fairly strin- 
gent requirements of distinctiveness for normal registration. The 
Act of 1919 stipulated that a mark to be registered in Part B must 
have been in actual use for two years, but this stipulation was 
removed by the Act of 1938, so that both parts of the Register 
are now open to ‘‘new’’ marks which their proprietors propose 
to use though they have not yet done so. 


* Address given at the 77th Annual Meeting of The United States Trademark 
Association, New York City, June 23, 1955. 


** Barrister, London, England. 
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The qualifications necessary to enable a trademark to be reg- 
istered in Part A are set out in Section 9 of the Act of 1938. 
Subject to the over-riding requirement that every trademark to 
be registered in Part A must be ‘‘distinctive’’ within the meaning 
given by the Section to that word, the Section states (for my 
present purpose) that an ‘‘invented word’’ or a ‘‘word having no 
direct reference to the character or quality of the goods, and 
not being according to its ordinary signfication a geographical 
name or a surname’’ may be put into Part A. 

I need not, save indirectly, deal here with geographical names 
or surnames, but it is, I think, worthwhile to point out that if 
a word can be held to be an ‘‘invented word’’ it will normally be 
deemed to be distinctive and registrable under Section 9 not- 
withstanding that it may have a strong descriptive flavour. This 
poses the question, what is an invented word? As to that difficult 
question, I suggest that the most pertinent decided cases are 
Solio’, where the word was held to be invented, and Diabolo’, where 
it was not. It emerges from the cases that an invented word should 
be newly coined, not appearing in dictionaries, and not conveying 
any obvious meaning to ordinary Englishmen. The combination of 
two English words, though not in use before, is not an invented 
word, nor is a mere mis-spelling or variation of the termination 
of a known word, if to the eye or ear the same idea would be con- 
veyed as by the word in its ordinary form. 

In a recent application of the principles relating to invented 
words’, the word Dustic, applied for in respect of adhesives, was 
held to be an invented word despite a measure of phonetic simi- 
larity to the words ‘‘does stick’’. Consequently, the further 
question of the word’s descriptiveness did not need to be con- 
sidered, when once it had been found to be invented. 

Having put out of the way the invented word, I come again 
to the words I have already quoted, for if the mark applied for 
is found to be ‘‘a word having no direct reference to the character 
or quality of the goods’’, then it would normally be deemed to be 
distinctive and registrable under Section 9. The question now 
posed is, what is a ‘‘direct’’ reference to character or quality? 


1. Eastman Photographic Co. Ltd.’s Application (1898), 15 R.P.C. 476. 
2. Philippart v. William Whiteley Ltd. (1908), 25 R.F.C. 565. 
3. BR. K. Dundas Ltd.’s Application (1955), 72 R.P.C. 151. 
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It is clear that a ‘‘covert and skilful allusion’’ to character or 
quality is permissible*, and there are of course very many trade- 
marks standing upon the Register in Part A, registered as ‘‘new”’ 
marks having no direct reference. It would obviously be impossible 
for me on the present occasion to attempt any analysis of the 
numerous cases turning on this difficult question, and I content 
myself with saying that, to my mind, the decided cases in which 
Hotpoint’ for electric appliances for heating and the like, and 
Wetordry® for abrasives, were held to have direct reference to 
character or quality are fairly representative of the treatment of 
this question by the English Courts. 

Thus far, I do not imagine that any very striking difference 
is shown as between the United States and British law and prac- 
tice, though I do not know how far what was said in the Charm 
case’ would find its counterpart in contemporary United States 
practice. In that ease Lord Hanworth, the Master of the Rolls, 
referring to the contention that ‘‘charm’’ did not mean ‘‘charm- 
ing’’, used these words in holding that the mark had direct 
reference to the character or quality of hosiery, ‘‘I think one has 
to look at the word, not in its strict grammatical significance, but 
as it would represent itself to the public at large who are to look 
at it and to form an opinion as to what it connotes’’. This dictum 
is certainly very frequently relied on in trademark proceedings in 
England. 

The British Section 9 then goes on to prescribe, in language 
which I propose to paraphrase, that a word mark which cannot be 
said to have ‘‘no direct reference to character or quality’’ shall 
not be registrable in Part A except upon evidence of its distinctive- 
ness. ‘‘Distinctive’’ is defined to mean adapted, in relation to the 
goods in question, to distinguish the goods of the proprietor from 
other goods, and finally the Section indicates that the qualifica- 
tion ‘‘adapted to distinguish’’ that is required for Part A registra- 
tion may be established by having regard to (a) inherent adapted- 
ness, and (b) adaptedness in fact, arising either from use of the 
mark or from any other circumstances. At this point the difference 
in registrability between ‘‘new’’ marks and marks which have 


4. Lord Macnaghten in the Solio Case, 15 R.P.C. 476 at page 486. 

5. Hotpoint Electric Co.’s Application (1921), 38 R.P.C. 63. 

6. Minnesota Mining and Manufacturing Co.’s Application (1924), 41 R.P.C. 237. 
7. Keystone Knitting Mills Ltd.’s Trade Mark (1928), 45 R.P.C. 421. 
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already been used to a substantial extent becomes important. It 
would normally be impossible to register as a new mark a word 
having direct reference to character or quality, but the changed 
wording of the Act of 1938 has enabled circumstances other than 
use to be relied upon. It is, for example, sometimes possible to 
register a descriptive word in respect of goods on which the mark 
has not yet been used, but which are closely analogous to other 
goods in connection with which the mark is already well known. 

Again, it is impossible for me to review the many cases touch- 
ing the question whether a descriptive mark has acquired a sec- 
ondary meaning and become distinctive. It is of course a question 
to be decided upon the facts of each case, but the principle on 
which the English Courts and the Registrar proceed is clearly 
enough a matter of balancing against the evidence of acquired 
distinctiveness the practical likelihood of the word being wanted 
for genuinely descriptive purposes by other traders. The principle 
is well illustrated in the well-known and much cited cases of Sheen*® 
and Trakgrip®, in which the court on appeal reversed the Reg- 
istrar’s refusal to accept these obviously descriptive words, and 
held them to have become distinctive in fact. It is to be observed, 
however, that very strong evidence of use and acquired distinctive- 
ness was adduced in both cases. They may perhaps be regarded 
as giving a fair indication of the limit to which the English Courts 
would go in registering descriptive words in Part A in cases where 
there was present conclusive evidence of a high degree of acquired 
distinctiveness. 

I am in no position to attempt to judge at all accurately the 
extent to which the position in Great Britain upon this question 
resembles the present United States practice. My impression is 
that your Patent Office will go somewhat further than the British 
Registrar and Courts in treating evidence of acquired distinctive- 
ness as out-weighing inherent descriptiveness. 

There is, however, one important matter in which I do not 
doubt that the law and practice of the two countries differ. This 
is in the realm of words by their very nature unregistrable, what- 
ever the evidence of acquired distinctiveness in fact ; words by their 
nature incapable of becoming distinctive, and therefore to be 


8. J. §& P. Coats Ltd.’s Application (1936), 53 R.P.C. 355. 
9. Dunlop Rubber Co. Ltd.’s Application (1942), 59 R.P.C. 134. 
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rejected on a priori grounds. As I understand it, the United States 
Patent Office in applying Section 2(f) of the Lanham Act does 
not feel bound necessarily to reject a priori a mark unless it is 
generically descriptive. If the word ‘‘generic’’ has anything like 
the meaning I take it to bear, it is clear that under English law 
and practice a much wider range of words would be rejected out- 
right. Ever since the famous case of Perfection soap” it has cer- 
tainly been the law in England that a considerable range of words 
could never be registered, even if (as in the Perfection case) dis- 
tinctiveness in fact were proved, so that the proprietors possessed 
common law rights in the mark. The range of such words has, not 
unnaturally, never been defined, but in various reported cases 
there have been mentioned, as coming within the range, merely 
laudatory words, words merely descriptive of a common char- 
acteristic of the goods, and words wholly generic in the sense of 
being the mere name of the article. It is probably in the application 
of these principles that the two countries differ. While no one 
would quarrel with the rejection of ‘‘good’’ or ‘‘best’’, or of 
‘*blue’’ in respect of goods of which that might be a normal colour- 
description, it may be doubted, for instance, whether ‘‘ perfection”’ 
really is a mere laudatory epithet, or ‘‘classic’’ or ‘‘universal’’, 
or ‘‘artistic’’, but they have all been authoritatively so described 
and would undoubtedly be rejected by the English Courts what- 
ever their distinctiveness in fact. In practice, moreover, the 
British Registrar rejects on a priort grounds many strongly de- 
scriptive words, despite cogent evidence of use and acquired dis- 
tinctiveness, and in my opinion he would be upheld by the Courts 
in most cases. A recent and striking illustration of the rejection 
of a distinctive mark, descriptive in the sense of being a geo- 
graphical name, is to be found in the decision of our highest Court, 
the House of Lords, in the Yorkshire case’, where ‘‘Yorkshire’’, 
the name of a large county in England, sought to be registered in 
respect of solid-drawn tubes and conceded to have lost, in this 
connection, its primary significance and to have become distinctive 
to the extent of 100 per cent, was refused registration on what 
amounts substantially to a priori grounds. 
I turn now to the important subject of Part B. 


10. Crosfield § Sons Ltd.’s Application (1910), 26 R.P.C. 859. 
1l. Yorkshire Copper Works Ltd.’s Application (1953), 71 R.P.C. 150. 
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The qualification for registration in Part B is in terms similar 
to that required by the Lanham Act for the Supplemental Register, 
namely, that the mark shall be ‘‘capable of distinguishing’’, and 
analogously registration in Part B gives smaller rights than 
registration in Part A. I have, however, found when advising 
United States clients a very frequent reluctance on their part 
to be content with registration in Part B, and I fancy that this 
feeling springs, in part at any rate, from an underestimation de- 
rived from analogy with the Supplemental Register of the rights 
flowing from Part B registration. I therefore propose to review 
briefly the legal position as between the two parts of the Register. 

The only differences between the respective consequences 
which, under the Trade Marks Act, 1938, result from registration 
in Parts A and B are (i) that a defendant can escape liability for 
infringement of a registration in Part B (but not of one in Part 
A) if he proves that the use of which the plaintiff complains is 
not likely to deceive or cause confusion (Section 5), and (ii) that 
the partial immunity of an original registration in Part A from 
attack after the lapse of seven years does not apply to a mark 
registered in Part B (Section 13). All the other provisions of the 
Act apply equally in Parts A and B. 

Since the decision of the Court of Appeals in the Kleenoff- 
Kleenup case* decided under Section 4 of the 1919 Act, which 
contained similar wording to that in Section 5 of the 1938 Act, 
I do not feel that any very great disadvantage attaches in the 
majority of cases to registration in Part B by reason of the quali- 
fication upon the registered rights that is contained in Section 5(2) 
of the 1938 Act. In the case cited, the words ‘‘the use of which the 
plaintiff complains’’ were construed, particularly in the judgment 
of Lord Justice Maugham, as being not limited to a consideration of 
the precise mark which the defendant has used, but as extending to 
a consideration of the probable consequences arising from the use 
of the defendant’s mark regarded as a mark which colourably 
resembles the registered mark of the plaintiff. On that footing, it 
would appear that the right given by registration in Part B is 
narrower than the corresponding right in Part A only in that it 
does not cover any type of infringement in which the act of the 


12. Bale and Church Ltd. v. Sutton Parsons (1934), 51 R.P.C. 129. 
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defendant, judged by its natural and probable consequences, is 
held not to be likely to lead to any deception or confusion. Thus, 
a Part B registration would not suffice to prevent the use of such 
phrases as ‘‘a substitute for Yeast-Vite’’*, or to prevent the type 
of act that was held to be an infringement of a Part A registra- 
tion in Bismag v. Amblins (Chemists) Ltd.*, where despite the 
obvious encroachment on the plaintiff’s goodwill there is no actual 
deception or confusion. On the other hand, in view of the Kleenoff 
decision it appears to me that in the ordinary type of infringement 
ease, in which a colourable imitation of a mark is used by the 
defendant in a manner calculated to deceive, a Part B registration 
is as effective as a registration in Part A. Since the Kleenoff case, 
the precise point has not come before the Courts, but I believe the 
view that I have expressed would be supported. 


As regards the ‘‘7-year rule’’, it is a little difficult to assess 
in general the extent of the disadvantage attaching to registration 
in Part B by reason of the fact that the provisions of Section 13 
do not apply. In the case of many marks the disadvantage seems 
to me to be but slight, since an objection under Section 11 of de- 
ceptiveness can be raised against the original registration even 
of a Part A mark over seven years old, but in the case of marks 
whose qualifications under Section 9 are somewhat dubious—for 
instance, on the ground of descriptiveness—the importance of pro- 
tection of the validity of the original registration may often be 
greater. It is, however, to be borne in mind that in order to be 
registrable in Part B a mark need only qualify under Section 10, 
and not under Section 9. Consequently, failure to comply with 
Section 9 cannot be urged against a Part B registration at any 
stage. With this in mind, it seems to me that the disadvantage 
attaching to a Part B registration by reason of the fact that the 
‘‘7-year rule’’ does not apply is not normally very serious even 
in the case of marks having a descriptive flavour, because (in 
Part B) they need only pass the lower test of being ‘‘capable of 
distinguishing’’. 

The qualification ‘‘capable of distinguishing’’ that is laid 
down for Part B marks by Section 10 may, as with the determina- 


13. Irving’s Yeast-Vite Ltd. v. Horsenail (1934), 51 R.P.C. 110. 
14. 1940, 57 R.P.C. 209. 
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tion of distinctiveness of Part A marks under Section 9, be 
established by having regard to (a) inherent capability, and (b) 
capability in fact, arising either from use of the mark or from any 
other circumstances. In general, similar considerations apply as 
in Part A, but the required degree of capacity to operate as a 
distinctive trademark is substantially less. Here again, in the 
ease of descriptive words an important consideration is the prac- 
tical likelihood of the word being genuinely needed by other 
traders as a word of description. There is, however, this further 
consideration to be borne in mind—and one which is very forceful 
in enabling marks to be registered in Part B—that the word 
‘*capable’’ as contrasted with the word ‘‘adapted’’ imports a note 
of futurity. As it was put in the Ustikon case* by Lord Justice 
Sargant, ‘‘it is not necessary for the applicant (in Part B) to 
prove that the mark has actually become distinctive’’; and by 
Lord Justice Lawrence, ‘‘the expression ‘capable of distinguish- 
ing’ . . . embraces marks which have not at the date of the 
application, but which if used long enough may thereafter, become 
distinctive of the goods of the proprietor.’’ 

The present attitude of the Registrar towards Part B appli- 
cations for descriptive words is illustrated in the Micronic case,” 
in which he allowed registration of this word in respect of oil 
filters. His Decision plainly suggests that a word which, though 
not in law an ‘‘invented word’’ is not to be found in ordinary 
English dictionaries is prima facie to be regarded as ‘‘capable of 
distinguishing’’ although it may have a fairly strong descriptive 
flavour. The most recent expression of the attitude of the High 
Court towards the registrability of descriptive marks in Part B 
is to be found in the Judgment of Mr. Justice Lloyd-Jacob, on 
appeal from the Registrar, in the Smitsvonk case," in which the 
Judge allowed registration in Part B of that word in respect of 
electric spark apparatus, the mark having been objected to by the 
Registrar as being a mere combination of the surname ‘‘Smit’’ 
and the Dutch word ‘‘vonk’’ meaning ‘‘spark’’. The word itself 
is of a peculiar nature, not very helpful by way of illustration, 
but the case is in my opinion of importance as stating the prin- 


15. Davis v. Sussex Rubber Co. Ltd. (1927), 44 R.P.C. 412. 
16. Automotive Products Company Ltd.’s rere — 70 R.P.C. 224, 
17. Smitsvonk N.V.’s Application (1954), 72 R.P.C. 
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ciple to be applied. This the Judge states in the following words: 
‘‘So far as concerns Section 10... the Tribunal must have in 
mind the potentiality that to some section of the trading commu- 
nity the mark might be regarded in a descriptive sense, but it has 
to consider whether on balance that potentiality is such as to cause 
the mark to be incapable of distinguishing, or rather the poten- 
tiality is such as to deny to the applicant the conclusion that he 
has established a prima facie case of capacity to distinguish’’. 
After reviewing the practical probabilities of the case, the Judge 
then goes on to doubt whether a person coming into contact with 
goods bearing the trademark will regard it as being a reference 
to the character of the goods, rather than a mark indicative of 
trade origin, and he concludes that the mark is ‘‘capable’’ within 
the meaning of Section 10. 

While it is certainly a good deal easier to register a descrip- 
tive mark in Part B than in Part A, there remains, as was said by 
Lord Justice Sargant in the Ustikon case already referred to, ‘‘a 
large class of word marks which are by their very nature incapa- 
ble of becoming distinctive and which ought, therefore, on a priori 
grounds be refused registration, even in Part B’’. The illustra- 
tions cited by the Lord Justice were mere laudatory epithets such 
as ‘‘good’’, ‘‘best’’, ‘‘excellent’’, ‘‘perfect’’, and also marks 
merely describing in ordinary language some common character- 
istic of the goods in question, such as ‘‘all woolen’’ or ‘‘attach- 
able’’, but I do not doubt that under English law registration 
even in Part B would be refused on a priori grounds to some 
words, of which ‘‘perfection’’ and ‘‘classic’’ would no doubt be 
examples, which I suspect would by no means be regarded as 
merely generic in American eyes. It is certainly pertinent to 
point out that it was not even contended in the Yorkshire case 
that this word could be registered in Part B if not registrable in 
Part A, although as I have already stated it was accepted by 
the House of Lords that the mark had in fact become completely 
distinctive of the applicants. 

From such understanding as I have of the United States prac- 
tice it seems quite clear that descriptive marks are less readily 
registrable in Part B than in your Supplemental Register, never- 
theless they are considerably more easily registrable in Part B 
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than in Part A, and as I have endeavoured to suggest they are 
not in the normal case greatly less well protected in Part B. 

Under the British Statute there is no reason why registration 
in Part B should not be accepted as a first step, registration in 
Part A being sought at a later stage, when some use can be relied 
upon. Meanwhile, a registration in Part B can, I think, in most 
cases be relied upon as a basis for obtaining a corresponding over- 
seas registration, though I frankly do not know whether there 
may not be some (possibly small) territories which having them- 
selves no Part B system, will not accept a Part B registration as 
justifying a corresponding registration therein. I myself regard 
as more important the fact that a part B registration is equally 
as effective as one in Part A for enabling a registered user appli- 
cation to be filed. Members of this Association will be well aware 
that it commonly happens that an American trader or company 
seeks registration in Great Britain for a mark registered and well 
established in the United States, in circumstances in which it is 
very desirable for some English manufacturer to be established 
as a registered user at the earliest possible moment, for our Eng- 
lish law makes as yet no provision for the regularisation during 
the interim period of a set of facts which can ultimately justify 
registered user arrangements, though the registered user has not 
yet been entered on the Register for the simple reason that the 
trademark has not yet been registered in Great Britain. 

If anything that I have said should have the effect of making 
Part B registration more acceptable in American eyes, I should 
be well content. I conclude this very compressed examination of 
a large question by expressing the purely personal view that I 
would myself like to see some relaxation of the attitude of the 
English Courts in the direction of greater freedom in registering 
descriptive marks that have beyond all doubt become distinctive. 
But I see little sign of any feeling in Great Britain which would 
render remotely probable in the near future a change in the law 
—and new law would certainly be necessary. In those circum- 
stances I venture the warning to American trademark owners not 
to expect registration in Great Britain of words which, in lan- 
guage approved by the Judge in the Trakgrip case, are ‘‘so apt 
for normal description that no trademark use and momentary dis- 
tinctiveness can justify a permanent monopoly”’. 
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THE U.S. TRADEMARK OWNER’S APPROACH 
TO 
INTERNATIONAL TRADE* 


By Victor C. Folsom** 


Somebody should invent some sort of trademarked gadget to 
prevent prospective speakers from giving a glib answer when 
asked if they can talk about any subject. Two months ago the 
title ‘‘The U. S. Trademark Owner’s Approach to International 
Trade’’ sounded easy. Now I can’t think of a more difficult sub- 
ject. Perhaps the word ‘‘approach”’ is the key one and I should 
recommend that the U. S. trademark owner should approach in- 
ternational trade gingerly, cautiously, and possibly even with 
some misgivings. You are all familiar with the many examples 
of United States trademarks which have been pirated in foreign 
countries. The practice has fallen into disuse in recent years not 
so much because of an improvement in ethics but because it is 
pretty difficult to register any trademark in most foreign countries 
today. The trademark registers of many foreign countries are so 
cluttered up that in some cases it is impossible to find a combina- 
tion of pronounceable letters to register as a new trademark. 
Also, I believe that the average United States trademark owner 
has become more aware of the outside world and does more to 
protect his marks than was his custom in the past. 


It is unnecessary to tell this audience that trademarks are 
the backbone of international trade. They are important within 
the United States but they are even more important when one is 
dealing with customers who are many thousands of miles away. 
Your immediate neighbor should know you and your product but 
it is your trademark that must carry your reputation to your 
overseas customers. The overseas customer is obviously most de- 
pendent on reliable brand names. 

While the foreign trader may recognize the importance of 
foreign trademark registrations, he often finds himself confronted 
by more problems abroad than are present domestically. He is 
usually advised to secure what is termed universal registration 


* Address given at the 77th Annual Meeting of The United States Trademark 
Association, New York City, June 23, 1955. 
** Foreign Counsel, Sterling Drug, Inc. 
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of his marks. Fortunately, this is a misnomer and registration 
is confined to this planet. After he has told his trademark attor- 
ney to go ahead with the project, he discovers that his education 
in geography has been sadly neglected. He winds up with regis- 
tration in 101 countries from Aden to Zanzibar. This leads to the 
question of whether or not there is a sufficient market for the 
product in Basutoland to make the trademark registration worth- 
while. Of course, if the company involved has only one or two 
products with the same number of registrations, the problem is not 
too difficult. If it is planned to introduce one or two products into 
a particular country, the owner will be well advised to register 
the trademark. 

In the pharmaceutical industry, and this is especially true in 
the case of ethicals, a company can only render proper service to 
the medical profession by offering them a complete line of prod- 
ucts. Many companies attempt to provide this service to doctors 
in all countries, large or small. In large countries, if the product 
has any value at all, it will more than pay for the necessary reg- 
istration. In small countries, however, this is not always the case, 
and a company may decide to supply its products to physicians 
in such countries without trademark registrations. 

Heretofore, while the exporter of ethicals has been constantly 
obliged to make decisions as to whether he should or should not 
register in a small market, the decision at least has been his. In 
recent years, however, some foreign governments have taken this 
decision out of his hands and have told the United States ex- 
porter that he is required to obtain a trademark registration for 
each pharmaceutical product. As you know, the most recent law 
of this type is the one enacted by Haiti last fall calling for the 
compulsory registration of trademarks covering pharmaceutical 
products. In a country as small as Haiti the sales of certain 
ethical products could be so small that they would not justify the 
expense involved in registration. A company may be willing to 
supply the medical profession with certain products which do not 
return a profit in all areas but it will not understand why it 
should undertake the expense of trademark registration for such 
products, when such expense may be appreciable. Continuing the 
illustration of Haiti, the new law provides, for example, for a fee 
of 185 Gourdes, or $37.00, for each new registration. This of 
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course does not include the fees of the trademark attorneys which 
are always very reasonable. Even among those who have long 
recognized the importance of trademarks and supported laws pro- 
tecting them, there is beginning to develop a feeling that in cer- 
tain areas trademarks are more trouble than they are worth. Any 
trademark attorney who feels that he should support compulsory 
trademark registration laws may be losing more business than he 
gains. 

Another cause for concern to the foreign trader is the fact 
that the many attempts to provide international uniformity in 
this area have resulted only in high-sounding international agree- 
ments which in practice are too often disregarded. Management 
is conscious of the importance of trademarks in international 
trade, but it is also too well aware of the lack of order and organ- 
ization in this field. It is hoped that organizations such as The 
United States Trademark Association will continue to work to 
establish practical enforceable international conventions. The 
alternative may well be to have some not-too-practical super- 
national organization step in and attempt to put the house in 
order. It is easy to emphasize the differences in the laws of the 
various countries, but actually trademark laws, and particularly 
labelling, could be made more standard by international conven- 
tions. Can you imagine what international banking would be like 
without the uniformity which exists in negotiable instruments 
law? Perhaps that happy day when a manufacturer may use one 
label throughout the world will never arrive, but we should strive 
for it. 

The United States trademark owner who is interested in get- 
ting into foreign trade should be sure that his trademark does not 
have an undesirable meaning or connotation in the language of 
the country where he seeks to do business. For example, if he 
sells a fine line of women’s hosiery under the trademark zampa, 
it would be best for him to change his trademark before attempt- 
ing to do business in Spanish-speaking countries. In Spanish the 
word means knock-kneed lady and would not do much to sell the 
product to the senoritas south of the border. 

One of our own trademarks, MILK oF MaGNEsI4 and its Span- 
ish equivalent, once caused some difficulty of this nature. Some 
years ago one South American country ruled in all seriousness 
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that we could not use the name because consumers might give 
the product to infants as a substitute for milk. We were informed 
that research had revealed that there is no such animal as a Mag- 
nesia which gives milk. At this time and in this particular coun- 
try little natural cow’s milk was produced, and powdered milk 
and other substitutes therefore were in common use for infant 
feeding. There are many instances where United States trade- 
mark owners have found their trademarks useless because of 
language difficulties. 

Assuming that the United States trademark is acceptable 
language-wise in the market in which its owner wishes to do busi- 
ness, he must then decide how best to operate. The first thing he 
should do is to be sure that he has protected his mark by all legal 
means available. The trademark attorneys present will agree that 
there is no substitute for good advice from an international trade- 
mark lawyer, although it is surprising how much advice of this 
type is offered by and accepted from such authorities as brokers, 
salesmen, advertising men, a man whose cousin knows the presi- 
dent, and some learned scholars that you may meet in certain bars. 

Sometimes the laws of the so-called registration countries seem 
most simple. However, it should be remembered that the civil 
law prevails in these countries and that the trademark laws will 
be interpreted according to doctrines which are many times funda- 
mentally different from those of the common law. It is not enough 
that your trademark attorney be familiar with the trademark laws 
of these countries but he should also have some training in civil 
law which will enable him properly to interpret the trademark 
laws. After the United States trademark owner has protected his 
mark in the markets on which he has his eye, he will then have to 
decide the method of doing business which he wishes to employ. 
He can of course make sales to export brokers, appoint a simple 
distributor, appoint an exclusive distributor, enter into a contract 
with a commission merchant, use an agent, qualify a branch of 
the parent corporation or a subsidiary thereof, organize a local 
company, or he may permit some reliable manufacturer in the 
foreign country to manufacture and sell his product on a royalty 
basis. In this last case he usually licenses trademarks, patents, 
processes, and technical know-how in return for a flat percent- 
age of the sales of his product. This last-mentioned method of 
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doing business is in many ways the most simple but at the same 
time it is most dangerous from the trademark owner’s point of 
view. Obviously he is placing his most valuable possession, his 
good name, in the hands of a third party who may destroy it com- 
pletely. This type of operation seems to be becoming more popu- 
lar and I am frequently asked what provisions should be placed 
in royalty contracts of this nature. It goes without saying that in 
order to protect the trademarks involved, it is essential that the 
owner control the product and that his trademark attorney ap- 
prove the provisions relating to the production and labelling of 
the product. But by far the most important thing involved here 
is to find an honest and reliable licensee. That is ninety percent 
of the problem and it is no easier to solve than it was when 
Diogenes lit his lantern. 

Throughout history trademarks have played an important 
part in international trade. The system whereby they are granted 
international protection is one that should be preserved and im- 
proved. As you well know, there are those who apparently be- 
lieve that trademarks are undesirable monopolies and that their 
use should be greatly restricted. Therefore, it is important that 
associations such as this be vigilant in defending the right of a 
person to identify his product by a distinct name or symbol. This 
right can never be any better than the legal system which is used 
to protect it. In my opinion a more simple system of protecting 
trademarks on an international basis should be feasible. Perhaps 
you did not know that Socrates was an authority on trademarks, 
but he once gave some advice which is applicable not only to trade- 
marks themselves but to the system which preserves them: ‘‘Re- 
gard your good name as the richest jewel you can possibly be 
possessed of—for credit is like fire; when once you have kindled 
it you may easily preserve it, but if you once extinguish it, you 
will find it an arduous task to rekindle it again.’’ Thank you. 
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NOTES FROM THE PATENT OFFICE 


Specimens and Trademark Use in Applications 
Based Upon Foreign Registrations 


By Katharine |. Hancock* 


On May 27, 1955, the Patent Office handed down a decision 
which is of importance to those parties who wish to obtain a 
trademark registration in the United States based solely upon 
a foreign registration. The decision was rendered by a Board 
composed of Assistant Commissioner Crocker, Assistant Commis- 
sioner Leeds, and Examiner-in-Chief McCann. It is entitled Ex 
parte Societe Fromageries Bel (tHE MERRY cow), 105 USPQ 392, 


45 TMR 846. 
The basic holding of the case is that a party who seeks a 


United States registration based upon a foreign ‘‘home”’ regis- 
tration is not required to have actually used the mark and does 
not have to allege that the mark is in use in order to obtain the 
United States registration. 

It naturally follows as a result of this decision that a United 
States application based solely upon a foreign registration does 
not have to be accompanied by specimens showing the mark as 
used. When specimens are included in such an application, the 
Patent Office will treat them as surplusage. 

The justification for the decision was found primarily in the 
International Convention of which the United States is a member, 
and is based upon a thorough survey of the entire subject matter, 
including an analysis of the terms of the Convention and of the 
United States statute (the Trade-Mark Act of 1946) and an evalu- 
ation of their relationship, as well as a review of case law touching 
treaties and conventions. 

This decision reverses the practice which the Patent Office had 
followed since the decision in Ex parte Callender’s Cables, Ltd., 
83 USPQ 319, 39 TMR 1057 (Com’r. 1949), which required an 
allegation of use of the trademark, and specimens in support 
thereof. 

The MERRY cow decision deserves to be read carefully by 
everyone, and especially by those who deal with applications from 
foreign countries. 





* Trademark Examiner, U. 8S. Patent Office; Member, District of Columbia Bar. 
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Statistics on Trademarks 
Number of Applications Filed 


1,834 


1,827 
1,795 


Number of Number of Number of 
Registrations Registrations Registrations 
Issued Renewed (Sec.9) Canceled (Sec. 8) 
January 1,279 233 400 
February 1,091 313 337 
1,511 584 484 


3,881 1,130 1,221 


1,222 443 523 
1,553 504 598 
1,308 332 461 


4,083 1,279 1,582 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Rejected Applications 
The following applications were all rejected by the Deputy 
Registrar of Trade Marks for the reasons indicated: 


(1) TRIPLE THROAT AND SEALED, in respect of radio transmit- 
ting and receiving apparatus and parts thereof, was rejected 
on the ground that the words indicate the goods to be radio 
sets which have the characteristic of having three sound chan- 
nels and are sealed. It was conceded that a radio set does not 
possess a ‘‘throat’’ but it was held that the public, disregard- 
ing strict grammatical significance, would be led to expect a 
radio set with three speakers or sound-forming devices: in 
other words the mark is either descriptive or misdescriptive 
of the goods involved. 

(2) 3-1n-onz, in respect of, inter alia, radiograms, gramo- 
phone turn-tables, radio receiving and radio transmitting 
apparatus, was rejected on the ground that the mark indi- 
cates the goods to be apparatus with a three-fold function. 
Although the Australian public might not know exactly what 
the three-fold functions of the apparatus might be, they would 
certainly expect three functions and if the goods were with- 
out three functions, the public would be deceived. All traders 
whose goods do in fact perform the three functions should 
have the right to use such a term to describe their own goods. 
Other similar marks already on the Register were held to be 
of no assistance to the applicants. 

(3) suPER-MART, in respect of articles of clothing, was rejected 
on the ground that the proposed mark was equivalent to 
‘‘super market’’, a term which is in current use in Australia, 
and is not adapted to distinguish the goods of one trader from 
those of another. It was held that anyone who wished to sell 
goods in super markets should be entitled to use the term 
‘‘super-mart’’ and such traders should not be put in the posi- 
tion of having to defend their use of the term because one 
particular trader claims it as his trademark. 


(4) mecca, in respect of cloths and stuffs of wool, worsted or 
hair, was rejected on the grounds that it is a geographical 
name and liable to offend the religious susceptibilities of 
Muslim people. The applicants’ contention that mecca has a 
secondary significance, namely, the center or hub of things, 
and this meaning entirely outweighs any geographical mean- 
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ing, was dismissed. The fact that no trade at all is carried 
on in the Holy City of Mecca was outweighed by the Deputy 
Registrar’s opinion that registration of mecca as a trademark 
might offend Muslims, both in other nations and in Australia. 
(5) ezy-caTcuH, in respect of locks, latches, catches and cabinet 
hardware, was rejected on the ground that the mark directly 
describes the goods to be locks or latches which catch or fasten 
easily or are easily manipulated. 


All of the foregoing decisions appear in Volume 25 of the Official 
Journal of Patents, Trade Marks & Designs, pages 840 to 940. 


France 
Geographical Names as Trademarks 


Plaintiff, manufacturer of a liquor sold under a label including 
the words LA GRANDE CHARTREUSE, sued for infringement Defend- 
ant, manufacturer of a liquor sold under a label including the 
words La PETITE CHARTREUSE. Chartreuse or Grande Chartreuse is 
the name of a region in the Alps, the site of a famous Monastery. 
The Court held as follows: 


(a) a previous criminal judgment passed on Defendant or its 
predecessors was res judicata only upon the exact issue 
decided, and the issue in that case, whether the term PETITE 
CHARTREUSE indicated a name other than the place of manu- 
facture, was not decisive of the case at bar; 

(b) a geographical name cannot become a valid trademark if 
it constitutes the essential element of another party’s prior 
valid trademark, although the geographical name may be 
used otherwise than as a trademark and solely for the pur- 
pose of indicating actual present or former place of origin; 
(c) the combination of a name with other elements in a label 
does not deprive the name of its own distinctive character, 
and it must be protected per se; 

(d) the prolonged inaction of the Plaintiffs (87 years) is justi- 
fied by the small renown of the Defendant’s trademark, and 
cannot prevent the Plaintiffs from claiming the exclusive own- 
ership of their trademark. 


The Court found the Defendant’s label to be an infringement 
of the Plaintiff’s label, and gave judgment for Plaintiffs. Com- 
pagnie Francaise de la Grande Chartreuse v. X, Tribunal Civil 
D’Angouleme, July 22, 1953. 
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Surnames as Trademarks 


The Court enjoined the defendant from using her maiden 
name either by itself or as a principal element of a commercial 
name or of a trademark in respect of champagnes on the ground 
that such use would infringe upon the rights of Plaintiff who had 
registered and used the same name as a trademark, and had used 
it as a part of their commercial name. Champagne Ayala v. Bout- 
ton de Ayala et Fournier, Cour D’Appel de Paris, July 6, 1953. 


Trademark Infringement 


The use by the Defendants of the corporate name GILLTEx, 
although not as a trademark, was held by the Court to be an in- 
fringement of the Plaintiff’s registered trademarks sm and GI, 
on the ground that the em trademark was incorporated in its en- 
tirety in the emurex corporate name, and that the trade might 
believe amLLTEx to be merely an ‘‘extension’’ of the well-known 
ciL trademark. Etablissements Andre Gillier v. Etablissements 
Gilltex, Tribunal Civil de Troyes, December 23, 1953. 


Trademark Infringement 


The use by the Defendant of the trademark paris-couRMAND 
was held to be an infringement of the Plaintiff’s trademark prerrot 
GOURMAND, even though the Register bore some forty trademarks 
for the same type of goods including the word courmanp. The 
Court held that courmanp (which is a French dictionary word de- 
noting fondness for food) is in no way generic, necessary to the 
trade, or descriptive; and that the Plaintiff’s ‘‘tolerance’’ towards 
its competitors using the same word as part of their trademarks 
did not create any rights in the Defendant which it might assert 
as an affirmative defense. Etablissements G. Evrard et Herbet, 
‘‘Pierrot Gourmand’’ v. X, Tribunal Civil de la Seine, April 14, 
1954. 


French Morocco 
Trademark Infringement 


The Court held that the use by the Defendant of a Cross of 
Savoy was an infringement of the Plaintiff’s registered trademark 
including the device of a Cross of Malta. The Court held that the 
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adoption by a trader for the first time of a well-known emblem, 
such as a cross, for use as a trademark to distinguish his products, 
entitled him to ownership of that emblem not only in the particular 
form adopted, but in all forms known for that emblem. Cotelle et 
Foucher v. Sabaudia, Cour de Rabat, April 6, 1954. 


Great Britain 


Descriptive Words 


An application was made to register the word MINIGROOVE in 
respect of sound records. The application was rejected by the 
Assistant-Comptroller on the ground that the mark consists of 
the prefix mrn1 plus a word having direct reference to some quality, 
form or attribute of the goods, that is that the word Groove refers 
to the essential characteristic and main operative feature of gram- 
ophone records and the prefix indicates that these grooves are 
small. The Assistant-Comptroller stated in his opinion: 


‘¢ .. it is at once conceded that the prefix m1n1, by itself, is not 
found in the dictionary. Nevertheless, it has been the Regis- 
trar’s consistent practice over many years to regard this 
term when joined with the name of an article or with a word 
expressive of some characteristic of an article as connoting 
a small or miniature form of an article or a characteristic 
named ... It is agreed, of course, that certain marks are on 
the Register consisting of the prefix mini and a suffix which 
may or may not be an actual word. It will also be appreciated 
that in a field such as that at present under consideration the 
line of demarcation is a fine one and a fair number of marks 
consisting of the prefix mini and a suffix which may or may 
not be an actual word were registered more particularly in 
the late 1930’s and early 1940’s. As this type of application 
become increasingly more common—over 200 applications have 
been dealt with in the past ten years—it was inevitable that 
the practice in regard to such words should be critically 
examined and it may be said generally that since the end of 
the war the practice of the Registrar has tended to harden.’’ 


The Assistant-Comptroller also rejected the requests that the 
mark be registered in Part B on the ground that mrnicRoove is too 
closely synonymous with microcroove, the trade term normally 
used, to allow it to be regarded as capable of distinguishing the 
applicants’ goods as a new mark. It was indicated, however, that 
favorable consideration might be given to the application if evi- 
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dence of substantial use of the mark for a reasonable period could 
be furnished. 

The applicants appealed from the rejection to the High Court 
of Justice and Lloyd-Jacob, J. stated: 


‘‘The word does not qualify as an invented word merely 
because it is newly coined and cannot be found in any stand- 
ard works of reference . .. reference to standard dictionaries 
would not necessarily disclose an accurate picture of the usages 
in trade and commerce at any particular time ... In my judg- 
ment, it has to be a word which cannot fairly be said to have 
an obvious meaning in that it conveys a descriptiveness as its 
primary indication to the person who sees or hears it... As 
I have myself formed the view that it is not unreasonable 
to suppose that a person seeing or hearing this word will 
regard it as an indication that the groove normally experi- 
enced in apparatus will be minified or diminished in its dimen- 
sions, I can see no reason whatever for reversing the view 
of the Hearing Officer... .’’ 


With respect to the question of registering the mark in Part B, 
Lloyd-Jacob, J. stated that he found himself in sufficient doubt so 


that he felt required to support the decision of the Assistant- 
Comptroller. 72 R.P.C. 183. 


Letters as Trademarks 


An application was made to register a mark, the essential 
features of which are the letters ‘‘F’’ and ‘‘K”’ in interlaced ovals, 
in respect of, inter alia, motor land vehicles and motor propelled 
water craft. The application was objected to on the ground that 
the mark was not inherently adapted to distinguish the goods and 
could not be registered without evidence of distinctiveness. The 
applicants offered to disclaim the letters but this could not be 
accepted because the letters were the essential or most important 
feature of the mark and the other minor features of the mark added 
nothing to its inherent distinctiveness. The request that the mark 
be registered in Part B was also rejected. An appeal was taken 
to the High Court of Justice and Lloyd-Jacob, J. allowed submis- 
sion of evidence indicating extensive use of the mark in many 
countries of the world other than the United Kingdom, as well 
as evidence of the existence of a number of foreign registrations. 
However, this evidence did not assist the applicants because it is 





772 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


necessary to show that the mark had acquired distinctiveness in 
the United Kingdom and the experience abroad is not relevant to 
the British market. Court set forth the following rules of practice 
which are followed by the Registrar in cases such as this one: 


‘*(1) Monograms, if of three or more letters, are prima facie 
considered to be adapted to distinguish; and, if of two let- 
ters, are prima facie considered capable of distinguishing. 
Capacity to distinguish may also be inferred if two letters 
not monogrammed, and therefore showing a definite sequential 
order, are so run together as to involve an elision of part of 
one of the letters. (2) If to a letter or letters some additional 
features are added (other than borders or decorative features 
of non-distinctive character), so as to create a combined device, 
the presence of such letter or letters will not prevent a find- 
ing of distinctiveness, but in general their exclusive use will 
need to be disclaimed. (3) If to some other integer a letter 
is introduced in a manner which does not plainly identify it 
as such letter, the combination may be adapted to distinguish, 
although the exclusive use of the letter may need to be dis- 
claimed. (4) A combination of non-distinctive integers, one of 
which consists of one or two letters, may in the totality possess 
distinctiveness, although disclaimer may be required of some 
or all of the component parts. 

‘‘TIt is into the second of these four categories that the mark 
here in suit would have to fall if it were to claim the benefit 
of consonance with Office practice. Once the conclusion is 
reached that the features additional to the letters are of no 
distinctive significance and that, together with the letters they 
form no combined device but merely accentuate the letter fea- 
ture the exclusion of this mark from the category is unavoid- 
able. I have heard no argument on the propriety of these 
categories and I am far from certain that, in expressing them 
in my own language, I have accurately delimited them. It 
suffices for present purposes to say that I can see no objec- 
tion to the system of practice directions as at present operat- 
ing in the Trade Marks Registry, nor any prima facie reason 
for questioning the four rules of practice to which I have 
referred.”’ 


The appeal was dismissed. 72 R.P.C. 191. 


Opposition Proceedings 
An application was filed to register the trademark pvustic in 
respect of adhesives. The application was opposed by the owners 
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of the trademark sBostik, registered in respect of adhesives, on 
the grounds that (1) Bostik and pustic are confusingly similar; 
and (2) the word pustic is not an invented word and is merely a 
misspelling of ‘‘Does stick’’ and, therefore, has direct reference 
to the character or quality of the goods. The opposition was dis- 
missed by the Assistant-Comptroller who held for the applicants 
on both issues. The opponents appealed to the High Court of Jus- 
tice and Lloyd-Jacob, J. held for the applicants on both grounds 
and dismissed the appeal. The issue with respect to the derivation 
of the trademark pustic was stated by the Judge as follows: 
‘‘Is the variation between the mark applied for and the 
originating words from which it can be said to be derived 
such that the distinction constitutes invention and cannot be 
dismissed as being a mere colourable variation?’’ 
In deciding the issue in favor of the applicants, the Judge indi- 
cated that he first had to answer the following question in their 
favor: 
‘“‘On a fair and reasonable view of what will happen in the 
normal circumstances of trade, will the attribution alleged 
naturally occur to the persons to whom the mark will have 
an appeal?’’ 


72 R.P.C. 151. 
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BILLS INTRODUCED TO AMEND THE TRADING 
WITH THE ENEMY ACT 


Under date of June 6, 1955 the Secretary of State, John Foster 
Dulles addressed to the Speaker of the House of Representatives 
a letter enclosing a draft bill to Amend the Trading With the 
Enemy Act, as amended, and the War Claims Act of 1948, as 
amended. The letter together with the draft bill and an explana- 
tory memorandum were referred to the Committee on Interstate 
and Foreign Commerce. The Hon. J. Percy Priest of Tennessee 
as chairman Jf this Committee introduced the bill as drafted 
by the Department of State (H.R. 6730). Both documents, the 
letter and the memorandum were printed in the June 8 issue of 
the Congressional Record, pages A4062-4067. 

On June 14 Senator Kilgore of West Virginia introduced an 
identical bill, 8.2227, which was referred to the Committee on the 
Judiciary, and printed in the June 14 issue of the Congressional 
Record, pages 6872-6878. 

In the Explanatory Memorandum it is stated that ‘‘The first 
part of the proposed bill is designed to effect: (1) The return in 
general as a matter of grace of vested assets other than patent 
interest to natural persons not behind the Iron Curtain up to a 
limit of $10,000; and (2) the return of trademark and copyright 
interests to business enterprises as well as to natural persons with- 
out regard to the $10,000 limitation on value and, insofar as copy- 
right interests are concerned, without regard to the limitations on 
return to persons behind the Iron Curtain.’’ A resume follows 
setting forth the manner in which the proposed bill would affect 
various categories of assets. 

The complete text of this proposed legislation may be obtained 
by writing to the Superintendent of Documents, Government Print- 
ing Office, Washington 25, D. C. 


et) 
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RULES OF PRACTICE IN TRADEMARK CASES 


The new Rules of Practice in Trademark Cases were published 
in 20 Federal Register 4797 (July 7, 1955) and are expected to be 
published in the Official Gazette within a week or ten days there- 
after. They will become effective on August 15, 1955. 

Rules 1.1 to 1.26 are applicable to trademark cases as well as 
to patent cases except for provisions specifically directed to pat- 
ents. As published in the Federal Register Rules 1.1 to 1.26 are 
not complete but indicate proposed amendments to the present 
rules. It is required that they appear in this manner in the Federal 
Register as well as the Official Gazette. In reprint form the com- 
plete text of new Rules 1.1 to 1.26 will be of the complete Official 
Gazette version. A reprint will be mailed to members of USTA on 
receipt from the Government Printing Office. Reprints are also 
available from the Patent Office at no charge. 


NON-PROPRIETARY NAMES FOR DRUGS MOVING 
IN INTERNATIONAL COMMERCE 


A complete revised listing of the Latin and English names 
selected by WHO released by the Expert Advisory Panel on the 
International Pharmacopoeia is carried in the June issue of the 
Patent and Trade Mark Review, pages 253-258. (See also 45 
TMR 522.) 
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BOOK NOTICE 


Wuat THE New Canapian Law on Trape Marks Means To You. 
A Primer on The Canadian Trade Marks Act of 1954. New York, 
The United States Trademark Association, 1955. Pp. 12. 


Soon after the enactment of the new Canadian Trade Marks 
Act which became effective on July 1, 1954, Mr. F. X. Clair, chair- 
man of the International Committee of U.S.T.A. formed a sub- 
committee consisting of Messrs. L. L. Gleason as chairman and 
G. A. Gillette, Jr.. Arthur E. Johnston and Arthur Nathanson 
for the purpose of preparing this booklet on the most important 
provisions on this new legislation. Mr. John C. Osborne of 
Ottawa, who helped much in the writing of the Canadian Trade 
Marks Act, aided this special committee in the preparation of 
the Primer. It is not a legal treatise but is meant to be a helpful 
introduction for those interested in and connected with the mar- 
keting of trademarked products or services in Canada. 

In the Primer special attention is given to the ‘‘ Registered 
Users”’ provisions. July 1, 1955 was the deadline for regularizing 
certain existing arrangements whereby the owners of Canadian 
trademarks have permitted their use by others. 

In the concluding chapter of the Primer the authors state 
that ‘‘ Judging by the painstaking study and scholarship which 
went into the preparation of the Law, this ‘trade mark revolution’ 
should presage a new era for brand names in the growing eco- 
nomic empire to the north of us.’’ 

A limited number of copies of this booklet is available and 
may be obtained by writing to the Association. 
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LIST OF OTHER TRADEMARK ARTICLES* 


Day, Cameron 

Drive on Bait Ads to Grind on through Dog Days. (Printers’ Ink, v. 251, 
no. 13, July 1, 1955, pp. 26-27). 

Report on Forum conducted by the Practising Law Institute, June 24, 1955. 


Ecke, Alice B. 

Company Name-Change Means Teamwork. (Sales Management, v. 74, no. 12, 
June 1, 1955, pp. 52-54, 56-57). 

How Worthington Pump Corporation changed its name to Worthington Cor- 
poration. 
Industrial Marketing. 1956 Market Data & Directory Number. New York, Adver- 
tising Publications, Inc., 1955. Pp. 556. 


Kelley, Etna M. 

Play Kits Make Friends for Brand Names. (Sales Management, v. 74, no. 12, 
June 1, 1955, pp. 48, 50-51). 

New List of Ad Slogans. (Printers’ Ink, v. 251, no. 13, July 1, 1955, pp. 54- 
55, 58). 


Seidel, Arthur H. 


The Trademark and the Copyright. (The Practical Lawyer, v. 1, no. 4, April 
1955, pp. 20-32). 


Subak, John 

Trade-Mark Infringement: The Power of an American Trade-Mark Owner to 
Prevent the Importation of the Authentic Product Manufactured by a Foreign 
Company. (Yale Law Journal, v. 64, no. 4, February 1955, pp. 557-568). 


Woolf, James D. 
Some Random Notes on Trademarks and Trade Names. (Advertising Age, v. 
26, no. 27, July 4, 1955, p. 29). 
World Trade Information Service. Washington, Dept. of Commerce. Bureau of 
Foreign Commerce. 
Part 2: Operations Reports. To date summarized and separate reports on 
trademark and patent regulations on the following countries have been issued: 
Argentina, Colombia, Cuba, Ecuador, Guatemala, Hong Kong, Japan, Mexico 
and Paraguay. 
Further information on this series can be obtained by writing to the Superin- 
tendent of Documents, Government Printing Office, Washington 25, D. C. or 
the nearest U. S. Dept. of Commerce Field Office. 


Zimmerman, Julius G. 


The Food, Drug and Cosmetic Law of Latin America. (Food Drug Cosmetic 
Law Journal, v. 9, November 1954, pp. 655-673). 


Review of public-health legislation with regard to food, drugs and cosmetics 
in twenty independent republics in Latin America. Although the legal systems 
of these republics are quite similar, as they are all “Civil Law” countries, they 
are very dissimilar with regard to their public-health legislation. For the 
first time a review of this kind has been compiled for these Latin-American 
countries setting forth the present status of the legislation for food, drugs 
and cosmetics. 


* Copies of these articles are available in the Association’s library. 





THE TRADE-MARA REPORTER 


Part Il 


SAFEWAY STORES, INCORPORATED v. 
SUBURBAN FOODS, INCORPORATED 


No. 1814—D. C., E. D. Virginia, Norfolk Div.—March 10, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
SAFEWAY has secondary meaning for plaintiff’s grocery stores, Safeway Stores, Inc. 
within area of plaintiff’s activities. 

SAFEWAY is fictional and fanciful trade name for grocery stores. SAVEWAY 
even in conjunction with words SUPER MARKET, HOME OWNED, HOME OPERATED is 
confusingly similar to SAFEWAY, both names being used for grocery stores, and 
is restrainable in Virginia as unfair competition. ' 

Existence of other SAVEWAY stores in various states does not dilute plaintiff’s 
instant right in SAFEWAY or mitigate defendant’s offending limitation. 

CouRTS—J URISDICTION 

Court finds that damage to plaintiff’s good will already inflicted and damage 
reasonably foreseeable far exceeds $3,000. 

REMEDIES—UNFAIR COMPETITION—ScopPe or RELIEF—INJUNCTION 

In granting injunction, court holds that actual loss of business, diversion of 
trade, competition, or palming off of defendant’s goods as plaintiff’s are not 
prerequisites to decree; infringement of trade name is enough to invoke inter- 
vention of equity to protect public as well as plaintiff. 


Action by Safeway Stores, Incorporated v. Suburban Foods, Incorpo- 
rated, for unfair competition. Judgment for plaintiff. 


Breeden, Howard & MacMillan, of Norfolk, Virginia, and Garland Clarke, 
of Washington, D. C., for plaintiff. 


James G. Martin and Kanter & Kanter, of Norfolk, Virginia, for defend- 
ant. 

Bryan, District Judge. 

SAVEWAY, adopted by the defendant in 1954 as a part of a trade name 
for a local retail self-service grocery at Norfolk, Virginia, is denounced 
by the plaintiff as an infringement of the trade name of sarEway which it 
has used continuously in Virginia since 1942, and elsewhere since 1926, 
to designate each of the cash-and-carry grocery stores in its national 
chain. Condemning it as unfair competition at common law, Safeway 
Stores, Incorporated, a Maryland corporation seeks to enjoin its con- 
tinuance by Suburban Foods, Incorporated, of Virginia corporation. The 
defendant’s threefold denial—of the existense of the requisite controver- 
sial amount to sustain diversity jurisdiction, of the exclusiveness of the 
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plaintiff’s right to the trade name, and of any infringement in fact or in 
law—make the issues to be resolved. 

The defendant obtained its charter in 1953, immediately recorded the 
fictitious name of SAVEWAY SUPER MARKET, and commenced business in 
the spring of 1954. Though there is no Safeway store in Norfolk or the 
immediate area (the closest are in Richmond, Petersburg, Hopewell and 
West Point, Virginia) the defendant was well aware of the Safeway 
chain at the time it selected the name Saveway Super Market. It knew 
too that Saveway’s business would be identical in character with Safe- 
way’s. At once the plaintiff protested but the defendant has refused to 
drop SAVEWAY. 

In the store’s overhead block-letter sign saveEway is emphasized by 
quotation marks. On billboards the word is written above, and in letters 
far larger than, the other parts of the name. So also in newspaper dis- 
plays. The first syllable is sometimes accented, thus, savEway, but always 
the two syllables are written together. Nearly all of its printed advertise- 
ments accentuate SAVEWAY, though the radio announcements repeat the 
full business name. 

Safeway Stores, Incorporated, was chartered in Maryland in 1926. 
A corporation of the same name was then operating in California under 
a charter from that State. Maryland Safeway acquired California Safe- 
way, as well as the stock of seven or eight other corporations, and con- 
tinued as a holding company until 1943. The subsidiaries were engaged 
in the retail grocery business and nearly all of them traded as sAFEWAY. 
Their activities spread through California and other States of the West 
and Northwest. In 1928 Safeway acquired the Sanitary Grocery Com- 
pany’s chain of stores in Maryland, Virginia and the District of Colum- 
bia. By 1941 all of its stores bore the designation sareway without fur- 
ther description. Beginning January 1, 1943 Safeway of Maryland, the 
plaintiff, absorbed all of the subsidiaries and became the sole corporate 
owner and operator of the stores. 

SAFEWAY evolved from a contest for the selection of a trade name con- 
ducted in 1924 by the plaintiff’s California predecessor. Since then with- 
out break it has served as the plaintiff’s insigne. For the last several years 
the corporation has been authorized to do business in every State; it 
actually operates stores in twenty-three States and the District of Colum- 
bia. Its Eastern stores are situated in New York (principally in the 
vicinity of New York City), New Jersey, Maryland, District of Colum- 
bia and Virginia, the last three comprising the Washington division; 
the other stores are in States west of the Mississippi River and in Canada. 

There are 1,898 stores in the United States; 187 of them are in the 
Washington division and of these 71 are in Virginia. Richmond, 98 miles 
from Norfolk, has 18 stores, Petersburg, 79 miles from Norfolk, has 2. 
Hopewell, 74 miles away, has 1, and West Point, 65 miles distant, has 1; 
the remaining 49 are scattered throughout Virginia excepting the south- 
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west section. Seasonally it buys large quantities of green produce from 
farmers about Norfolk. 

In 1953 the national gross retail sales of Safeway exceeded a billion 
and a half dollars; in the Washington division they amounted to $176,- 
116,274; and in Virginia $69,026,070. It was stipulated that the Virginia 
business had increased regularly during recent years. 

The name sAFeway has been, and is still, given widespread and ex- 
tensive advertising. For 1953 alone the plaintiff spent in the United 
States more than 10 million dollars for this purpose. In the span from 
1932 to 1953 money spent to publicize sarEway aggregated in excess of 
one hundred millions of dollars, not including the outlays in Canada. To 
the same end $669,726 in 1953, $594,447 in 1952, and $511,844 in 1951, 
with comparative sums for prior years, were expended in the Washing- 
ton division. 

Radio, newspaper, trade journals, consumers’ magazines, highway 
billboards, leaflets, and bus cards are the principal advertising media. No 
Norfolk radio, newspaper, or billboard is used. The newspapers of Rich- 
mond and Washington, D. C., and the local papers of Virginia towns and 
counties, all carry advertisements of Safeway. In excess of a hundred 
radio stations throughout the United States put sarEwAy on the air. 
Fifteen or twenty broadcasts weekly come from Washington and Rich- 
mond alone. The name is also commercially televised from Washington. 
On the principal highways in Virginia, Maryland, and the District of 
Columbia, including the arterial roads leading in and out of Richmond, 
billboards proclaim sAFEWAY to motorists and bus passengers. Only a 
small number of Richmond papers are sold in Norfolk, and radio and 
television programs beamed from Richmond and Washington, it is said, 
do not have large audiences in Norfolk. 

Investors are familiar with the name. The preferred stock of the 
plaintiff is listed on the New York Stock Exchange under the name 
SAFEWAY. In March, 1954, there were at least 38,000 holders of the com- 
mon and preferred stock, some in every State of the Union. Each share- 
holder periodically receives corporate notices and reports describing the 
business as SAFEWAY. 

The fair and reasonable value of the good will of the plaintiff was 
fixed by the evidence at seventy-seven million dollars; its good will in 
Virginia in excess of three million. These figures appear to be just 
appraisals, made pursuant to recognized formulae; they are accepted by 
the Court as the plaintiff’s good will values, of which sareway is the heart. 

I. These facts compel the conclusion that sareway has a secondary 
meaning. To the eye and ear of food shoppers within the area of the 
plaintiff’s activities, the name immediately carries a reference to a Safe- 
way store; their minds at once associate it with the plaintiff’s business. 
Obviously fictitional and fanciful—an artificial combination—it is quite 
eligible as a trade name. The first to obtain its coinage and to build 
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SAFEWAY into a grocer’s pseudonym, the plaintiff is entitled to an exclusive 
use of it as against the defendant. 

II. saveway is phonetically a palpable confusion of sAFEway, a 
veritable idem sonans. Over the radio they are almost indistinguishable 
Indeed, counsel and witnesses in questions and answers at the trial 
repeatedly mistook the terms. Likewise, there is visually a misleading 
similitude. The listener or reader gives no thought to the distinction in 
implication of “safe” and “save.” 

Nor is the confusion avoided by the additional words sUPER MARKET, 
even if these be not subordinated in the display. HOME OWNED, HOME 
OPERATED or equivalent words in defendant’s advertisements are altogether 
ineffective to distinguish saveEway from SAFEWAY. SAVEWAY predominates 
in the accused title; it is the more misleading because of the parallel 
character and methods of the two stores. Differences in the store interiors 
and in the manner of checking out purchases are too slight to rectify the 
initial confusion. The correction, moreover, would come only after the 
patron had been attracted into the store. 

Defendant’s use of SAVEWAY in its trade name, therefore, is unques- 
tionably an unfair trade practice. It is restrainable in Virginia as unfair 
competition at common law. Benj. T. Crump Co. v. J. L. Lindsay, Inc., 
130 Va. 144. True, savEwAy is used as a title by one store in a North 
Carolina town, by two in West Virginia, by one in Hartford, Connecti- 


eut, by four stores in Detroit, Michigan, by some twenty-five in Ohio, 
two in Albany and one in Rotterdam, New York. But Safeway does no 
business in any of these States except New York. The Ohio laws afford 
no remedy against it, the plaintiff has found; but it is about to attack 
the practice in court at Schenectady, New York, near Rotterdam. In these 
circumstances the existence of other saveway stores does not dilute plain- 
tiff’s instant right in sarEway or mitigate defendant’s offending limitation. 


III. Deferment of the jurisdictional issue until decision upon the 
merits is not usual, but in this case it is justified because the merits prove 
the requisite jurisdictional amount. The Court of Appeals of the Fourth 
Circuit has expressly held that in a suit of this kind the value of the good 
will is the amount in controversy. General Shoe Corporation v. Rosen, 
111 F.2d 95, 99, 45 USPQ 196, 200 (29 TMR 593). The briefs in that case 
disclose that the point was raised and fully argued. The conclusion is 
in harmony with the other circuits. Indian Territory Oil & Gas Co. v. 
Indian Territory Illuminating Oi Co., 95 F2d 711, 713, 37 USPQ 301, 
302 (28 TMR 295) ; Hanson v. Triangle Publications, 163 ¥'.2d 74, 80, 74 
USPQ 280, 284 (37 TMR 645) ;Food Fair Stores v. Food Fair, 177 F.2d 
177, 181, 83 USPQ 14, 17 (39 TMR 894) ; Ross-Whitney Corp. v. Smith 
Kline & French Laboratories, 207 F.2d 190, 194, 99 USPQ 1, 4 (44 TMR 
274). As already found, the plaintiff’s good will, both in the United 
States generally and in Virginia alone, far exceeds $3,000. 

Defendant argues that the amount in controversy is the amount of 
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damage done, or apprehended, to the good will, citing McNutt v. General 
Motors Acceptance Corp., 298 U.S. 178, and KVOS, Inc. v. Associated 
Press, 299 U.S. 269. But with both of these cases in mind the Court of 
Appeals decided General Shoe Corporation v. Rosen, supra, conclusively 
demonstrating the inappositeness here of McNutt and KVOS. However, 
if defendant’s interpretation be followed, jurisdiction is still easily 
sustained. 

As heretofore pointed out, the national good will of Safeway Stores. 
Incorporated, has been developed through the inculeation of SAFEWAY 
into the minds of the purchasing public as synonymous with its store, its 
service, its merchandise. This direction of thought has been accomplished 
through the expenditure of the immense sums previously mentioned for 
advertising the name over the years. Energetic use of a name so con- 
founding SAFEWAY as does SAVEWAY, necessarily injures the plaintiff’s 
trade name and hence its good will. With the value of the trade name 
as well as an account of the defendant’s activity before it, the Court can, 
and does, readily find that the damage to the good will already inflicted, 
and the damage reasonably foreseeable or to be expected from the defend- 
ant’s actions, in each instance far exceeds $3,000. 

But the defendant contends, further, that the amount in controversy 
is to be measured only by the extent of the present or anticipated dam- 
age to the plaintiff’s Norfolk good will, and that in the absence of a store 
or an advertising program in that city, neither a secondary meaning to 
SAFEWAY nor any good will of the plaintiff exists there. 

SAFEWAY in this secondary sense, with the good will of the plaintiff 
wrapped about it, does in fact prevail in Norfolk. A broad and cosmo- 
politan city, Norfolk is not isolated or immured from nationwide or state- 
wide advertising. As the terminus of some of the great rail, ship, truck 
and plane routes of the nation, it must become promptly informed of 
every large mercantile enterprise. These carriers bring Civilian and 
Service travelers. Norfolk is one of the great naval bases of the United 
States, where thousands of Service personnel are stationed. The civilian 
visitors and the servicemen come from every part of the country; they 
come fully acquainted with the names of their favorite food stores. Fur- 
thermore, some of the Norfolk population is bound to have been reached 
by the plaintiff’s national advertising—and certainly by the commercial 
advertisements on the air, on the highways, and in the press of central 
Virginia—even though none of it may originate in Norfolk. Almost with- 
out exception, the witnesses called by the defendant, and testifying that 
SAFEWAY had no specific significance to the average citizen in Norfolk 
frankly conceded that they themselves knew of the Safeway store chain. 
To repeat, Saveway’s originator and incorporator, a resident of Norfolk, 
was himself aware of Safeway and its operations before he created Save- 
way. It may be said with confidence that sareway and the good will 
of the plaintiff have permeated Norfolk. 
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In the light of all the evidence, the Court finds that the defendant 
has injured, and if not restrained will further injure, the plaintiff’s good 
will in Norfolk, and that this injury has amounted and will amount, to 
more than $3,000. Location of the defendant’s store near the main en- 
trance to the Norfolk Naval Operating Base increases the opportunity for 
confusion and resulting injury. The plaintiff has proved a realistic inten- 
tion and plan to establish stores in Norfolk, and this is a circumstance to 
be weighed in determining prospective damage. 

An injunction will be granted as prayed. Actual loss of business, di- 
version of trade, competition, or “palming off” of defendant’s goods as 
the plaintiff’s, are not prerequisites to such a degree. Infringement of 
a trade name, as here established, is enough to invoke the intervention of 
equity—to protect the public as well as the plaintiff. Food Fair Stores v. 
Food Fair, supra, 177 F.2d 177, 83 USPQ 14 (39 TMR 894). 

This memorandum will serve as a statement of the Court’s findings 
of fact and conclusions of law. Counsel for the plaintiff will present a 
decree within 10 days, first submitting it to opposing counsel for con- 
sideration as to form. 





INTERNATIONAL ELECTRIC COMPANY v. SMITH et al, 
doing business as SMITH AND GREEN HARDWARE, et al. 


No. 53 C 1440 — D.C.,N.D. Illinois — April 18 and 25, 1955 


Errect OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 


Presumption arising from plaintiff’s registration of WEED CHOPPER is not 
overcome by defenses of defendant that words were used in advertising literature 
predating plaintiff’s registration; proof of use was oral, and references to product 
were not trademark use. 

TRADE-MaRK AcT or 1946—ReEGISTRABILITY—DESCRIPTIVE TERMS 

WEED CHOPPER is suggestive, but not descriptive of fence controllers of an 
electric fence. 

TRADE-MarRK Act or 1946—REGISTRATION PROCEDURE—IN GENERAL 

Where plaintiff’s label bore word INTERNATIONAL WEED CHOPPER, there was no 
fraud in submitting label to Patent Office on which word INTERNATIONAL had been 
cut off in order to register WEED CHOPPER. 

REMEDIES—UNFAIR COMPETITION—BaASIS OF RELIEF—IN GENERAL 

Unfair trade is a sort of theft of good will. 


REMEDIES—UNFAIR COMPETITION—BasiIs OF RELIEF—TRADE AND COMMERCIAL NAMES 
WEED KUTTER and WEED CLIPPER are confusingly similar to WEED CHOPPER 
when used in connection with the distribution and sale of electric fence controllers 
or related products. 
REMEDIES—UnFair CoMPETITION—ScOPE OF RELIEF 
Defendants are required to deliver up and destroy all infringing patents, 
devices, cartons, literature and advertising material bearing trademarks which copy 
or simulate those of plaintiff, an] plaintiff is entitled to recover costs of litigation 
from defendant. 


Action by International Electric Company v. Amos H. Smith and 
Fred C. Green, doing business as Smith and Green Hardware, and Electric 
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Service Systems, Inc., for trademark infringement. Judgment for plaintiff. 

W. A. Snow, of Chicago, Illinois, for plaintiff. 

Arthur 8. Caine, of Minneapolis, Minnesota, and Hill, Sherman, Meroni, 
Gross & Simpson and Anthony R. Chiara, of Chicago, Illinois, for 
defendants. 

Barnes, Chief Judge (orally). 

I have been somewhat concerned about this case, about the amount of 
time it has taken, and the burden it was imposing upon the parties. Of 
course, it doesn’t make any difference to the Court because if the Court 
were not engaged in this case it would be engaged in some other ease. 
But it has seemed to me that the litigation was perhaps unnecessarily 
burdensome to the parties. 

I will take up first the question of the original complaint, and the 
answer thereto, and the issues made thereby. 

The parties are engaged in manufacturing and selling, or assembling 
and selling, among other things electric fence controllers, and, as I under- 
stand, electric fences. 

I am told that the heart of an electric fence is the controller. 

The controller with which we are concerned in this case, and in respect 
of which a trade mark was registered, has been referred to as an electric 
interrupter, I think. And I gather that it is a device which turns on and 
turns off electricity in an electric fence. 

Aside from the controller an electric fence, I am told, consists of 
insulated posts and metallic wire conductors. 

An electric fence is designed to keep animals in an enclosure or to 
keep them out of an enclosure. And most animals I understand will not 
willingly come in contact with a fence which is energized by electricity 
because they shrink from the shock which they speedily learn they will be 
subjected to if they touch it. 

I understand that in times past this interrupter has sometimes been 
called a chopper. Why, I don’t know. I think the record is silent on that 
question. I do not know whether it is because it chops off the electric 
current or why. But I am told that it has been called a chopper. 

Now, I am told that an electric fence in which a controller is installed 
has the property of burning off, or arcing off, weeds. And I suppose that 
means, by burning off by means of an electric arc, the weeds which 
momentarily come in contact with the wires of the fence. 

The controller certainly does not chop weeds. As a matter of fact, 
it does not chop electric current. It has the property of turning it off and 
on, I understand, but it does not chop it. By chopping we generally mean 
cutting something by means of a sharp instrument, such as an axe to chop 
wood, or to chop down a tree. 

The plaintiff registered the words WEED CHOPPER as a trade mark of its 


controller and its fence. 
It claims to have used those word WEED CHOPPER, [ think, since the 
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first of 1946, as a trade mark in respect of its controller and fence. 

The defendant, after the registration of the words WEED CHOPPER as a 
trade mark by the plaintiff, began the use of the words WEED CHOPPER 
in its advertising but not upon its products, and in connection with its use 
of the words WEED CHOPPER in its advertising used the words “trade mark.” 

In passing it is interesting to note that the defendant uses the word 
HOL-DEM as a trade mark in connection with its fence controller. And while 
continuing to use the word HOL-DEM in connection with and upon its fence 
controller it used in connection with its advertising the words WEED 
CHOPPER, and in connection with those words, the words “trade mark,” as 
I say, in its advertising; and this after the plaintiff had registered the 
words WEED CHOPPER as a trade mark of its fence controller and fence; 
and after the plaintiff had spent some place between two hundred and two 
hundred and fifty thousand dollars in advertising its WEED CHOPPER fence 
controller, and after something like one hundred and twenty-eight thousand 
units of its WEED CHOPPER fence controller had been sold to the public. 

When the attention of the defendant was called to the fact that it was 
infringing the trade mark of the plaintiff it ceased to use the words WEED 
CHOPPER and began the use of the words WEED KUTTER, and later the words 
WEED CLIPPER. And when the plaintiff started this suit and sought to 
restrain the use of the words WEED CHOPPER, WEED KUTTER and WEED 
CLIPPER the defendant claimed prior use of the words WEED CHOPPER as a 
trade mark; claimed fraud in the registration; claimed that the registra- 
tion was invalid because the words were descriptive; and because on the 
copy of the trade mark. as filed in the Patent Office the word INTERNATIONAL 
was cut off it; and also claimed fraud because it was said that the plaintiff 
had claimed the use of the words WEED CHOPPER in connection not only with 
the fence controller but in connection with electric fences. 

Now, taking up these various defenses: 

The evidence shows that a distributor of the plaintiff sometime in 
1945 conceived the idea of using the words WEED CHOPPER in connection 
with the plaintiff’s product. It used those words in connection with the 
plaintiff’s product and advised the plaintiff to use those words in connection 
with its product, as a trade mark. And that thereupon the plaintiff began 
to use those words as a trade mark, applying them to its products. 

The defendant claims prior use, and puts in evidence an invoice of 
some advertising which shows the purchase of some HOL-DEM circulars. 
And one of the defendant’s officers by oral testimony says that these 
particular circulars referred to in that invoice, dated in May of 1945, 
were circulars which used the words WEED CHOPPER in referring to the 
product of the defendant. 

I call your attention to the fact that that alleged prior use of defend- 
ant relies for one of its links, in fact its principal link, on the oral testimony 
of one of defendant’s officers. And, furthermore, the Court is of the opinion 
that those words WEED CHOPPER which are used in that particular piece of 
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literature, which is said to be dated back there in 1945,—those words were 
not used by the defendant as a trade mark. So the Court holds that the 
presumption arising from plaintiff’s registration has not been overcome 
by the defense of the defendant. 

Coming now to the question as to whether or not the words WEED 
CHOPPER as applied to an electric fence controller are merely descriptive: 
If they are, of course the registration of the trade mark is invalid. 

Now I want to go back to the history of this electrical device, this 
electrical interrupter. What does it do? It is the heart of an electric 
fence, it is true. But it merely turns on and turns off the current. That 
is all it does. It does not cut anything. It does not chop anything. It does 
not even chop electric current. It turns it on and off. It makes the circuit, 
I suppose, and breaks the circuit. That is what it is, a circuit breaker, 
isn’t it? 

And the electric fence, when it is energized or in operation and the 
interrupter is operating, what does it do? It does not chop anything. 
It does not cut anything. 

As to the electricity, if a current of sufficient strength comes in contact 
with a weed it will burn the weed. 

Now, the most you can say of the words WEED CHOPPER, used in con- 
nection with an electric interrupting fence controller is that they are 
suggestive—remotely suggestive. 

I was considerably helped by that case involving the word FRIENDLY 
used in connection with shoes. Is that word FRIENDLY used as a trade mark 
for shoes descriptive? I do not remember just exactly what the court said 
in deciding it, but I remember that they said no, it is not descriptive, 
it is suggestive. And I suppose that when you hear the words FRIENDLY 
SHOES your mind operates somewhat like this: FRIENDLY SHOES? Well, 
KINDLY, a shoe that is kindly to the feet, and being kind to the feet it is a 
shoe that does not hurt the feet, it is a comfortable shoe. I suppose that 
is the way the mind operates. 

Now, I do not know much about trade mark law, but I assume that 
the word COMFORTABLE as a trade mark for shoes would be descriptive. 
I venture that suggestion. And as to the word KINDLY, I do not think I 
would venture the suggestion that the word KINDLY would be descriptive 
of a piece of pieces of leather or cloth that you might wrap around 
your feet. 

And the court having the question before it found that, even though 
the shoes were kindly or comfortable to the feet, the word FRIENDLY was 
not a descriptive trade mark. And I am inclined to believe that that court 
was right. 

What happens here with the WEED CHopPpER? What happens when the 
words WEED CHOPPER are applied to a fence controller of an electric fence? 
Certainly that fence controller does not chop weeds. The fence does not 
chop the weeds. The most that you can get out of it is that the electricity 
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going through the fence in which one of these WEED CHOPPERS is installed 
destroys the weeds that come in contact with it by burning them. The 
words are suggestive, not descriptive. I haven’t any doubt about that. 
But maybe it is one of those things concerning which I have from time to 
time been without doubt and found that I am wrong. But I don’t think so. 

Now, concerning this registration and the cutting off of the word 
INTERNATIONAL from the words WEED CHOPPER. Fraud? For the life of me 
I cannot see any suggestion of fraud in that. When they desired to register 
the words WEED CHOPPER they didn’t want to register anything else. Why 
should they put something else before the words WEED CHOPPER when they 
didn’t claim anything in respect of it and didn’t want anything else, when 
they had all they wanted, and just wanted to register WEED CHOPPER? 
And certainly there was no fraud that I can see in saying they applied the 
words to electric fences. 

The controller is the heart of an electric fence and so when the words 
are applied to an electric fence controller they are applied to an electric 
fence. Suppose they never had been applied to an electric fence separate 
and apart from a controller, there just couldn’t be any electric fence with- 
out a controller or something of the same general class—there wouldn’t be 
any electric fence. You would just have some metallic conductors of elec- 
tricity and some insulated posts but no electric fence. I do not think there 
was any fraud in saying that they applied those words WEED CHOPPER 
to an electric fence even if they never intended to apply them to fences 
separate and apart from controllers. I understand they have been applied 
to fences. I repeat for the reason that the electric controller is the heart 
of the electric fence, if you apply the trade mark to the controller you have 
applied it to the fence. This is so because the controller is the fence. The 
only thing that distinguishes the electric fence from the ordinary stake- 
and-rider fence or for that matter a picket fence or a board fence is the 
controller operating with the electricity. 

So I come to the conclusion that the registration is valid and that those 
words WEED CHOPPER are a valid trade mark as used by the plaintiff in 
connection with its fence controller. 

Now, then, I come to the motives of the defendant. What were those 
motives? What could be those motives? 

It did not apply the words to the product. It did not place them on 
the product itself. It only used the words in its advertising, and there in 
connection with the words it used in the word “trade mark.” What was the 
intent ? 

I cannot come to any other conclusion but that the defendant wanted 
to trade on the good will of the plaintiff. And I am particularly led to that 
belief by the evidence of the spending of the large sum of money which 
the plaintiff did spend by way of advertising and the large number of sales 
of the units which had been made. 

What about the use by the defendant of the words WEED KUTTER? 
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And then after abandoning WEED KUTTER, WEED CLIPPER? 

It is just the old, old story of the man who had stolen something and 
wants to keep as much of it as he can. If he is forced to give up some he 
tries hard to give up no more than he has to. That is the story. That is 
human nature. 

Maybe those words are rough. But this is unfair trade; unfair trade 
is a sort of theft—theft of good will. And I think that is what the 
defendant has been guilty of. 

Now, then, we come to the other part of this case, that has complicated 
the case, and dragged it out, and made it exceedingly expensive for both 
parties. And I think needlessly so. 

These folks were manufacturers or assemblers of these devices. No 
doubt if they attend to their business and work hard and earnestly they 
will make money—they will both make money. They probably won’t 
become multimillionaires out of the sale of electric fences, but they will 
make money, both of them. 

They conduct their business in this way; they manufacture or 
assemble, and then sell through distributors in various parts of the 
country. These distributors are not agents or servants of the parties. 
They are distributors. They are independent contractors. They buy from 
the parties, and sell on their own account—in fact, these independent 
men are independent merchants. They are not subject to the control of 
the persons from whom they purchase their product to the extent that 
servants or agents are. They want to operate that way. That is the 
reason they operate that way. They want to be independent. They may 
do some things that the manufacturer or assembler wishes they would 
not do, and which he would not approve. And to the defendant in this 
ease has occurred some annoyances as a result of competition. I won’t say 
quite a lot, but some—some minutiae, little things, pestiferous little things. 

This complaint about cutting the prices out in California—about the 
plaintiff cutting the prices out in California. 

In the first place, the plaintiff didn’t do it. The distributor did it 
out there. 

In the second place the defendant isn’t operating out there. 

In the third place the man who is operating out there and who is 
undercutting and who has taken the trade away from the plaintiff and the 
defendant, invited that very course of conduct and began it by advertising 
that anybody who paid more than his price was buying blue sky. They 
were not buying a fence controller; they were buying blue sky. 

Now, when you advertise like that, what are you inviting? 

I am sure that no conspiracy was established as between the plaintiff 
and its distributors. 

I am sure that there is no evidence of any loss by the defendant by 
reason of anything complained of. 

I just think the whole thing is an attempt to make mountains out of 
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mole hills—or ant hills, as a defense to a trade mark suit. 

I think the cross complaint is without equity, and it will be dismissed 
for want of equity. ig 

I have thought a great deal about whether I can grant the motion 
of the plaintiff to charge the defendant with the costs of the taking of 
these depositions that were taken all over the country. I have thought 
quite a bit about that, but I have decided not to charge it to the defendant. 
Maybe I am wrong about that. If this case goes up the plaintiff can 
bring that matter to the attention of the Appellate Court. 

There is a motion to reopen the case. 

I have listened to what you gentlemen have said to me about it. I 
think that is a mere attempted continuation of this attempt to find a 
defense to a trade mark violation case to which there is no good defense. 
Therefore, that motion will be denied. 


FINDINGS OF Fact 
Apr. 25, 1955 


1. Plaintiff, International Electric Company is a corporation organized 
and existing under and by virtue of the laws of the State of Illinois, and 
has its principal office and place of business at 447 North Wood Street, 
Chicago 22, Illinois. 

2. Defendant, Amos H. Smith and Fred C. Green are co-partners 
doing business as Smith and Green Hardware, with its principal place of 
business at 38 Main Street, McHenry, Illinois. 

3. The intervening Defendant, Electric Service Systems, Inc., is a 
corporation organized and existing under and by virtue of the laws of 
Minnesota, and has its office and principal place of business at 1330 Quincy 
Street, Northeast, Minneapolis, Minnesota. 

4. This Court has jurisdiction on the subject matter of this litigation, 
based on the Trade-Mark Act of 1946. Title U.S. Section 1121, and the 
Judicial Code 28 U.S.C.A. Section 1388. 

5. Plaintiff, directly and through its predecessors, since the year 1943, 
has continuously been engaged in the manufacture, sale and distribution 
of electric fence controllers. 

6. The trade mark WEED CHOPPER originated with Plaintiff on a 
suggestion of one of its franchised distributors, namely, Mr. Leigh 
MeMahan, of Buffalo, New York, and the Court finds that Mr. McMahan 
began using a rectangular label in the form of a tag which was attached 
to one of the terminals of the fence controller, as early as the Fall of 1945, 
and which tags bore the trade mark WEED CHOPPER. Mr. McMahan advised 
Plaintiff to use these words as a trade mark, applying them to its products, 
which was done by Plaintiff. 

7. The trade mark WEED CHOPPER was registered in the United States 
Patent Office on December 23, 1952, Registration No. 568,258 on an applica- 
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tion which was filed in the United States Patent Office on June 8, 1951, 
for electric fences and electric fence controllers. 

8. The Plaintiff has since 1950, through September of 1954, manu- 
factured and sold one hundred and twenty-six thousand two hundred and 
sixty-nine (126,269) fence controllers to which the trade mark WEED 
CHOPPER was attached. 

9. Plaintiff, in advertising its electric fence controller bearing the 
trade mark WEED CHOPPER has spent a total of two hundred and eighty 
thousand, nine hundred and seventy dollars and ninety cents ($280,970.90) 
from the year 1950 until September 30, 1954, in national and local publica- 
tions, as well as on the radio. 

10. The trade mark is not merely descriptive of either electric fences 
or electric fence controllers. The primary function of an electric fence is 
to keep animals within or without a predetermined enclosure. The fence 
controller is a circuit maker and breaker to turn on or turn off current 
arranged to flow through metallic wire conductors supported by insulated 
posts which forms an electric fence. The controller is the heart of an electric 
fence. 

11. In an electric fence of the character described above, when the 
current flowing through the wire is of sufficient strength, it has the property 
of burning or arcing off weeds which momentarily come in contact with the 
charged wires of the fence. The controller does not cut or chop anything 
or chop electric current. It has the property of turning it off or on. By 
chopping it is generally meant, cutting something by means of a sharp 
instrument, such as an axe to chop wood or chop down a tree, therefore, 
the trade mark WEED CHOPPER is only remotely suggestive of one of the 
properties of the product and not descriptive. General Shoe Corp. v. Rosen, 
111 F.2d 95, 45 USPQ 196 (30 TMR 227 (CA 4) ) 

12. Plaintiff’s printed label at the time the application for registra- 
tion was filed in the Patent Office, was a rectangular card bearing the 
word INTERNATIONAL on one line and the words WEED CHOPPER on a second 
line. When the application was filed in the Patent Office the Plaintiff cut 
the card in two so that only the words WEED CHOPPER were contained thereon 
and sent this to the Patent Office. Plaintiff only wanted to register the 
words WEED CHOPPER and nothing else and there is no suggestion of fraud 
in submitting such labels to the Patent Office. 

13. The controller is the heart of an electric fence and when the trade 
mark is applied to the electric fence controller it is applied to an electric 
fence. Without the controller there would be no electric fence, therefore, 
no fraud was committed in the Patent Office when Plaintiff claimed as its 
goods on which the mark was used “electric fences and electric fence con- 
trollers” in the application as filed when actually Plaintiff does not manu- 
facture electric fence wire and insulated posts. 

14. Plaintiff is a manufacturer and does not sell its product directly 
to the retail market, and employs no salesmen. All of Plaintiff’s product 
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is sold to its various franchised distributors located throughout the United 
States. 

15. Each of the franchised distributors of the Plaintiff is an inde- 
pendent contractor or an independent merchant not subject to the control 
of the Plaintiff from whom they purchase their product. There is no 
agency relationship existing between the Plaintiff and the franchised 
distributors. 

16. The Plaintiff has advertised its product in national and local 
newspapers and magazines as well as on the radio, and therefore, has 
created a great demand for its product, and built up a substantial good 
will. 

17. The Defendant is a manufacturer of fence controllers. The De- 
fendant’s real trade mark for its product is HoLDEM but the Defendant 
has, since Plaintiff’s promotional efforts, used the trade marks WEED cHopP- 
PER, WEED KUTTER and WEED CLIPPER On its literature, its placards, circulars 
and other advertising matter and is still using the term, WEED cLIppER. It 
also uses the words “trade mark” in association therewith. 

18. The intention of the Defendant, by the use of such terms in its 
advertising, was to trade on the good will of the Plaintiff. 

19. The Court finds that there is a great similarity between these 
names adopted by the Defendant and the trade mark of Plaintiff, and that 
confusion in the trade is inevitable. 

20. Defendant’s alleged claim of early use of the term WEED CHOPPER 
as a trade mark for its products has not been established. The circular of 
Defendant’s Exhibit 20, does not show the words “weed chopper” used 
by the defendant as a trade mark. 

21. The Court further finds that the Defendant has failed to sustain 
the burden required of it in connection with its cross complaint in its 
counterclaim. 

22. All of the acts alleged to have occurred in the State of California 
by the Defendant in its counterclaim are actions that are not chargeable 
to the Plaintiff in this case. Plaintiff’s distributor operates in California. 
The Defendant does not operate out there. Chas. Klint and Company 
invited the actions complained of by advertising that anybody who paid 
more than his price was buying blue sky. 

23. The conspiracy count in the counterclaim has not been proven 
by competent evidence and the Defendant has failed to establish and main- 
tain its burden of proof. 

24. Plaintiff has not proven any damages arising out of the infringe- 
ment of its trade mark by Defendants, or otherwise, and no damages shall 
be awarded to Plaintiff. 

Concuiusions or Law 


1. The Court has jurisdiction of the subject matter of this action, and 
of the parties to it; and the venue of the action is properly laid in the 
Northern District of Illinois, Eastern Division. 
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2. Trade Mark Registration No. 568,258 registered December 23, 1952 
for the trade mark WEED CHOPPER is owned by the Plaintiff for use on 
electric fences and electric fence controllers, and it was duly and lawfully 
issued by the United States Patent Office. 

3. The trade mark is valid and infringed by the Defendant’s use of 
the words WEED CHOPPER, WEED KUTTER and WEED CLIPPER as used on or in 
connection with Defendant’s sale and advertising of fence controllers. 

4. The trade mark WEED CHOPPER is not merely descriptive of elec- 
trie fences or electric fence controllers. 

5. There was no intent to defraud or make false representation to 
the Patent Office in the prosecution of the application for registration 
in suit. 

6. The Defendant is guilty of unfair trading on Plaintiff’s good will. 

7. No conspiracy was established between Plaintiff and its distributors. 

8. Defendant has failed to sustain its burden of proof regarding its 
cross complaint in its counterclaim and the same is hereby dismissed for 
want of equity. 

9. The Plaintiff is entitled to a perpetual injunction enjoining and 
restraining the Defendant, its officers, agents, servants, employees and those 
in active concert or participation with them :— 

(a) From using the trade marks WEED CHOPPER, WEED KUTTER Or WEED 
CLIPPER or any colorable imitation thereof in connection with the distribu- 
tion and sale of electric fence controllers or any related products; 

(b) from otherwise infringing Plaintiff’s registered trade mark. 

10. The Defendants are required to deliver up and destroy all pack- 
ages, devices, cartons, literature and advertising material bearing the trade 
marks WEED CHOPPER, WEED KUTTER Or WEED CLIPPER or any trade mark or 
name which closely simulates Plaintiff’s trade mark WEED CHOPPER. 

11. The costs of this litigation are assessed against the Defendant, 
and the Plaintiff shall be entitled to recover the same. 


ORCHARD BROTHERS, INC. v. RUDIN, doing business as 
A.B.C. ALUMINUM AWNING COMPANY 


No. 5472—D. C., N. D. New York—April 26, 1955 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 


REMEDIES—UNFAIR COMPETITION—SooPE OF RELIEF—INJUNCTION 

Injunctions are a most drastic remedy and cannot be based upon speculative 
fear that primarily arises from justified faith and pride in a good product. 

In denying motion for preliminary injunction, court considers that plaintiff’s 
experienced organization can stand off alleged unfair competition for anticipated 
two month period before trial. 

Some showing of likelihood of confusion is necessary for granting of pre- 
liminary injunction against unfair competition; element of “free ride” does not 
warrant issuance of injunction in absence of patent monopoly or clear proof of 
secondary meaning; important factor is conduct that will cause confusion to cus- 
tomer as to source of product. 
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Action by Orchard Brothers, Inc., v. Charles Rudin, doing business as 
A.B.C. Aluminum Awning Company, for trademark infringement and un- 
fair competition. On plaintiff’s motion for preliminary injunction. Motion 
denied. 

Irving Vichness, of New York, N. Y., for plaintiff. 

Andros & Smith (Harry A. Smith of counsel) of Albany, New York, for 
defendant. 

Fo.ey, District Judge. 

Plaintiff moves for a preliminary injunction pending the trial of this 
motion. The action is one based upon alleged trade mark infringement and 
unfair competition. The application to enjoin specified business activity 
on the part of the defendant, and the particular use of the trade mark 
RO-LA-LUME, is based upon the pleadings, affidavits and exhibits. Affidavits 
and exhibits have been submitted in behalf of the defendant in opposition. 
On the return day of the motion, near the end of lengthy argument, it was 
indicated by the attorney for the plaintiff that agreement might be reached 
by the parties if the defendant would agree not to “palm off” its product 
as that of the plaintiff on the distributors and dealers of the plaintiff, and 
that judicial determination of the motion might be unnecessary. Appar- 
ently, the spirit of compromise, which is always pleasant to a court, faded 
away and the motion is now pressed. 

The plaintiff is the manufacturer of the component parts of a roll-up 
aluminum Awning. Through a system of national franchise holders, trained 
and supervised by plaintiff’s employees and by a combination of their 
efforts, the assembly of the awning is made for the retail dealers and/or 
the ultimate individual customer. This aluminum awning was manufac- 
tured and sold under a patent which expired November, 1954. In 1945 
the plaintiff adopted the name aLUMAROLL for its trade mark in connection 
with the component parts and complete awning. Federal registration of 
such mark was granted January 16, 1951. The trade mark ALUMAROLL was 
used by the plaintiff in distinctive fashion in its advertising in the leading 
national magazines and trade journals, the letters aLumMaA in black, the 
letters ROLL in white, with a clever backward sweep from these letters to 
give a rolling effect; all, as appear in the exihibits submitted herein, upon 
a red background. 

When the patent expired, the defendant entered the field. Its circular 
advertising adopted the mark rRo-LA-LUME, hyphenated and so set forth at 
the top of the circular with the statement at the bottom in large and readable 
lettering: “A Product of A.B.C. Awning Company, Albany, New York.” 
There was some similarity of the first circular with the details of previous 
advertising by the plaintiff, but the defendant says that few of the original 
circulars were released, and the format has been changed. (Defendant’s 
Exhibits H, I.) However, the plaintiff urges in its brief that it does not 
rely upon any similarity or closeness of the mark alone, but insists that the 
combination of the acts of the defendant in trying to convince the dis- 
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tributors and dealers of the plaintiff to “palm off” its awning, described as 
inferior by the plaintiff, and the use of similar parts catalogs, price lists 
and technical manuals, all add up to an evil that will irreparably harm the 
business of the plaintiff unless restrained by the drastic’ relief of injunction. 

The affidavits, as usual, are in conflict on these charges by the plaintiff. 
There is no exact proof whatever that the defendant is manufacturing an 
inferior awning, and I am sure that at this stage and based upon the papers 
submitted, any such conclusion would be completely unjustified. There is 
serious disagreement as to whether the distributor of the plaintiff contacted 
the employee of the defendant, or vice versa and denial that there was 
discussion of “palming off” the product of the defendant for that of the 
plaintiff. There is serious question as to whether or not the parts of the 
Ro-la-lume awning are interchangeable with that of ALUMAROLL. All these 
factual disputes, and probably others, should await a trial upon the merits. 
General Electric Company v. Schwartz, 92 F.Supp. 996, 86 USPQ 450 
(40 TMR 1007). 

More important is the lack of a clear showing that there is existent 
under the circumstances present the likelihood of consumer-confusion in 
the marketing of the two products, or that irreparable injury will come to 
the plaintiff if injunctive relief is denied. Injunctions are a most drastic 
remedy, and cannot be based upon speculative fear that primarily arises 
from the justified faith and pride in a good product. Further it is difficult 
to believe that the awning of the defendant could be “palmed off” on the 
trained distributors or dealers of the plaintiff without their connivance. 

The case relied upon by the plaintiff, Hamilton Watch Co. v. Benrus 
Watch Co., 206 F.2d 739, involved an antitrust action, and it must be 
remembered that trade mark and unfair competition cases are of a peculiar 
kind. In the Hamilton case, at page 743, the Court stated: “Here no sub- 
stantial harm from the injunction to defendant is perceptible; but the 
hardship to plaintiff, were there no injunction, would be considerable.” 
That statement does not fit here because the injunction would stop the new 
venture dead in its tracks, and it is difficult for me to conclude that this 
experienced organization of the plaintiff cannot stand off this new thrust 
until a trial upon the merits, which can be had in the next two months. 

In another case relied upon by the plaintiff, Model-Etts Corporation 
v. Merck & Co., 118 F.Supp. 259, 261, 99 USPQ 331, 333 (44 TMR 285), 
the injunction was denied by Judge Dimock stating: “What I must con- 
clude, however, is that plaintiff has not supplied evidence of danger of 
irreparable injury to plaintiff, or shown facts from which that result can 
be inferred. In the absence of such evidence, and such a showing, the issu- 
ance of a temporary injunction cannot be justified.” 

Some showing of likelihood of confusion is just as necessary and must 
be present. Federal Telephone & Radio Corporation v. Federal Television 
Corp., 2 Cir. 180 F.2d 250, 251, 84 USPQ 394 (40 TMR 219). The element 
of a “free ride” does not warrant the issuance of the injunction in the 
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absence of a patent monopoly or clear proof of a “secondary meaning”. 
An important factor is conduct that will cause confusion to the customer as 
to the source of the product. Chas. D. Briddell, Inc. v. Alglobe Trading 
Corp., 2 Cir. 194 F.2d 416, 92 USPQ 100 (42 TMR 207). 

The motion is denied. Submit order accordingly. 


WEST POINT MANUFACTURING COMPANY v. 
DETROIT STAMPING COMPANY 


No. 12310 —C. A. 6 — April 26, 1955 


REMEDIES—UNFAIR COMPETITION—BAsIsS oF RELIEF—IN GENERAL 
One has no right to palm off his goods for sale as goods of a rival, and one is 
therefore not allowed to use names, letters or other indicia by which he may induce 
purchasers to believe that goods which he sells are the manufacture of another; 
principle is applicable although no technical trademark is used by either. 


REMEDIES—UNFAIR COMPETITION—BaAsSIS OF RELIEF—IMITATION OF PRODUCT 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DREss OF GOODS 

Where copying by one party of another’s product is not done to deceive 
purchasers and thus to derive benefit from another’s name and reputation, but 
rather to avail oneself of a design which is attractive and desirable, case of unfair 
competition is not made out. 

It seems clear from decision in Singer v. June, 163 U.S. 181, that upon expira- 
tion of patent, party may manufacture and copy the article patented in the identical 
shape, form and appearance in which it was constructed during the existence of the 
patent, and that the only obligation on the copier is the avoidance of misleading 
the public in the belief that the article was being manufactured by the prior patent 
owner; in carrying out such obligation, copier must inform the public unmistakably 
that it is the product of the one making such copy. 

Conclusion drawn from Kellogg v. National Biscuit, 305 U.S. 111, is that one 
who claims that another is guilty of unfair competition in copying his product must 
show that the consuming public is primarily concerned in the producer, rather than 
in product itself; that upon expiration of patent copier is as free to share in 
good will of article as prior patent owner; and that only obligation of copier is to 
identify its product. 

In some instances of unfair competition, references to confusion of public 
would seem to imply that if article copied is identical to original article, the 
public, not being able to tell the difference between the two articles, is confused, 
and that, since copier is cause of confusion, is accordingly guilty of unfair com- 
petition; that is not the law; confusion for which copier is held responsible is not 
confusion resulting from inability on the part of public to distinguish between 
similar articles, one of which has been copied from other, but is rather confusion 
as to origin, not of goods. 

Identical imitation of goods of another does not in itself constitute unfair 
competition. 

Feature of goods is functional if it affects their purpose, action or performance 
or the facility or economy of processing, handling or using them. 

There is nothing unlawful in copying unpatented products of another down to 
the last detail, except in so far as resulting similarity may become means of 
securing his customers through their belief, so induced, that your goods are his. 

Sharing in good will of an article unprotected by patent or trademark is 
exercise of right possessed by all persons and not unfair competition. 
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New competitor is not held to obligations of insurer against all possible con- 
fusion. He is not obligated to protect negligent and inattentive purchasers from 
confusion resulting from indifference and is not required to make the market 
foolproof. 

To acquire secondary meaning in minds of buying public, article of merchan- 
dise must proclaim its identification with its source and not simply stimulate inquiry 
about it. 

Upon expiration of patent on toggle clamp, there became dedicated to public 
patented article in identical form in which it had theretofore been produced and 
marketed by plaintiff; defendant was then entitled to copy exactly such clamp 
but was obliged to avoid confusing and misleading public into believing that its 
clamps were those of plaintiff; defendant was only required to mark his product in 
such a manner that purchasers, interested in who producer was, would not be 
confused as to source of products. 

Where action for unfair competition trademarks and advertisements clearly 
disclosed that defendant was maker of article, no issue of secondary meaning arose, 
and question whether defendant copied non-functional features of plaintiff’s article 
is irrelevant. 


Action by Detroit Stamping Company v. West Point Manufacturing 
Company for unfair competition. Defendant appeals from judgment for 
plaintiff. Reversed. 


Hugh K. Davidson (John H. Burke on the brief) of Detroit, Michigan, 
for appellant. 


Lloyd M. Forster (Farley, Forster & Farley on the brief) of Detroit, 


Michigan, for appellee. 
Before Martin, McALLister and Stewart, Circuit Judges. 
McA.LuistTerR, Circuit Judge. 


Upon the expiration of appellee’s patent for a toggle clamp, a device 
for clamping parts in industrial production, appellant copied a number 
of appellee’s clamps and prepared to advertise, manufacture, and sell them 
to the industry with its own trade mark affixed in place of appellee’s 
trade mark. 

To forestall such action, appellee filed a complaint, claiming that, 
although the patent had expired, appellant, under the Lanham Trade 
Mark Act, 15 U.S. C. A., Sections 1051, et seq., was guilty of unfair com- 
petition in copying and manufacturing such clamps, and asked that 
appellant be enjoined from advertising, manufacturing, and selling toggle 
clamps, “confusingly similar in appearance” to appellee’s clamps. 

Proofs were taken by deposition and by way of answers to interroga- 
tories. From this evidence, it appeared that upon the expiration of 
appellee’s patent, appellant had exactly copied appellee’s clamps, affixing 
its trade mark to the clamps in place of appellee’s trade mark; and that 
appellant had advertised its clamps for sale, displaying in its advertise- 
ments an exact copy of appellee’s clamps, the likeness of which had been 
reproduced for such purpose from a photograph of appellee’s clamps. 

Upon motions by both parties for summary judgment, the district 
court held that appellant was guilty of unfair competition for the reason 
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that the evidence showed that appellant had copied not only the functional, 
but also the nonfunctional parts of appellee’s patented clamp; that the 
nonfunctional parts gave appellee’s clamp a general appearance identifying 
and distinguishing it as the particular product made by appellee; that 
because of such general appearance and shape of the clamp, so identified 
and distinguished, the patented article had attained a special significance, 
or secondary meaning, as to which appellee was entitled to protection 
against copiers ; that, having copied several nonfunctional parts of appellee’s 
clamp which gave essence to the general appearance by which it was identi- 
fied and distinguished as having been made by appellee, appellant was 
guilty of unfair competition; that appellant’s trade mark affixed to the 
clamps which it made was not sufficient to avoid a probable “palming off” 
of appellant’s product as that of appellee; that since appellee’s product 
had acquired a secondary meaning and appellant could have made its clamp 
in a slightly different way while utilizing the patented features, the law 
required appellant to distinguish its article from that of appellee to the 
extent that the public would not be misled or confused; and that it was, 
102 USPQ 116, “actionable unfair competition to unnecessarily copy non- 
functional parts of any article or device which give essence to a general 
appearance identifying and distinguishing that particular product as 
associated with a manufacturer whose reputation is of great importance 
in securing sales.” The district court, therefore, adjudged appellant to be 
guilty of unfair competition, and enjoined it from “advertising, offering 
for sale, manufacturing and selling toggle clamps confusingly similar in 
appearance to plaintiff’s toggle clamps.” From this decision of the district 
court, appeal was duly taken. 

Some time after the filing of the appeal, appellee filed a motion in 
the district court for an order enforcing the injunction which was, in effect, 
a petition for an order to show cause why appellant should not be held in 
contempt of court for violation of the injunction. Upon the hearing of the 
motion, in a colloquy between the judge and counsel for both parties that 
extends for one hundred pages of the transcript of the record, appellant 
attempted to demonstrate to the court that it had made sufficient changes 
in the appearance of its clamps to avoid disobedience of the court’s injunc- 
‘tion; and both parties then pointed out the similarities and differences in 
their clamps as compared to each other, as well as to clamps manufactured 
by third parties. 

The district court severely reprimanded appellant during the course 
of this hearing, stating that it was prepared to punish it for contempt of 
court for violation of its injunction. However, appellant pointed out to 
the court a number of alterations it had made in the clamp subsequent 
to the issuance of the injunction. When it was stated that appellant, as 
one instance, had changed the color of its rubber handle from red, which 
was the color used by the appellee, to white, appellee’s counsel proceeded to 
inform the court of the similarities still existing between the clamps, and 
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called attention to the fact that appellant, instead of copying appellee’s 
claw form of stop, could have used a metal pin for a forward stop in the 
clamp; that a curve in the contour of appellee’s clamp did not have to be 
imitated; that instead of having two thicknesses of metal for the handle, 
appellant could have formed a loop metal handle; that in one of the 
clamps, appellant, instead of a “T” handle, could have used a straight 
up-and-down handle, or a handle projecting to one side, and a number 
of other small changes were pointed out to the effect that the patent 
features could have been availed of by appellant to make a clamp “that 
is not confusing to the public.” In reply to all of the foregoing, appellant 
submitted that substantially everything in the clamp which it copied was 
functional rather than nonfunctional, and that it was so admitted in the 
testimony of appellee’s president; and that, further, if appellant adopted 
the changes in the clamp pointed out by appellee, it would only be copying 
other forms of appellee’s clamps, or infringing on patented clamps of third 
parties. The trial court seemed impressed by the evidence that appellant 
could not make the clamps with the patented features unless it duplicated 
either the clamps in question or other clamps made by appellee—or in- 
fringed upon patented features of clamps made by third parties. Further- 
more, in considering the testimony of appellee’s president that everything 
about appellee’s clamp was “functional to an extent,” the court suggested 
the possibility of reconsideration of its views on a new trial, stating that 
it might entertain a motion for a new trial and see what could be done, 
but that, in the meanwhile, appellant could not manufacture the clamps. 

However, in the end, the district court arrived at the view that if 
appellee could show how appellant could take advantage of all of the 
patented features of the clamp and, at the same time, make the changes 
which appellee’s counsel had outlined, then appellant would be guilty of 
unfair competition unless such changes were made. The court thereupon 
filed supplementary findings of fact in which it set forth that the copying 
by appellant of all of the details of appellee’s clamps (except color of 
finish) was unnecessary from a functional standpoint; that numerous 
functionally equivalent, alternative constructions were available for the 
various clamp elements; that it was unnecessary for appellant to copy the 
distinctive appearance of appellee’s handle with a plastic handle grip, as 
well as appellee’s distinctive claw-shaped forward stop or rear stop ears 
projecting from the base, or the distinctive curved upper contours of the 
base elements ; that instead, appellant could have employed a handle formed 
as a continuous open loop or a wooden handle grip; that in place of the 
claw-shaped forward stop, it could have employed a sfop pin, or button 
welded to the handle elements; that it could have used a rear stop pin 
instead of the rear stop ears; that in place of the concavely curved upper 
surfaces of appellee’s clamp base, appellant could have employed a convex 
curve, or any other contour different from appellee; as well as several 
other small differences. The court further stated that the exact copying of 
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appellee’s clamps in appellant’s advertising constituted unfair competition. 
Accordingly, the district court found that appellant had violated the injunc- 
tion and had thereby incurred the penalties of such violation. 

On appeal, it is the primary contention of appellant that upon the 
expiration of appellee’s patent for the clamp in question, there became 
dedicated to the public the patented article in the identical form in which 
it had theretofore been produced and marketed by the appellee. Moreover, 
appellant submits that, by affixing its trade mark clearly and prominently 
upon the clamps manufactured by it, and by the prominent display of its 
name as manufacturer of the clamps in its advertisements, appellant 
clearly indicated to the public that the clamps were manufactured by it, 
and were not the product of appellee’s manufacture. Furthermore, it is 
the claim of appellant that, contrary to the findings of the district court, 
all of the parts of appellee’s clamp which it copied were functional; that 
upon the expiration of appellee’s patent, appellant could not have 
copied the clamp in question other than by making an exact copy, unless 
it either imitated other forms of the clamp made by appellee or other 
forms of clamps already protected by patents in the hands of competitors; 
that it was unreasonable, as a condition of availing itself of appellee’s 
patent clamp, to require appellant to confine itself to forms of clamps other 
than those made by appellee, or other than those protected by patents in 
the hands of third parties; and, finally, appellant declares that it has done 
everything reasonable to avoid copying appellee’s clamp, even in unimpor- 
tant and trivial nonfunctional features such as the device of changing 
the color of the handle and metal used in the clamp, as well as using a 
different handle in place of the form used by appellee. Appellant submits 
that if it is forbidden to manufacture the toggle clamps in the form in 
which they have been manufactured by appellee during the life of its 
patent, the result will be to continue appellee’s patent monopoly indefinitely 
beyond the expiration of its patent. 

The issues before us for determination, as they appear from a review 
of the evidence and authorities hereafter to be noted, may be set forth 
as follows: 

(1) Whether, upon the expiration of appellee’s patent, appellant 
had the right to manufacture exact copies of appellee’s clamps and 


sell them to the public; 

(2) Whether appellee’s clamps had acquired a “secondary mean- 
ing” in the trade, indicating to the public their origin as coming from 
appellee, and, accordingly, whether the manufacture and sale by the 
appellant of the exact copies of appellee’s clamps misled the public 
by inducing it to believe that appellant’s clamps were made by 
appellee ; 

(3) Whether appellant, in affixing its own trade mark to the 
elamps which it manufactured and sold, as well as by its methods of 
advertising, disclosing that it was the maker of the clamps in question, 
clearly informed the public that the clamps which it made and sold 
were not clamps made by appellee. 
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All of the foregoing propositions are variant and particularized statements 
of the same general question: whether appellant was guilty of palming 
off its goods as the goods of appellee. 

It is a fundamental rule applicable to all cases of unfair competition 
that one man has no right to palm off his goods for sale as the goods of a 
rival dealer, and that he cannot, therefore, be allowed to use names, letters, 
or other indicia by which he may induce purchasers to believe that the 
goods which he is selling are the manufacture of another; and this principle 
is applicable although no technical trade mark is used by either. James 
Heddon’s Sons v. Milisite Steel & Wire Works, 128 F.2d 6, 53 USPQ 579 
(32 TMR 410) (C.C.A. 6). 

The essence of the wrong in unfair competition consists in the sale 
of the goods of one manufacturer or vendor for those of another, and if 
defendant so conducts its business as not to palm off its goods as those 
of complainant, the action fails. Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, 198 U.S. 118. Where the copying by one party of another’s prod- 
uct is not done to deceive purchasers and thus derive a benefit from another’s 
name and reputation, but rather to avail oneself of a design which is attrac- 
tive and desirable, a case of unfair competition is not made out. Rathbone, 
Sard & Co. v. Champion Steel Range Co., 189 F. 26 (1 TMR 259) (C.C.A. 6). 

Appellant relies upon the decisions of the Supreme Court in the 
leading cases of Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, and 
Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 
TMR 569), both of which appellee contends are clearly distinguishable 
from the case before us. Accordingly, these adjudications call for exami- 
nation and comparison. 

In Singer Mfg. Co. v. June Mfg. Co., supra, the Supreme Court had 
occasion to pass upon the question of unfair competition, where, upon 
the expiration of the patent for the Singer sewing machine, a party not 
only copied the distinctive style of the machine but also copied and used 
the name of sINGER in describing the machine which he manufactured. 
In its opinion, the Supreme Court was reviewing the opinion and decision 
of the circuit court in Singer Mfg. Co. v. June Mfg. Co., 41 F. 208; and 
since the facts in the case, which are most important and pertinent to 
the instant case, are to be found in the lower court’s opinion, we shall 
outline them in so far as they bear upon the controversy before us: When 
the patents on the Singer sewing machine expired, defendant, June Manu- 
facturing Company, made and sold sewing machines having substantially 
the mechanical features and characteristics of the sewing machines made 
by the Singer Company under its patents, and in appearance and mode 
of operation like the Singer Company’s machines. It also affixed an oval 
metal plate on the machine with the words, IMPROVED SINGER, in the border, 
which was similar to an oval plate, of the same size and general appearance, 
used by the Singer Company on its machines. In the action brought by 
the Singer Company to restrain such manufacture and sale, the circuit 
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court held that where the manufacturer of a patented machine adopts “a 
peculiar style or form in which to embody the working mechanism covered 
by his patents, or any special mode of ornamentation to make the machine 
attractive and salable, such form of construction and ornamentation, 
although not strictly essential to the operation of the mechanical device 
covered by the patents, still becomes a part of the machine as presented 
to the world on the expiration of the patents. It goes to the public in the 
dress and with the features which have been given it by its manufacturer 
under the patents. It is presumable that an intelligent manufacturer, 
wishing to secure a large sale for a mechanical device of which he has 
a monopoly, especially in a machine of the kind under consideration, 
which has become a part of household furniture, used his best skill and 
taste as a constructor to make the machine convenient and attractive, so 
as to give the best possible embodiment of his patented mechanical devices; 
and * * * this dress, thus given to the machine, becomes a part of it, 
and the public, when they have the right to use the patent, have the right 
to use the dress in which the patentee clothed it. Hence any sewing- 
machine manufactured by another person, after the expiration of the 
patents, upon the principles covered by the Singer patents, may be a 
perfect imitation of the machines which the complainant or its predecessors 
manufactured under their patents. It does not lie in the mouth of the 
complainant to object to the close imitation or similarity which the de- 
fendant’s machines may bear to those made by the complainant. * * * 
[The] claim set up by complainant to the exclusive use of the word 
SINGER as a trade name, and to the exclusive right to the mode of con- 
struction, external shape, appearance, and ornamentation adopted by the 
complainant while the patents were in force for its NEW FAMILY SINGER 
and MEDIUM SINGER is not well founded, and should not be so held, as a 
matter of law, upon the proofs in this case.’’ Singer Mfg. Co. v. June Mfg. 
Co., 41 F. 208, 213, 214. 

On review, the Supreme Court held that the Singer Manufacturing 
Company had adopted the word, SINGER, as designative of its distinctive 
style of machines rather than solely as indicating the origin of manufacture ; 
that the patents which covered the machines had given to the Singer Com- 
‘pany a substantial monopoly whereby the name, SINGER, came to indicate 
the class and type of machines made by that company; that the name 
constituted their generic description and conveyed to the public mind the 
machines made by them; and that on the expiration of the patents, the 
right to make the patented articles and use this generic name of SINGER 
passed to the public with the dedication, resulting from the expiration of 
the patents. The court declared that, under the above circumstances, when 
another party availed himself of this public dedication to make the machines 
and use the generic designation, he could do so in all forms, with the fullest 
liberty, by affixing the name, sINGER, to the machines and by referring to 
it in advertisements and by other means, subject only to the condition 
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that the name must be so used as not to deprive others of their rights or 
to deceive the public, and, therefore, that the name must be accompanied 
with such indications that the thing manufactured is the work of the one 
making it, as will unmistakably inform the public of that fact. Singer Mfg. 
Co. v. June Mfg. Co., 163 U.S. 181, 183, 185, 200. 

It is to be especially noted that the complaint in the lower court had 
set forth that the June Manufacturing Company, “for the purpose of 
further availing itself of complainant’s (the Singer Company’s) reputation 
and trade name, and of inducing the belief that the machines manufactured 
and sold by it are manufactured in fact by complainant, * * * makes said 
machine in the exact form and size, and with the same shape, outline, orna- 
mentation, and general, external appearance, of complainant’s machines” 
(41 F., page 209). (Emphasis supplied.) With respect to these specific 
allegations of the complaint, the Supreme Court said: “It is self evident 
that on the expiration of a patent the monopoly created by it ceases to 
exist, and the right to make the thing formerly covered by the patent be- 
comes public property. It is upon this condition that the patent is granted. 
It follows, as a matter of course, that on the termination of the patent there 
passes to the public the right to make the machine in the form in which 
it was constructed during the patent. We may, therefore, dismiss without 
further comment the complaint, as to the form in which the defendant made 
his machines” (163 U.S. 185). (Emphasis supplied.) 

It seems clear, from the decision of the Supreme Court in the above 
ease, that upon the expiration of a patent, a party may manufacture and 
copy the article patented in the identical shape, form, and appearance in 
which it was constructed during the existence of the patent; that the only 
obligation on the copier is to avoid misleading the public into the belief 
that the article is manufactured by the prior patent owner; and that, in 
carrying out its obligation to avoid so misleading, it inform the public 
unmistakably that it is the product of the one making such copy. 

Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 
TMR 569), emphasized the rule laid down by the Supreme Court in the 
Singer case. That case involved the review of the decision in National 
Biscuit Co. v. Kellogg Co., 91 F.2d 150, 33 USPQ 256 (27 TMR 281), in 
which the Circuit Court of Appeals for the Third Circuit had declared that 
the defendant had appropriated not only the name of plaintiff’s product, 
SHREDDED WHEAT, but also the peculiar pillow-shape of the biscuit which 
had characterized it for more than forty years, and held defendant guilty 
of unfair competition in deceiving the public in securing the trade which, 
in equity and good conscience, belonged to complainant. On review, the 
Supreme Court held that the appellee had no exclusive right to the use 
of the term, SHREDDED WHEAT, as a trade name, for the reason that it was 
the generic term of the article by which the biscuit, in pillow-shaped form, 
was generally known to the public, and in passing upon the issue, the court 
said, 39 USPQ at 299-300 (28 TMR 382): “There is no basis here for 
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applying the doctrine of secondary meaning. The evidence shows only that 
due to the long period in which the plaintiff or its predecessor was the only 
manufacturer of the product, many people have come to associate the prod- 
uct, and as a consequence the name by which the product is generally 
known, with the plaintiff’s factory at Niagara Falls. But to establish a 
trade name in the term ‘shredded wheat’ the plaintiff must show more than 
a subordinate meaning which applies to it. It must show that the primary 
significance of the term in the minds of the consuming public is not the 
product but the producer. This it has not done. The showing which it has 
made does not entitle it to the exclusive use of the term shredded wheat 
but merely entitles it to require that the defendant use reasonable care 
to inform the public of the source of its product. * * * The plaintiff has not 
the exclusive right to sell shredded wheat in the form of a pillow-shaped 
biscuit—the form in which the article became known to the public. That 
in the form in which shredded wheat was made under the basic patent. 
The patented machines used were designed to produce only the pillow- 
shaped biscuits. And a design patent was taken out to cover the pillow- 
shaped form.’ Hence, upon expiration of the patents the form, as well 
as the name, was dedicated to the public. * * * Where an article may be 
manufactured by all, a particular manufacturer can no more assert exclu- 
sive rights in a form in which the public had become accustomed to see the 
article and which in the minds of the public, is primarily associated with 
the article rather than a particular producer, than it can in the case of a 
name with similar connections in the public mind. Kellogg Company was 
free to use the pillow-shaped form, subject only to the obligation to identify 
its product lest it be mistaken for that of the plaintiff.” The court held 
that the name and form of the biscuit were integral parts of the good will 
of the article; that the Kellogg Company was as free to share in the good 
will of the article as the plaintiff; and that, in order to share fully in such 
good will, it must use the name, “Shredded Wheat,” as well as the pillow- 
shape of the biscuit. 

From the Kellogg case, the conclusion is to be drawn that one who 
claims that another is guilty of unfair competition in copying his product, 
must show that the consuming public is primarily concerned in the pro- 
ducer, rather than in the product itself; that upon the expiration of a 
patent, a copier is as free to share in the good will of the article as the 
prior patent owner who had built up such good will; and that the only 
obligation of the copier is to identify its product lest the public be mistaken 
into believing that it was made by the prior patentee. 

Much is said in cases of unfair competition, involving the copying of 
the goods of a competitor, about the “confusion” of the public. In some 
instances, references to such confusion would seem to imply that if the 
article copied is identical to the original article, the public, not being able 


1. The design patent, before its date of expiration, had been, however, declared 
invalid. 
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to tell the difference between the two articles, is confused; and that, since 
the copier is the cause of such confusion, he is accordingly guilty of unfair 
competition. That is not the law. The confusion for which the copier is 
held responsible, under the law of unfair competition, is not confusion 
resulting from the inability on the part of the public to distinguish between 
similar articles, one of which has been copied from the other. It is rather 
confusion as to origin, not of goods, which controls on the question of 
unfair competition; and it is only if there is such relationship or analogy 
between the goods of a complainant and those of a defendant that ordinary 
retail purchasers are likely to be deceived as to their origin that there is, 
in law, unfair competition. 

The identical imitation of the goods of another does not in itself con- 
stitute unfair competition. “The privilege to engage in business and to 
compete with others implies a privilege to copy or imitate the physical 
appearance of another’s goods. The public interest in competition ordinarily 
outweighs the interest in securing to a person the rewards of his ingenuity 
in making his product attractive to purchasers. But the privilege to imitate 
may be limited by legislative enactment. Thus, in order to encourage inven- 
tion or art, a patent or copyright may, for a limited period of time, protect 
one’s interest in the physical appearance of his goods. The privilege is also 
qualified by the law of Torts to the extent necessary in order to prevent 
the sale of one’s goods as those of another and to prevent the procurement 
of the means of imitation of unfair methods.” Introductory Note to the 
subject of Confusion of Source, through Imitation of Appearance, Restate- 
ment of the Law of Torts, Volume 3, page 622. 

The subject of imitation of goods and confusion of source is set forth 
at considerable length in the Restatement of the Law of Torts: “One who 
markets goods with an unprivileged imitation of the physical appearance 
of another’s goods is liable to the other for the relief appropriate under 
the rules stated [hereafter], except to the extent that the other has by his 
own conduct disabled himself from claiming such relief.” Section 711(c). 
“One who markets goods, the physical appearance of which is a copy or 
imitation of the physical appearance of the goods of which another is the 
initial distributor, markets them with an unprivileged imitation under the 
rule state in Section 71., if his goods are of the same class as those of the 
other and are sold in a market in which the other’s interest is protected, 
and * * * (b) the copied or imitated feature has acquired generally in the 
market a special significance identifying the other’s goods, and (i) the 
copy or imitation is likely to cause prospective purchasers to regard his 
goods as those of the other, and (ii) the copied or imitated feature is 
non-functional, or, if it is functional, he does not take reasonable steps to 
inform prospective purchasers that the goods which he markets are not 
those of the other.” Ibid, Section 741. In the comment on the foregoing 
clause in the Restatement, it is said: “An imitation is unprivileged under 
the conditions stated in the Clause for substantially the same reasons as 
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those which make the imitation of trade marks or trade names unprivileged,? 
namely, the likelihood that prospective purchasers will be deceived and 
that diversion of trade will result from such deception. To subject the 
actor to liability under the rule stated in this Clause, the imitated feature 
must be regarded by prospective purchasers as identifying the source of 
the product. It is not sufficient that the feature is pleasing to them and 
that they desire goods having it. If that is the sole significance of the 
feature, competition would be unduly hampered by the prohibition of 
imitation. It is only when the feature in fact identifies source and the 
imitation is likely to deceive prospectwe purchasers who care about source 
that the imitator is subject to liability. * * * If an imitated feature is 
functional but has also acquired generally in the market a special signifi- 
cance as an indication of the source of the goods, the imitation is privileged 
if it is accompanied by reasonable effort to avoid deceiving prospective 
purchasers as to the source. This may frequently be done by prominent 
disclosure of the true source. At other times, additional notice may be 
necessary. What steps are reasonable depends upon the circumstances of 
each case. If they cannot be taken as a practical matter in a particular 


2. “A trade mark is a trade mark because it is indicative of the origin of the 
goods. The original right to its exclusive use was not based upon any statute, but upon 
principles of equity; and the right is acquired, not by discovery or invention or regis- 
tration, but by adoption and use. The entire substantive law of trade marks (excepting 
statutory provisions and construction) is a branch of the broader law of unfair competi- 
tion. The ultimate offense always is that defendant has passed off his goods as and for 
those of the complainant.” G. g C. Merriam Co. v. Saalfield, 198 F. 369 (2 TMR 443) 
(C.C.A. 6). A “secondary meaning” of a word or phrase originally incapable of exclusive 
appropriation with reference to an article on the market—because geographically or 
otherwise descriptive—may nevertheless have been used so long and exclusively by one 
producer with reference to his article that, in that trade and to that branch of the pur- 
chasing public, the word or phrase has come to mean that the article was his product, 
or, in other words, as to that trade, has come to be his trade mark. So that when a 
defendant approaches that part of the public with the bare word or phrase—and with 
nothing else—applied to his goods, he deceives that part of the public, and is required 
to accompany his use of the bare word with sufficient distinguishing marks normally to 
prevent the otherwise resulting fraud. For in this particular field, the word naturally 
indicates the product of the complainant, and hence defendant must do something to 
remove the natural impression. When a secondary meaning is once established, it is 
wrong to start with the premise that the defendant is entitled to use it, for, prima facie, 
he is not. The right in such a case is primarily vested in plaintiff. Defendant may not 
use the word at all, unless he accompanies it with the explanation; he must neutralize 
‘ an otherwise false impression, and must unmistakably inform the public that the article 
is his product. The use of the trade mark by the defendant raises the presumption that 
the sale of the product was effectuated by this false marking or unfair competition. But 
the reason upon which the rule is based is that, by the use of such a mark, the defendant 
is passing off his goods as those of complainant; “but even in the case of a technical 
trade mark, if every purchaser, immediate and ultimate, knew that he was getting the 
counterfeit, and not the genuine, and bought it because he preferred the counterfeit to 
the genuine, there would be no liability for profits.” Ibid., pages 372, 373, 375, 377. 

“A registered trade mark is infringed when sales by another under its mark are 
likely to cause confusion or mistake or to deceive purchasers as to the source of origin 
of such goods,’ 15 U.S.C.A., Section 1114; * * * and the burden is on the plaintiff to 
show that such confusion is likely. The similarity must be ‘such as would cause confusion 
of any appreciable number of ordinarily prudent purchasers as to the source of the 
goods,’ Miles Shoes, Inc. v. R. H. Macy & Co., 2 Cir., 199 F.2d 602, 603, 95 USPQ 170, 
171 (42 TMR 911), which consumers buy without having the two products or their trade 
marks before them for comparison.” Peter Pan Foundations v. Beau-Bra Foundations, 
125 F.Supp. 637, 639, 102 USPQ 384, 385 (44 TMR 1390) (D.C. N.Y.). 
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case, they are not reasonable in that case. If they are not calculated to 
avoid deception of customers, or if they would involve a financial expendi- 
ture which would substantially hinder competition in the sale of the goods, 
they are not reasonable. And if there are no reasonable steps to be taken 
in a particular case, the feature may be imitated despite its special 
significance. 

“If the imitated feature is non-functional, then the imitation is un- 
privileged if, in fact, it is likely to deceive purchasers. Only steps which 
will effectively avoid this likelihood of deception can render the imitation 
of such a feature privileged.” (Restatement of the Law of Torts, supra, 
pages 627, 628.) (Emphasis supplied.) 

A feature of goods is functional under the rule above stated, if it 
affects their purpose, action, or performance, or the facility or economy of 
processing, handling or using them; it is non-functional if it does not have 
any of such effects. Ibid., Section 742. 

The leading cases in the federal courts sustain the principles above 
set forth in the Restatement of the Law. 

“Unfair competition is not established by proof of similarity in form, 
dimensions, or general appearance alone. Where such similarity consists 
in constructions common to or characteristic of the articles in question, and 
especially where it appears to result from an effort to comply with the 
physical requirements essential to commercial success, and not to be designed 
to misrepresent the origin of such articles, the doctrine of unfair competi- 
tion cannot be successfully invoked to abridge the freedom of trade com- 
petition.” Marvel Co. v. Pearl et al., 183 F. 160 (C.C.A. 2). There is 
nothing unlawful in copying the unpatented products of another down 
to the last detail, except in so far as the resulting similarity may become 
a means of securing his customers through their belief, so induced, that 
your goods are his. Electro Auto-Lite Co. v. P. & D. Mfg. Co., 109 F.2d 
566, 567, 44 USPQ 377, 378-379 (C.C.A. 2). In Cheney Bros. v. Doris Silk 
Corp., 35 F.2d 279, 3 USPQ 162, 163 (19 TMR 491) (C.C.A. 2), where a 
manufacturer of silks had copied the designs of the silks of plaintiff, who 
sought an injunction, Judge Learned Hand, speaking for the court said: 
“In the absence of some recognized right at common law, or under the 
statutes * * * a man’s property is limited to the chattels which embody 
his invention. Others may imitate these at their pleasure.” 

“There are a multitude of cases bearing on this branch of equity but 
the principles governing them are as simple as the fundamental rules of 
honesty and fair dealing. As was stated in Perlberg v. Smith, 70 N.J. Eq. 
638, 62 A. 442, 444: ‘What conduct on the part of a defendant will be 
held to constitute unfair competition is the subject-matter of discussion 
in cases too numerous for useful citation, but the principle applied in each 
case is extremely simple. As Lord Chancellor Halsbury said in the House 
of Lords, in the case of Reddaway v. Banham [1896] A. C. 199, p. 204 
[25] Eng. Rul. Cas. p. 197; “For myself I believe the principle of law 
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may be very plainly stated; and that is that nobody has any right to 
represent his goods as the goods of somebody else.” ’” Dad’s Root Beer Co. 
v. Atkin, 90 F.Supp. 477, 485, 85 USPQ 499, 505 (40 TMR 562) (D.C. 
Pa.). Similarly, in Swank, Inc. v. Anson, Inc., 104 F.Supp. 703, 93 USPQ 
529 (D.C. R.I.), plaintiff sought to enjoin defendant for unfair competi- 
tion in copying the men’s jewelry which it manufactured. The court held 
that although the jewelry was copied, it did not appear that defendant 
intended to cause its products to be passed off as the products of plaintiff ; 
that the copying was of products in which plaintiff had no monopoly rights; 
that no trade mark or patent was involved and defendant had marked 
its products so that the ordinary purchaser would not be deceived as to 
the source of the products under ordinary conditions, and that there was, 
therefore, no unfair competition. On appeal it was held that “the fully 
established rule is that absent a monopoly right, such as is conferred by 
ownership of a valid patent or trade mark, one has the right to copy a 
competitor’s product, even if by so doing he reaps an advantage from 
his competitor’s advertising, provided he does not deceive the public by 
passing off his product as that of his competitor.” 

In Sinko v. Snow-Craggs Corp., 105 F.2d 450, 42 USPQ 298 (29 TMR 
524) (C.C.A. 7), defendant imitated plaintiff’s product, a knob of dis- 
tinctive marking and color combination, used as a handle for gear shift 
levers. In effect, defendant produced a facsimile of plaintiff’s article. 
The court held that plaintiff was not entitled to an injunction for unfair 
competition, since defendant’s action did not cause the public to believe 
that his goods came from plaintiff, and, in passing upon the issue, quoted 
Justice Holmes, when Chief Justice of the Supreme Court of Massachusetts, 
in Flagg Mfg. Co. v. Holway, 178 Mass. 83: “The defendant has the right 
to get the benefit of that [public] desire even if created by the plaintiff. 
The only thing it has not the right to steal is the good will attaching to 
the plaintiff’s personality, the benefit of the public’s desire to have goods 
made by the plaintiff.” Sharing in the good will of an article unprotected 
by patent or trade mark is the exercise of a right possessed by all persons, 
and is not unfair competition. Grosjean v. Panther-Panco Rubber Co., Inc., 
26 F.Supp. 344, 40 USPQ 452, 460 (29 TMR 620) (D.C. Mass.). In the 
' foregoing case, defendant had imitated and sold heels and soles made out 
of a certain waste product which had been manufactured and sold by 
plaintiff. In holding that plaintiff had failed to prove unfair competition, 
the court said: “I cannot find that the plaintiffs have done more than 
to show possibly that people have come to associate the corporate plaintiff’s 
product and the name by which it is sometimes known with the [plaintiff]. 
It is not shown ‘that the primary significance of the term in the minds 
of the consuming public is not the product but the producer.’ * * * Assum- 
ing the admissibility of all the evidence proffered on this subject, * * * it 
all shows only isolated cases of confusion such as would naturally result 
where a new firm enters a field long exclusively occupied by another. 
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By their nature, soles of this type must all look a good deal alike. Such 
confusion as occurred was due not to any fraudulent marking or deceitful 
advertising by the defendant, but to the similarity of its products to those 
of the corporate plaintiff, which * * * were not protected by valid patents 
or infringed trade marks.’’ (Emphasis supplied.) Where a party brought 
an action for unfair competition because of the copying of certain printed 
forms originated by it, the court said: “These forms are not protected 
by copyright or patent. In the absence of such protection, plaintiff has 
no exclusive right to their use. They belong to the public and are open 
to use by defendants or any one else, and the enjoyment of that right by 
defendants carries with it only the obligation to identify their products in 
such manner that they will not reasonably be taken for those of plaintiff. 
Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 
569). And it is not necessary that they so designate their merchandise that 
careless or indifferent buyers will not fail to know their source. Instead, 
they are required only to mark or designate them in such manner that 
purchasers exercising ordinary care to discover whose products they are 
buying will know the truth and not become confused or mistaken.” Rey- 
nolds & Reynolds Co. v. Norick et al., 114 F.2d 278, 281, 46 USPQ 494, 
496-497 (30 TMR 633). (C.C.A. 10). 

In a case in this circuit, American Fork & Hoe Co. v. Stampit Corp., 
125 F.2d 472, 52 USPQ 210, 212-213, Judge Allen, speaking for the court, 
had occasion to discuss and pass upon various issues involving unfair com- 
petition and secondary meaning. In that case, plaintiff’s and defendant’s 
rakes were similar in form, color, and appearance; and plaintiff claimed 
that defendant had copied all the functional as well as the non-functional 
features of its product. However, no showing was made that defendant’s 
rake was put out with any intent to deceive, or was bought as originating 
with plaintiff; or that plaintiff’s rake was bought because it was manufac- 
tured by it. The court held that plaintiff was not entitled to injunctive 
relief for unfair competition on grounds that its rake had acquired a 
“secondary meaning,” and in passing upon the question of the proof re- 
quired to sustain the claim of unfair competition, the court said: ‘No 
evidence of actual confusion was presented, but this is not necessary if 
confusion or deception is natural and probable as the result of the resem- 
blance. However, the mere existence of possible confusion does not give 
rise to the right of injunction. * * * A secondary meaning attaches to a 
given shape or form of article when that form is associated in the minds of 
prospective customers with the source from which the article came to such 
an extent that demand for the particular article depends upon the business 
reputation or standing of its maker. * * * Moreover, in order to establish 
even the limited right of compelling appellant to take positive steps to 
avoid confusion, the existence of secondary meaning must plainly appear. 
* * * No peculiar mark or designation distinguishes appellee’s rake, and 
nothing is presented showing that appellant’s rake was put out with any 
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intent to deceive. The fact of the low price adequately explains the increas- 
ing volume of appellee’s sales, but does not establish that the primary 
significance of the product is that it ts manufactured by the appellee. 
Therefore its case must fail. When it does not appear that the public has 
been moved in any degree to buy an article because of its source * * *, an 
action for unfair competition does not lie. As in the case of Sinko v. Snow- 
Craggs Corp., 7 Cir., 105 F.2d 450, 42 USPQ 298 (29 TMR 524), all that 
is shown here is that the two rakes are similar in form, color and appear- 
ance; but there is no showing that appellant’s rake was bought as originat- 
ing with the appellee, nor that appellee’s rake was bought because it was 
manufactured by it. This court, in Upjohn Co. v. William 8S. Merrell 
Chemical Co., 6 Cir., 269 F. 209, 212 (11 TMR 87), * * * declared that 
‘certain it is that there is no recognized basis of any right to exclude others, 
save that extent and kind of public sanction which has induced a common 
identification of maker by product, and that only in this way can a plaintiff 
claim to have any property rights to be protected.’”” (Emphasis supplied.) 


A somewhat similar question was presented in James Heddon’s Sons 
v. Millsite Steel & Wire Works, Inc., 128 F.2d 6, 53 USPQ 579, 584-585 
(32 TMR 410), (C.C.A. 6), where a plaintiff claimed that the defendant 
made unnecessary imitations of the nonfunctional parts of its product, an 
artificial fish bait, and packaged them in such a way that the two articles 
appeared to the casual observer to be substantially identical in appearance, 
and retail purchasers would thus likely mistake one for the other. The 
court, after holding that the packages were dissimilar, said: “Appellee’s 
bait design is so similar to appellant’s that it would be frivolous to allow 
appellee to escape on the ground of dissimilarity. Appellant urges that by 
many sales and much advertising, the form of its article had acquired a 
secondary meaning. * * * There is no showing in the record that any person 
purchased appellee’s bait because of its shape, size or dimensions believing 
it to be the product of appellant. * * * There is an entire absence of proof 
showing that appellee’s bait of the design in question had been bought 
because the purchaser believed it originated with appellant rather than 
because they were useful articles with an attractive appearance. * * * It is 
to be remembered that appellee would have the right to slavishly copy the 
-form, shape and size of appellant’s bait, it being without trade mark or 
patent protection, so long as it did not represent that the goods sold were 
those of appellant. Moreover the elements of the two baits are functional 
to such an extent that nothing short of a showing of a clear likelihood of 
confusion would justify a court of equity granting appellant relief. * * * 
In this connection it is well to point out that a feature of goods is functional 
if it affects their purpose, action or performance or the facility or economy 
of processing, handling or using them, or if the shape, size or form of the 
article contributes to their utility, durability or effectiveness or the ease 
with which they serve their function.” (Emphasis supplied.) 

In Gum, Inc. v. Gumakers of America, Inc., 136 F.2d 957, 58 USPQ 
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453 (33 TMR 381), (C.C.A. 3), it was held that one may manufacture and 
sell a product indistinguishable in appearance from an original competing 
product unless the original has become associated in the public mind with 
its producer, provided one identifies his own product and does not infringe 
a patent, trade mark, or copyright. The case involved the sale and packaging 
of bubble gum in cylindrical shape and it appeared that defendant had 
developed a gum resembling plaintiff’s ; that it packaged it in the cylindrical 
shape and appearance used by plaintiff for ten years before defendant 
entered the field ; that plaintiff had expended large sums in advertising the 
the gum ; that officers and employees of the defendant had at one time been 
associated with the plaintiff and, after severing their association, proceeded 
to market a bubble gum which, in the course of time, developed a remark- 
able resemblance to plaintiff’s products; that, thereafter, defendant’s sales 
of its bubble gum increased considerably in volume; that retailers of bubble 
gum frequently sold one for the other; and that members of the public 
were at times confused as to the origin of one or the other gum. The court 
observed that it would be possible to conclude that plaintiff, by its pioneer 
work in the field, created the desire in the public for bubble gum having the 
appearance of its product, and that defendant copied that appearance and 
profited by the public demand which the plaintiff had aroused. However, 
the court held that this evidence would not justify a finding that the public 
associates, with the plaintiff, bubble gum having the appearance of its 
product in the form in which it was marketed, or that the public demand 
was for plaintiff’s product as such. Moreover, the court declared that the 
labels showed that the gum was made by different companies, and that all 
the plaintiff had the right to insist upon was that the defendant use reason- 
able care to inform the public of the source of its product, under the 
authority of Kellogg Co. v. National Biscutt Co., 305 U.S. 111, 39 USPQ 
296 (28 TMR 569). 


Mere similarity in appearance of plaintiff’s electric clock to the hand- 
some external appearance of defendant’s higher-priced foreign produced 
clock unique in the horological world in that it was atmospherically oper- 
ated, was held not to constitute unfair competition, especially since plain- 
tiff’s clock was plainly marked as its product. Mastercrafters Clock & Radio 
Co. v. Vacheron & Constantin-LeCoultre Watches, Inc., 119 F.Supp. 209, 
100 USPQ 432, 435 (48 TMR 605), (D.C. N.Y.). In the foregoing case, 
the court observed: “There was no evidence to show that the public cared 
what was the ultimate source of the clock.” 

In Newburgh Moire Co., Inc. v. Superior Moire Co., Inc., 116 F.Supp. 
759, 99 USPQ 414, 418 (D.C. N.J.), where it was shown that defendant had 
used moire designs so similar to plaintiff’s that even defendant’s own expert 
and defendant’s attorney confused the products produced by plaintiff and 
defendant, it was held that such copying alone was not, in law, unfair 
competition. The court observed: “In addition to striking similarities in 
design, plaintiff showed that defendant had copied in some cases identical 
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names for the patterns, and in other cases confusingly similar names. 
Although the court may dislike such practice, it may not enjoin it or 
penalize defendant for it. The essence of unfair competition is the practice 
of palming off one’s product as that of another. No assertion, let alone proof, 
was made that defendant had gone that far.” 

Where a plaintiff had been selling a game under the name of PARCHEESI 
and sought an injunction against defendant who was competing with a 
game called pacuis!, the court held that there was no evidence to prove any 
palming off of defendant’s product. In concluding that the word, PARCHEEsI, 
had not acquired a secondary meaning, the court said that the public knew 
it as a game and not as an article made by plaintiff, and that not one 
purchaser in a thousand would know or care who was the manufacturer. 
Selchow & Righter Co. v. Western Printing & Litho. Co., 142 F.2d 707, 
61 USPQ 470 (31 TMR 118) (C.C.A. 7). 

A new competitor is not held to the obligations of an insurer against 
all possible confusion. He is not obligated to protect the negligent and 
inattentive purchaser from confusion resulting from indifference and is 
not required to make the market “foolproof.” He is only required to mark 
or designate his product in such manner that purchasers exercising ordinary 
care to discover whose products they are buying will know the truth and 
not become confused or mistaken. Life Savers Corp. v. Curtiss Candy Co., 
182 F.2d 4, 8, 85 USPQ 440, 442-443 (40 TMR 520) (C.A. 7). To acquire 
a secondary meaning in the minds of the buying public, an article of mer- 
chandise when shown to a prospective customer must prompt the affirmation, 
“That is the article I want because I know its source,” and not the negative 
inquiry as to “Who makes that article?” In other words, the article must 
proclaim its identification with its source, and not simply stimulate inquiry 
about it. Zangerle & Peterson Co. v. Venice Furniture Novelty Mfg. Co., 
133 F.2d 266, 270, 56 USPQ 351, 353 (C.A. 7). 

From the above authorities are to be drawn the following guides for 
adjudication of this case: Upon the expiration of appellee’s patent, there 
became dedicated to the public the patented article in the identical form 
in which it had theretofore been produced and marketed by appellee; that 
appellant, on such expiration, was entitled to copy exactly appellant’s clamp 
‘ in all particulars; that in manufacturing and selling such article, appellant 
was only obliged to avoid confusing and misleading the public into believing 
that its clamps were those of appellee; that the only confusion that appel- 
lant was obliged to avoid was confusion as to the source of the article sold— 
or, in other words, confusion as to who the producer was; that, in avoiding 
such confusion in making and selling the article, appellant was only required 
to mark his product in such manner that purchasers, interested in who the 
producer was, and exercising ordinary care to discover what products they 
were buying, would not be confused as to the source of the products. 

The essence of unfair competition is the practice of palming off one’s 
product as that of another. There is no allegation in the bill of complaint 
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that appellant was guilty of such conduct ; and there was no proof to sustain 
such a charge, if it had been made. Moreover, in its findings and orders in 
this case, the district court did not find or hold that appellant had been 
guilty of misrepresenting the source of its products or palming them off as 
those of appellee. 

Appellant copied appellee’s product as it had a right to do. It impressed 
upon that product its own trade mark in place of the trade mark that 
appeared on appellee’s product. Anyone looking at the clamps could easily 
see which bore appellant’s trade mark, and which bore appellee’s trade 
mark. In fact, the president of appellee company, under examination by 
his counsel, testified why he thought that there was “opportunity for con- 
fusion” as a result of the production and distribution of a clamp identical 
to appellee’s clamp, which bore appellant’s trade mark. The reason he gave 
was that appellee’s distributors had inquired of appellee whether appellant, 
because of its trade mark affixed to the clamps it manufactured, was dis- 
tributing the clamps made by appellee. Because appellant’s trade mark on 
its clamp prompted such a question does not indicate that appellant had 
not sufficiently differentiated its clamp from appellee’s clamp. The fact that 
such questions were asked shows that doubt was thrown into the minds of 
appellee’s own agents as to the origin of the clamp because of appellant’s 
trade mark affixed thereto. It was not necessary for appellant to affix further 
information to its clamp, beyond its trade mark, in order to avoid confusing 
the public as to the producer or source of the product. How a purchaser 
exercising reasonable care could be deceived into buying a clamp plainly 
marked with the name and trade mark of appellant in the belief that it was 
buying appellee’s clamp is beyond comprehension. The advertisements in 
which appellant used a picture of a clamp reproduced from photographing 
one of appellee’s clamps, clearly disclosed, in large and prominently dis- 
played lettering, that appellant was the manufacturer; and there also 
appeared on the clamps, so reproduced, appellant’s trade mark. There 
could be no confusion of source, or of producer, from appellant’s advertise- 
ments. Any purchaser exercising ordinary care could not have been con- 
fused as to the manufacturer of appellant’s clamps; and there is no evidence 
that the public or any purchaser was interested as to who was the manu- 
facturer of the clamps. 

In an earlier case in this circuit, Globe-Wernicke Co. v. Fred Macey 
Co., 119 F. 696, where defendant had copied plaintiff’s sectional bookcases, 
not only imitating the system by which they fitted into the original struc- 
tures, but also the sizes, styles, material, and finish of the plaintiff, the 
court said that, while a party might adopt distinguishing marks to denote 
the origin of production as being his own, or adopt some other peculiar 
method of distinguishing his own goods, and thus retain the benefit of the 
good reputation which he had acquired for them, he could not distinguish 
his goods by such universal characteristics as the kind of material from 
which they are made or the style or finish of the work unless it is peculiar 
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and out of the ordinary; and the fact that, because of the resemblance of 
defendant’s articles to plaintiff’s, the public is led to buy defendant’s arti- 
cles, does not give plaintiff the right to an injunction. Thus, the fact that 
the features of the clamps copied by appellant were well designed, attrac- 
tive, and convenient for use, does not result in unfair competition, unless 
the public is deceived into believing that the clamp copied and manufactured 
by appellant was made by appellee. For, as Judge Learned Hand said in 
Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299, 300 (8 TMR 177) 
(C.C.A. 2), “it is an absolute condition to any relief whatever that the 
plaintiff in such cases show that the appearance of his wares has in fact 
come to mean that some particular person—the plaintiff may not be indi- 
vidually known—makes them, and that the public cares who does make 
them, and not merely for their appearance and structure. It will not be 
enough only to show how pleasing they are, because all the features of 
beauty or utility which commend them to the public are by hypothesis 
already in the public domain. The defendant has as much right to copy 
the ‘nonfunctional’ features of the articles as any others, so long as they 
have not become associated with the plaintiff as manufacturer or source. 
The critical question of fact at the outset always is whether the public is 
moved in any degree to buy the article because of its source and what are 
the features by which it distinguishes that source. Unless the plaintiff can 
answer this question he can take no step forward; no degree of imitation of 
details is actionable in its absence.” It is only when the imitation is likely 
to deceive prospective customers who care about source that the imitator 
is guilty of unfair competition. 

From an examination of the clamps made by appellant and of those 
made by appellee showing the different trade marks affixed thereto, and 
upon an inspection of appellant’s advertisements of its clamps clearly dis- 
closing that it was the manufacturer of such clamps, it is clear that no 
purchaser exercising ordinary care could have been confused as to the source 
or producer of appellant’s clamps. 

Since the trade marks and advertisements clearly disclosed that appel- 
lant was the maker of its clamps, no issue of “secondary meaning” arises in 
this case so that the question whether appellant copied the nonfunctional 
- features of appellee’s clamp is here irrelevant. For copying nonfunctional 
features, under such circumstances, could not lead the purchaser using 
ordinary care to believe that the clamps were made by appellee. The doctrine 
of “nonfunctional” features only applies where the imitation of such fea- 
tures imputes to the copy the same authorship as the original. Cheney 
Bros. v. Doris Silk Corp., 35 F.2d 279, 280, 3 USPQ 162, 163 (19 TMR 491) 
(C.C.A. 2).* As already said, there was no evidence that any purchaser 


3. Although the issues of nonfunctional features and “secondary meaning” are not 
properly issues in this case, it may be observed that, as appellee’s president testified: 
“All parts [of the clamp] serve as a basic component, or otherwise they would not be 
there. * * * Everything that is on the clamp is functional to an “extent.” Moreover, 
the handle of the clamp which appellant copied, and which appeellee insisted was un- 
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was interested in who made the clamp. It was a type of clamp well known 
in the industry, and from all that appears, purchasers were interested only 
in the type of the clamp and not the maker—in the product and not the 
producer. 

Appellee cites Wesson et al. v. Galef et al., 286 F. 621 (12 TMR 100) 
(D.C. N.Y.), as sustaining its contention that the exact copying of the 
features of appellee’s clamp resulted in unfair competition. That case is 
distinguishable. There, the ensemble of plaintiff's revolver, a Smith & 
Wesson, had come to mean the product of the manufacture of plaintiff, an 
old and well-known firm. In fact, few products in the past have been better 
known than the Smith & Wesson, along with the Colt revolver. The mere 
mention of their names in former times has inflamed the imagination of 
youths dreaming of deeds of derring-do; and these guns have been known 
to generations of soldiers, sportsmen, and police officers, as well as to their 
quarry. The Smith & Wesson revolver had many peculiar features which 
had made it known to the public as the product of the manufacturer of 
those guns. The barrel, for instance, was squared at the frame end, which 
was unnecessary. This was copied, as well as its peculiar profile. A stop 
on the left to hold the chamber when it was swung out of position was 
exactly imitated in shape. Other well-known characteristics of the gun 
were also copied. In view of these circumstances, the court found that the 
purpose of the imitation was to sell the copy as a Smith & Wesson revolver. 
In the instant case, there is no evidence to support any such findings. 

What has been said disposes of appellee’s chief contention which is 
addressed to the proposition that where a manufacturer engages in the 
unnecessary imitation of the nonfunctional parts of the product of a com- 
petitor to the extent that the two articles are substantially identical in 
appearance, and retail purchasers are thus likely to mistake one for another, 
he is chargeable with unfair competition, citing Enterprise Mfg. Co. v. 


necessarily imitated, was the same handle that is disclosed in the drawings of the expired 
patent, and even if the issue of “secondary meaning” were properly before us, appellee 
would not be entitled to prevent appellant from copying that feature. “By the force of 
the patent laws not only is the invention of a patent dedicated to the public upon its 
expiration, but the public thereby becomes entitled to share in the good will which the 
patentee has built up in the patented article or product through the enjoyment of his 
patent monopoly. Hence we have held that the patentee may not exclude the public from 
participating in that good will or secure, to any extent, a continuation of his monopoly 
by resorting to the trade mark law and registering as a trade mark any particular 
descriptive matter appearing in the specifications, drawings or claims of the expired 
patent, whether or not such matter describes essential elements of the invention or 
claims.” Scott Paper Co. v. Marcalus Mfg. Co., Inc., 326 U.S. 249, 256, 67 USPQ 193, 
196-197. 

Moreover, the range of functionality, under varying circumstances, includes shape, 
size and color. See Vaughan Novelty Mfg. Co. v. G. G. Greene Mfg. Corp., 202 F.2d 172, 
175, 96 USPQ 277, 280 (43 TMR 386) (C.A. 3). A feature of goods is functional if it 
affects their purpose, action, or performance, or the facility or economy of processing, 
handling, or using them; it is nonfunctional if it does not have any of such effects. 
But the term, “functional,” is not to be treated as synonymous with the literal significa- 
tion of the term “utilitarian.” A design, for example, may not be utilitarian in a technical 
sense, but it may nevertheless be functional in the sense that it will contribute materially 
to a general sale of the goods. J. C. Penney Co. v. H. D. Lee Mercantile Co., 120 F.2d 
949, 50 USPQ 165 (C.C.A. 8). 
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Landers et al., 131 F. 240 (C.C.A. 2); Yale & Towne Mfg. Co. v. Alder, 
154 F. 37 (C.C.A. 2); and Rushmore v. Manhattan Screw & Stamping 
Works, 163 F. 939 (C.C.A. 2). While, in the instant case, the fact that 
purchasers using ordinary care would not have been mistaken as to the 
source of appellant’s product, and the evidence that everything about 
appellee’s clamp was functional to an extent, removes from the case the 
issue of imitation of nonfunctional features and “secondary meaning,” it 
may, nevertheless, be observed that the three cases above cited eventuated 
in a position which is contrary to the great weight of authority.* 


4. In Enterprise Mfg. Co. v. Landers, et al., supra, defendants copied the coffee 
mills manufactured by complainant in size and general shape, as well as all minor details 
of structure—“every line and curve being reproduced, and superfluous metal put into 
the driving wheels to produce a strikingly characteristic effect—while the goods are so 
dressed with combinations of color, with decorations reproduced or closely simulated, 
with style of lettering and details of ornamentation, that, except for the fact that on 
the one mill is found the complainant’s name, and on the other the defendants’, it would 
be very difficult to tell them apart.” In deciding the case, the court said: “It is elemen- 
tary law that, when the simulation of well-known and distinctive features is so close, the 
court will assume that defendants intended the result they have accomplished, and will 
find an intent to appropriate the trade of their competitor, even though in their instruc- 
tions to their own selling agents they may caution against oral misrepresentations as 
to the manufacture of the goods. There is evidence to show that purchasers have been 
deceived as to the identity of these mills, but, in the case of a Chinese copy, such as 
defendants offer to the public, such proof is hardly needed. * * * 

“No doubt, with such identity in attractiveness, competition with complainant’s 
mills would be much more effective; but defendants overlooked the fact that a court 
of equity will not allow a man to palm off his goods as those of another, whether his 
misrepresentations are made by word or mouth, or, more subtly, by simulating the 
collocation of details of appearance by which the consuming public has come to recognize 
the product of his competitor.” The fact that the mills were marked with complainant’s 
and defendants’ names seemed of little import to the court. 

In Yale § Towne Mfg. Co. v. Alder, supra, the unfair competition was based upon 
defendant’s simulation of plaintiff’s padlock in form, size, coloring, lettering, and details 
of finish, and copying it so closely in these details that his articles were likely to induce 
purchasers to buy his padlocks supposing them to be the padlocks of the plaintiff. The 
court held that when the defendant appropriated all of the prominent features of 
plaintiff’s articles, so assembled them that they would produce the same general effect, 
and in such a way that the ordinary purchaser would not be apt to discover the difference, 
enough appeared to establish unfair competition. The court observed that the defendant 
had gone too far when he produced a padlock which to casual observation was substan- 
tially identical in appearance with the plaintiff’s, and declared that the defendant’s 
“apparent purpose was to extend his trade with retail dealers and supplant the plaintiff’s 
sales to such dealers by furnishing them with an article which could be sold readily to 
customers as the article made by the plaintiff. When the defendant sold his locks to the 

- retail dealers at a considerably less price per dozen than that which they were obliged 
to pay for the plaintiff’s locks, he placed a strong temptation before these dealers to 
buy his locks and increase their profits by selling them to customers wanting to purchase 
the plaintiff’s higher-priced locks; and we are constrained to believe it was intentionally 
and deliberately done in order to increase his trade at the expense of the plaintiff’s.” 
The court indicated its feeling as to those who copied the ideas and products of others 
by its observation that the evidence showed a “laxity of business morality among lock 
manufacturers in appropriating the form, dress, and general appearance of each other’s 
products which is not commendable, and which it is to be hoped does not exist in 
other trades.” 

In Rushmore v. Manhattan Screw § Stamping Works, supra, it was held that one 
who manufactured and sold a well-known article of commerce, in this case, an automobile 
search-light enclosed in a shell of graceful but unpatented design, may maintain a bill 
for an injunction, profits, and damages, against a defendant who sells an automobile 
search-light enclosed in a similar shel] although his name appears prominently thereon 
as the maker, and he has never represented that his lamps were made by complainant, 
if it is shown that the similarity of the shells does or is likely to deceive purchasers. 
The court based its decision upon the authority of Enterprise Co. v. Landers, supra, 
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From the foregoing, it is our conclusion that appellant was not guilty 
of unfair competition, and, accordingly, the judgment appealed from is 
reversed, the injunction is set aside, and the case is remanded to the district 
court with instructions to dismiss the complaint. 


GOOD HEALTH BEVERAGE DEALERS ASSOCIATION OF 
GREATER NEW YORK, INC. v. FRIEDMAN, et al. 


N. Y. Sup. Ct., Special Term, Kings County — April 27, 1955 


State STATUTES 

Plaintiff seeks to restrain defendant from using pendente lite the trademark 
and label GOOD HEALTH and GOOD HEALTH SELTZER which it had previously regis- 
tered under the provisions of the General Business Law as a trademark. Plaintiff 
organization permits its members to use the label in selling their beverages. De- 
fendant, a former member of the Association, refuses to discontinue use of label. 
However, registration does not create a trademark nor is it essential to its 
validity. It is the good will in connection with which the mark is used that is 
protected and the proprietor can not monopolize markets that his trade has not 
appropriated. The terms GOOD HEALTH and GOOD HEALTH SELTZER are common 
descriptive words which cannot be exclusively appropriated unless they have ac- 
quired a secondary meaning which does not appear from the record. Papers raise 
issue of fact as to right of plaintiff to exclusive right of term. Motion denied. 


and Yale & Towne Mfg. Co. v. Alder, supra, but it nevertheless declared that its decision 
“earries the doctrine of unfair competition to its utmost limit. If it be pushed much 
farther those engaged in trade will be encouraged to run to the courts with trivial 
complaints over the petty details of business and thus will grow up a judicial pater- 
nalism which in time may become intolerable.” In a dissenting opinion, Judge Noyes 
pointed out that the complainant had no design patent and “his case must stand, if at 
all, as a case of unfair trading, in which the essential element is deception—the palming 
off of one’s goods as those of another. But how a purchaser could be deceived into 
buying an automobile lamp plainly marked with the name and trade mark of the defend- 
ant in the belief that it was the complainant’s lamp is more than I can comprehend. 
The mere similarity in the shape of the lamps in my opinion is not sufficient to produce 
such a result. The majority, however, in view of earlier decisions of the court, are of 
the opinion that the similarity in itself establishes a case of unfair competition.” 

The foregoing cases seem to emphasize what the court felt was the unfairness of 
defendants’ appropriation of plaintiffs’ ideas and features of construction, and the 
identical copying of them; and this consideration seems to lie at the basis of decision 
in those cases, rather than any proof that the defendants palmed off their products as 
those of plaintiff’s, or caused the public to believe that their articles came from plaintiff’s, 
which is the criterion now generally adopted. While such an appropriation of another’s 
ideas and novel devices is not, in law, unfair competition, such conduct often appears 
to be and is piratical; but in protecting freedom of competition, the legislative branch 
of the government has not found a way to safeguard the originator of novel ideas and 
devices except within the framework of the patent and copyright laws. In a case involv- 
ing such a problem. Judge Learned Hand, in Cheney Bros. v. Doris Silk Corp., 35 F.2d 
279, 281, 3 USPQ 162, 163-164 (19 TMR 491) (C. C. A. 2), observed that “it would 
seem as though the plaintiff had suffered a grievance for which there should be a remedy, 
perhaps by an amendment of the Copyright Law, assuming that this does not already 
cover the case, which is not urged here. It seems a lame answer in such a case to turn 
the injured party out of court, but there are larger issues at stake than his redress. 
Judges have only a limited power to amend the law; when the subject has been confided 
to a Legislature, they must stand aside, even though there be an hiatus in completed 
justice. An omission in such cases must be taken to have been as deliberate as though it 
were express, certainly after long-standing action on the subject-matter.” See also the 
discerning and informative article, “Preventing Design Piracy: A Copyright Law for 
Industria] Design,” by Stewart L. Whitman, American Bar Association Journal, March 
1955, page 242. 
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Action by Good Health Beverage Dealers Association of Greater New 
York, Inc. v. Hyman Friedman and Louis Cohen for trademark infringe- 
ment. Plaintiff moves for injunction pendente lite. Motion denied. 
Jeremiah Bloom, of New York, N. Y. for plaintiff. 

Irving Sable, of New York, N. Y. for defendants. 
Brown, Justice. 

This is a motion to enjoin the defendants, pendente lite, from using 
the trade mark and label GoopD HEALTH and GOOD HEALTH SELTZER. 

Plaintiff under Article XXIV of the General Business Law registered 
the words GOOD HEALTH and GOOD HEALTH SELTZER as a trade mark. The 
certificate of the department of state indicates the date of registration as 
September 4, 1951, although plaintiff claims that the name was registered 
on July 7, 1937. Plaintiff is a membership corporation with several hundred 
members in the City of New York all of whom are independently engaged 
in the manufacture or sale of carbonated beverages. As members they are 
given permission by the plaintiff association to use the trade mark in 
connection with the advertising and selling of their beverage. 

The defendant, Hyman Friedman, is an independent distributor of 
seltzer and was a member of the plaintiff’s association for approximately 
eighteen years. After the termination of his membership he continued the 
use of the label containing the trade mark Goop HEALTH on the siphon 
bottles of seltzer distributed by him. This was unauthorized by the plaintiff 
association. 

The defendant, Louis Cohen, is the owner of a seltzer filling shop where 
the defendant Hyman Friedman has his siphon bottles filled. The plaintiff 
seeks to enjoin this defendant from filling any of the bottles of the defendant 
Hyman Friedman which contains the label with the trade mark of the 
plaintiff thereon. 

GOOD HEALTH or GOOD HEALTH SELTZER are common descriptive words 
and not fanciful; they are not words which can ordinarily be exclusively 
appropriated. Time, Inc. v. Life Color Laboratory, Inc., 279 App. Div. 51, 
107 N.Y.S.2d 957, 91 USPQ 306 (42 TMR 56), aff’d 303 N.Y. 965, 93 
USPQ 455; Klein v. Lawson, 58 N.Y.S.2d 152 aff’d 269 App. Div. 935; 
_ Buffalo Typewriter Exchange, Inc. v. McGarl, 240 N.Y. 113; Kellogg Co. 
v. Nat. Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 569); Ball v. 
Broadway Bazaar, 194 N.Y. 429. 

Registration does not create a trade mark and is not essential to its 
validity for it is not the trade mark but the good-will in connection with 
which the trade mark is used that is protected, and the proprietor of a 
trade mark cannot monopolize markets that his trade has not appropriated. 
Pulitzer Pub. Co. v. Houston Printing Co., 4 F2d 924. 

However, when words constituting part of a corporate name have come 
to signify to the public the product or business of a particular individual 
or corporation, such words cannot be employed by another to practice fraud 
and deception. Tiffany & Co. v. Tiffany Products, Inc., 147 Mise. 679, 264 
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N.Y.S. 459, aff’d 237 App. Div. 201, aff’d 262 N.Y. 482; Forsythe Co., Inc. 
v. Forsythe Shoe Corp., 234 App. Div. 355. 

Plaintiff has not established that the words GoopD HEALTH or GOOD 
HEALTH SELTZER have acquired a secondary meaning. The use of a name 
or trade mark which has acquired no secondary meaning and is descriptive 
is open to all. Vogue Co. v. Brentano, 261 F. 420. Furthermore, there is 
a sharp issue of fact whether, under any circumstances, the plaintiff is 
entitled to use the quoted words to the exclusion of all others. The defend- 
ant Friedman asserts that these words have been used generally for over 
forty years in connection with the seltzer business and were used by him 
and others prior to the formation of the plaintiff corporation and the regis- 
tration of the trade mark, even if it were to be assumed that the trade mark 
was registered in 1937. If that is so, such defendant’s prior use of the 
words and label may have given him a property therein which is entitled 
to be protected. See American White Cross Laboratories v. Gotham Aseptic 
Laboratory Co., 111 N.Y.S.2d 214, 92 USPQ 260 (42 TMR 316). 

Accordingly, the motion is denied. In view of this disposition no 
determination is made herein with respect to defendants’ further claim 
that the plaintiff, being a membership corporation not actually engaged in 
the seltzer business, is not a party aggrieved. Submit order. 


JASCO ALUMINUM PRODUCTS CORPORATION v. 
HASCO MANUFACTURING CORPORATION 


N. Y. Sup. Ct., Nassau County — April 27, 1955 


UnFalrR COMPETITION 
Plaintiff seeks permanent injunction restraining defendant from use of name 

HASCcO. Plaintiff has made and sold aluminum windows and doors since 1947 under 

the name Jasco which has been widely advertised in national publications. Sold 

windows to H & S Screen and Sash Co. Subsequently H & S decided to manufac- 
ture screens and doors. Adopted name HaAsco for manufacturing business; plaintiff 
promptly objected and brought suit. Injunction granted since it is apparent that 

Hasco unfairly competes with Jasco and it is not necessary to prove intent to 

pass off. Likelihood of confusion is sufficient. 

Action by Jasco Aluminum Products Corporation v. Hasco Manufac- 
turing Corporation for unfair competition. Judgment for plaintiff. 
James & Franklin, of New York, N. Y. and Jonick & Tannenbaum, of New 

York, N. Y. for plaintiff. 

Edward E. Edstrom, of Valley Stream, New York for defendant. 


JosEPH M. Conroy, Justice. 

Plaintiff was formed in 1947 for the purpose of manufacturing and 
selling aluminum windows and doors. It is owned and controlled by three 
brothers, Jack, Arthur and Scott Skodnek and obtained its name by pre- 
fixing the initials of their first names to co. Since its incorporation, plain- 
tiff has spent considerable time, effort and money in publicizing and 
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advertising its products and featuring its trade mark name sasco. Adver- 
tisements of the plaintiff have appeared in Good Housekeeping, Better 
Homes and Gardens, American Home, Home Modernizing, Small Homes 
Guide, Life Magazine and Saturday Evening Post, all magazines of national 
circulation. In addition, plaintiff has distributed many hundreds of 
thousands of pieces of literature advertising its products and featuring 
its name Jasco. Up until September, 1954, the plaintiff has expended 
some $380,000 for advertising and publicity. Plaintiff has used its name 
and trade mark Jasco uninterruptedly since its incorporation in 1947. 
H & S Screen & Sash Company (hereinafter referred to as H & S) is an 
entity, owned and controlled by the same individuals who own and control 
the defendant. H & S sold products manufactured by the plaintiff as well 
as products manufactured by others. In May of 1952, the principals of 
H & S decided to enter the manufacturing field, and incorporated at that 
time. At first, the defendant’s manufactured products were sold only to 
H & §S, but later, in 1953, it made outside sales. It is to be noted that 
during this period, H & S continued to do business with the plaintiff. 

The principals of the plaintiff and the defendant had many business 
and social contacts during 1952 and the first half of 1953. At no time 
did anyone on behalf of the defendant mention the defendant’s name to 
any of the principals of the plaintiff, until some time in 1953. There was 
prompt protest at the similarity of names. In the conduct of its business, 
and on its products, the defendant uses the name Hasco. The defendant’s 
advertising and literature which has been only to the trade, bears the 
name Hasco. The name HASsco is derived by prefixing the initials of the 
first names of the principals of the defendant to co. 

The plaintiff seeks a permanent injunction restraining the defendant 
from using the name Hasco and also seeks an accounting for damages and 
profits because of the defendant’s unfair competition with plaintiff and 
infringement of plaintiff’s trade mark. 


Publie policy recognizes, approves and encourages competition. Free 
markets and competitive enterprise are accepted standards of our society. 
Restraint in competition is decreed when the element of unfairness is 
added. The action upon which it is based is tortious in nature and is a 
- modern counterpart of the ancient action on the case. The application 
of restraints against unfair competition rests upon equitable principles. 
Equity intervenes to enforce fair play in business competition. It seeks 
to prevent unfair and unconscionable advantages taken by one against his 
competitor. Philadelphia Storage Battery Co. v. Mindlin, 163 Mise. 52, 
296 N.Y.S. 176; 1 Callmann, Unfair Competition and Trade Marks, 2d ed., 
pp. 72-75, pp. 133-135 and cases cited. 


In suits to enjoin unfair competition, it is not necessary to prove that 
defendant intended to pass off his product as that of the plaintiff, if his 
actions accomplish that result, good intention or honesty of purpose is not 
a defense. Many tests may be applied to determine what is calculated to 
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deceive or what the commercial effect will be, but the all sufficient one is 
whether in the light of experience, there has been actual deception or con- 
fusion. Photoplay Pub. Co. v. LaVerne Pub. Co., 269 F. 730; Dutton & Co. 
v. Cupples, 117 App.Div. 172, 102 N.Y.S. 309. As was stated in Taendsticks- 
fabriks Aktiebolagat Vulcan v. Myers et al., 189 N.Y. 364, 367, 34 N.E. 
904, 905, “No evidence was given or offered to show that any person had 
actually been deceived by the imitation of the plaintiff’s trade mark, and 
we think that none was necessary for the maintenance of the action. It is 
the liability to deception which the remedy may be invoked to prevent.” 
See New York World’s Fair 1939, Inc., v. World’s Fair News, Inc., 256 
App. Div. 373, 10 N.Y.S.2d 56, 46 USPQ 243. 

The defendant will be enjoined from using the name HAsco in con- 
nection with the products manufactured by it and in connection with its 
advertising. No proof was offered which entitles the plaintiff to damages, 
or an accounting, so that no damages will be awarded and no accounting 
will be directed. Settle findings and judgment. 


DOESKIN PRODUCTS, INC. v. LEVINSON, doing business as 


NEWBURGH TISSUE COMPANY 
No. 69-364 — D. C.,$.D. New York — April 29, 1955 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 

VELOUR is confusingly similar to VELURE, both marks being used with respect 
to cleansing or facial tissues. 

Representation of small standing deer or doe is not infringed by representation 
of smal] lamb or lambkin; plaintiff, owner of former mark, did not acquire exclusive 
right to use of pictorial representation of all small animals of every kind, nature 
or genus. 

REMEDIES—UNFAIR COMPETITION—BasIs OF RELIEF—DreEss OF Goops 

Unfair competition is absent where court, when viewing cartons or boxes first 
hurriedly and then with studied eye, cannot find that mental image created is the 
same, and where court cannot find that purchasing public has been, is, or will be 
deceived by defendant’s product into believing that it is that of plaintiff. 

Action by Doeskin Products, Inc. v. Max Levinson, doing business as 
Newburgh Tissue Company, for trademark infringement and unfair com- 
petition. Judgment for plaintiff in part and defendant in part. 
Armand E. Lackenbach and Burton Perlman, of New York, N. Y., for 

plaintiff. 

Irving Seidman, of New York, N. Y., and Max Levinson, of Newburgh, 

New York, for defendant. 

Ryan, District Judge. 

This suit, filed on September 20, 1951, seeks judgment and decree 
restraining the defendant from further infringement of two of plaintiff’s 
registered trade marks and from continuing acts of alleged unfair compe- 
tition in the marketing of cleansing or facial tissues, arising from the use 





Vol. 45 T. M. B. DOESKIN PRODUCTS, INC. v. LEVINSON 821 


by defendant of a “mark” consisting of the pictorial representation of a 
small lamb or lambkin which plaintiff contends tends to confusion with 
and conflicts with its common law rights in a “mark” which is a pictorial 
representation of a small deer or doe, and arising also from the use by 
defendant of a carton or package which plaintiff alleges simulates substan- 
tially and in gross appearance and look the general format and visual 
appearance of plaintiff’s containers. 

The complaint asks injunctive relief pendente lite. The plaintiff made 
no application to secure such relief. The plaintiff also asks a final injunc- 
tion, an accounting, and an award for counsel fees and costs. 

The complaint pleads two counts—the first for trade mark infringe- 
ment and the second for unfair competition. Particularly, in the first count, 
plaintiff claims infringement of registered trade marks—the word VELOUR 
and the pictorial representation of the registered caricature of a small 
deer or doe. 

Plaintiff is a New York corporation. In the spring of 1949 its cor- 
porate name was changed from San-Nap Pak Manufacturing Co., Inc. to 
Doeskin Products, Ine. The plaintiff is a manufacturer of sanitary napkins 
for personal use of females and of paper napkins, toilet tissues, cleansing 
or facial tissues and other soft paper products. Plaintiff is well and 
favorably known in the field and has for many years enjoyed a position of 
commercial prominence in the trade. It has large annual interstate sales 
throughout all the states of the United States, and its products are sold 
extensively to wholesalers and at retail in chain stores, groceries, drug 
stores and markets. 

Plaintiff has for some years made large expenditures for advertising 
in newspapers, magazines and periodicals, and on the radio and television. 

Defendant conducts a small processing or tissue paper converting 
business in Newburgh, New York. In a small two-floor loft plant, he cuts 
and folds rolled tissue into smaller size for personal use as cleansing or 
facial tissue, packages it in cartons and markets it to retail stores in inter- 
state commerce. Defendant imprints on the carton container the name and 
advertisement of the retailer to whom he sells and who in turn sells to 
the purchasing public. 

The conflict between plaintiff and defendant has arisen solely with 
respect to cleansing or facial tissues, and as to this product, common to 
both, plaintiff and defendant may be said, although to a very small extent, 
to be competitors in certain sales areas and territories. The principal, but 
not sole, point of conflict lies in the use by both plaintiff and defendant 
of a small or diminutive animal in their advertising and imprinted on the 
carton or containers used for the marketing of this product. 

Plaintiff has so used and employed a pictorial representation of a 
small or young deer or doe as a “mark.” Plaintiff did not at all times 
use a full figure of a standing young deer or doe. At times the animal was 
depicted in a prancing posture; at other times a reclining animal was 
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shown, and sometimes only the head with the special or characteristic 
features was employed. The size, construction and layout possibilities as 
to space available determined to a large extent the type of portrayal 
employed by plaintiff, both in advertising and on the cartons or packages. 

This mark of the small doe or young deer, pictured both as it was 
registered in the United States Patent Office in trade mark registration 
No. 435,300 and as modified in use, has come to be accepted generally by 
the trade and the public as indicating goods of plaintiff’s manufacture and 
origin ; especially is this so when the mark of the doe or young deer is used 
with plaintiff’s mark poEsKIN. 

The defendant has, since April, 1951, used a pictorial representation 
of a small standing lamb or lambkin on its cartons or packages for cleansing 
or facial tissues, and since May 12, 1953 has been using the portrayal of the 
small lamb with the child’s poem of “Mary had a little lamb,” and coupled 
the lamb with a small representation of a little girl and a description of 
his tissues as “Mary Lamb Tissues.” 

Plaintiff has not charged an oral or written palming off or affirmative 
misrepresentation by defendant of his products as that of the plaintiff’s 
manufacture, save only as such alleged misrepresentation is to be found 
in the employment by defendant of his lamb and in the general format of 
defendant’s carton or packaging. 

I find no conscious purpose or plan on the part of the defendant to 
imitate or copy plaintiff’s packaging or the format of plaintiff’s carton, or 
to mislead by portraying a baby lamb or lambkin with the purpose that it 
would betray or confuse an unsuspecting or unwitting purchaser into 
believing that defendant’s product was in fact of origin with the plaintiff. 

Underlying plaintiff’s contentions, although not so boldy expressed 
or unequivocally asserted, is the belief plaintiff entertains that by the 
registration of a pictorial representation of a small doe or deer as a mark 
for use on cleansing or facial tissues, and by actual use of this mark and 
of pictorial variations, that it has acquired by statute and law the exclusive 
right to the use of a pictorial representation of a small or baby animal 
as a mark for use on cleansing or facial tissues, and that this exclusive 
right exists and is possessed by the plaintiff irrespective of the particular 
form, posture, shape or genus of the small or baby animal depicted. 

I find and conclude that plaintiff has not acquired such exclusive right. 

In the marketing of its products, including cleansing or facial tissues, 
the following trade marks have been used by the plaintiff: 

1. pDoEsKIN for which application for registration, serial No. 544,202, 
in the United States Patent Office was filed on December 12, 1947 and 
registration issued thereon May 10, 1949. In the statement on this appli- 
cation it was set forth that the mark was being used for “bathroom tissues 
in Class 37; that it was first used by plaintiff on March 1, 1939 and was on 
the same day first used in interstate commerce. The application for regis- 
tration of this mark DoESKIN was also filed for Cleansing Tissues, Class 37, 
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by application, serial No. 544,201, on December 12, 1947, on which regis- 
tration certificate No. 509,697 issued on May 10, 1949. A further applica- 
tion for registration of this mark DoESKIN for use on Paper Dinner Napkins 
and Paper Luncheon Napkins in Class 37 by application serial No. 579,489 
was filed May 25, 1949, on which Certificate of Registration No. 540,727 
issued April 10, 1951. No infringement of any of these pogsKIN marks is 
charged by plaintiff. From the physical exhibits received in evidence, 
I find that this mark DoESKIN has been very extensively employed by 
plaintiff. 

2. Another mark used by plaintiff was the word vELURE; application 
serial No. 409,978 was filed on August 25, 1938 for registration of this 
mark and certificate of registration No. 363,724 issued on January 3, 1939. 
The application for registration of this mark recited its use for “bathroom 
and toilet tissue” in Class 37 and stated that it had been continuously used 
by plaintiff since June 24, 1938. Plaintiff alleges this was one of the marks 
upon which the defendant infringed; that the defendant did so infringe 
upon this mark by use of the mark vELouR on the cartons of its facial 
tissues is evident from plaintiff’s Exhibit 23 and 24. Defendant does not 
deny such infringement. I find that the mark vELURE was so infringed by 
the defendant in ignorance of plaintiff’s prior rights to the mark. The 
defendent discontinued the use of the mark vELouR prior to the filing of 
this suit, and he consents to a final decree enjoining its future use by him. 

As to this mark, plaintiff has waived any claim for damages or for 
an accounting. As to this mark, and its future use, plaintiff will be granted 
a decree with injunctive privileges. 

3. A pictorial representation of a small standing deer or doe for 
which application serial No. 514,624 was filed on December 20, 1946 for use 
for cleansing tissue in Class 37 and certificate of trade mark registration 
issued for this mark on December 16, 1947, No. 435,300. The application 
for this mark recites that this mark was continuously used by plaintiff 
since December 12, 1946. It is this mark also which plaintiff claims was 
infringed by the use of the representation by defendant of his small lamb 
or lambkin. The plaintiff by this mark registration did not acquire an 
. exclusive right to the use of pictorial representation of all small animals 
of every kind, nature and genus. Defendant’s lamb does not infringe upon 
plaintiff’s registered deer or doe, or in fact on any of the variations of 
the representation used by plaintiff. 

Visually, they are not the same; anatomically they differ; the mental 
image each creates is different; a deer or doe is not a lamb, at least in 
the animal kingdom. 

The differences pointed out by the defendant in his letter of July 24, 
1951, which was marked in evidence as Defendant’s Exhibit AA, may be 
appropriately quoted: 


‘‘Both animals have four legs, one head, two ears, one tail, one 
neck and one nose. Here the similarity ends. Properly, these are not 
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similarities, because they are generic, pertaining to all four-legged ani- 
mals. Now, for some of the dissimilarities. Where one is brown, the 
other is white. Where one has nothing in the mouth, the other mouth 
holds a twig, two leaves and flower. Where one has two eyes show- 
ing, the other has only one. Where one’s both eyes stare openly, the 
other’s single showing eye does not. Where the whites of both eyes 
of the one are clearly visible, there is no white in the single showing 
eye of the other. Where one shows eyebrows on both eyes, there is no 
eyebrow on the single showing eye of the other. Where both eyes show 
marked eyelashes on the one, there is not a solitary eyelash on the 
single showing eye of the other. Where the ears of one are upright, 
the ears of the other are down. Where the tail of one is upward, the 
tail of the other is down. Where the surface on one is smooth, the 
surface on the other is wooly and fleecy. Where the ribbon bow of one 
is complete, the ribbon bow on the other is incomplete. Where the 
complete ribbon bow on the one points both upward and downward, the 
partial ribbon bow on the other points entirely downward. Where one 
exposes the inside ears, the other exposes the outside of the ears. 
Where the legs of one are slender, the legs of the other are thick. 
Where one is in running motion, the other is standing still. Where the 
forelegs of one are in the air, the forelegs of the other are on the 
ground. Where the legs of one are bent, the legs of the other are 
straight. Where the kneecaps of one do not protrude and are slender, 
the kneecaps of the other protrude and are markedly thick. Where the 
hoofs of one are narrow and inconspicuous, the hoofs of the other are 
broad and marked. Where the ribbon on one is brown, the ribbon on 


the other is blue. Where the hoofs of one are brown, the hoofs of the 
other are blue. Where one faces the viewer to the right, the other 
faces the viewer to the left. 

“Even if they were the same animal, or of the same genus, it 
would require a lot of courage to say they were similar.” 


And to this the Court might add an allusion to the Talmud that the 
hoofs of the one are cloven and the hoofs of the other are not. 

I find no infringement of the mark No. 435,300 or of any other of 
plaintiff’s marks by defendant’s lamb. 

I come now to plaintiff's second count, claiming unfair competition. 
Plaintiff has by its answer to interrogatories duly propounded stated that 
this claim “is based upon the strong resemblance of defendant’s boxes for 
facial tissues to those of plaintiff, particularly with regard to the pictorial 
representation of a lamb, substantially the same background color, a similar 
format using a border and background color, these being distributed in 
the same proportions as on plaintiff’s boxes.” 

In the background color, both the plaintiff and the defendant utilize 
a pink or peach color. However, the use of pastel shades in the packaging 
and merchandising of facial tissues is common and widespread in the 
industry. Many other manufacturers use this color and pastel colors 
generally. It is a reasonable use considering the obvious intent to create 
a mental impression that the tissues are soft as baby’s or baby skin and 
soft enough for use upon infants and children; and if so soft, then 
eertainly soft enough for milady’s face or for other delicate and perhaps 
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more sensitive parts of her body. Plaintiff can in no way claim a monopoly 
in the use of pastel shades. 

Any confusion created by use of background color is entirely dispelled 
and dissipated by the balance of defendant’s format. The defendant uses 
a dark or navy blue inked band; plaintiff a brown or maroon inked band. 
The layout or composition of both formats is different, particularly when 
it is noted that the plaintiff utilizes its mark pogeskin. The defendant 
prominently displays a lamb and a little girl, and characteristically names 
its product “Mary Lamb Tissues,” attempting to conjure up mentally the 
old and cherished nursery rhyme, “Mary had a little lamb.” 

Defendant presents his product in bold type as “Mary Lamb Tissues.” 

When viewing the cartons or boxes, first hurriedly and then with 
studied eye, I cannot find that the mental image created is the same; nor 
do I believe that the purchasing public has been, is, or will be deceived 
by defendant’s product into believing that it is that of the plaintiff; 
nor do I believe that any confusing mental image will be created in the 
minds of the purchasing public by both cartons. Indeed, no proof has been 
submitted that such confusion has in fact occurred. 

I do not find the two packages confusing, and I affirmatively find that 
they do not create or leave the same mental image and mental impression. 

Plaintiff is granted a decree limited in scope as I have set forth as to 
the mark vELURE and denied all other relief sought in its prayer and the 
prayer of its complaint. There will be no costs or counsel fees allowed. 
A decree may be submitted on notice to all. 


TAMPA CIGAR COMPANY, INC. v. 
JOHN WALKER AND SONS, LIMITED 


No. 15342—C. A. 5—May 13, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
JOHNNIE WALKER for cigars is confusingly similar to same trademark as used 
for whiskey. 


Action by John Walker and Sons, Limited v. Tampa Cigar Company, 
Inc. for trademark infringement. Defendant appeals from judgment for 
plaintiff of District Court for Southern District of Florida. Affirmed. 
Case below reported at 42 TMR 539. 
E. O. Palermo, of Tampa, Florida, for appellant. 
Ellis W. Leavenworth, of New York, N. Y., and Harry B. Terrell, of 
Tampa, Florida, for appellee. 
Before Rives, TuTTLE and Cameron, Circuit Judges. 
CaMERON, Circuit Judge. 
The pattern of this decision is set by what we wrote when the case 
was before us on the former appeal,’ and what the district court did upon 


1. John Walker & Sons, Ltd. v. Tampa Cigar Company, Inc. (5 Circuit May 23, 
1952), 197 F.2d 72, 93 USPQ 392 (42 TMR 539). 
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remand when he tried the case on the merits. We reversed a judgment 
which sustained a motion to dismiss and held that the complaint stated 
good grounds for relief. Upon the trial, the district court found that the 
evidence supported the averments of the complaint. It remains, there- 
fore, but to affirm unless we can say that its findings were clearly erro- 
neous.’ 

The former opinion sufficiently sets out the facts and they will not 
be repeated here except in bare outline. Appellee, the whiskey-maker, 
sought by this action to enjoin Appellant, the cigarmaker, from using its 
registered trade mark, JOHNNIE WALKER, or any colorable imitation thereof.® 


Based upon the evidence, consisting of stipulations of the facts and 
many exhibits, the district court found that Appellee and its predecessors 
had used the trade mark JOHNNIE WALKER since 1880, had established it 
as a famous trade mark by extensive advertisement and had built up a 
favorable and widely recognized reputation for its Scotch whiskey. The 
court further found that Appellant had used the trade mark JOHNNIE 
WALKER in the sale of its cigars, and that the manner of such use con- 
stituted a colorable imitation of the character used by Appellee in its 
trade mark, and that such use was accompanied by the intention of taking 
advantage of the fame and reputation of JOHNNIE WALKER,. the whiskey 
character. It further found that such use was likely to cause confusion 
and to create the erroneous impression that the makers of the whiskey 
also made the cigars. 

The court concluded that the cigarmaker had infringed the valid 
trademark of the whiskey-maker and should be stopped and entered judg- 
ment permanently enjoining the use of the trade mark by the cigar-maker. 
As stated, we are asked to reverse that judgment by holding that the find- 
ings and conclusions of the district court are clearly erroneous. 


That we decline to do. We have considered the facts as stipulated 
by the parties and carefully examined the exhibits which are before us, 
and think the court below was amply justified in its findings, conclusions 
and judgment. 

Our attention is called to a proceeding pending in the United States 
Patent Office* wherein Appellee sought unsuccessfully to prevent the reg- 
istration of the trade mark JOHNNIE WALKER in connection with the manu- 
facture and sale of cigarettes, and copy of the opinion of the Examiner 


2. Rule 52 F.R.C.P. 

3. The complaint asked an accounting of profits, damages and other relief, but 
these items were eliminated by stipulation of the parties before the case was submitted 
for decision. 

4. Opposition No. 30381 to Application No. 567230 styled John Walker g Sons, 
Ltd. v. The American Tobacco Co., in which the Examiner of Interference, declined to 
sustain the claim of the opposer, who is the Appellee here, that there was likelihood, 
that the public would confuse the trade mark JOHNNIE WALKER as used in connection 
with the sale of cigarettes with the same trade mark used in connection with whiskey 
sales, even though it was admitted that both cigarettes and whiskey are sold in the 
same bars, restaurants and hotels. It was stated in the oral argument that this decision 
has been appealed. 
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of Interferences has been made available to us. The parties concede that 
this decision is in no way binding on us, but we have read the carefully 
written opinion with interest. The facts there involved are different in 
many material respects from those here, and the decision based upon those 
facts does not tend to challenge the correctness of the conclusions of the 
court below in this case. 

Being convinced that the district court correctly found the facts and 
applied the law, and that the judgment entered is right and is in line 
with the recent decisions of this court,® it is affirmed. 


NETTIE ROSENSTEIN, INC. v. PRINCESS PAT, LTD. 
No. 6078 — C.C. P. A. — April 27, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
There is no requirement of law that witness referred to in notice of taking 
testimony must testify, or that his failure to testify must be explained. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

There is no requirement of law that corroboration of testimony of witness in 
trademark opposition case is essential to its probativeness. 

Fact that opposer’s president and only witness was not able to produce in- 
voices establishing sales prior to applicant’s sales date of use does not justify 
any doubt of her truthfulness, especially in view of testimony as to difficulty of 
record storage. 

Judicial notice may be taken of fact that it is common business practice to 
destroy invoices within a reasonable time after they have served their purpose. 


TRADE-MarRK Act or 1946—T1ITLE—ABANDONMENT 
Non-use of mark during war period may not have constituted abandonment 
of mark, in part because of impossibility of obtaining necessary perfume bottles 
at the time. 
TRADE-MarK Act or 1946—TiITLE—ASSIGNMENT 


Trademark may not be legally transferred to another unless accompanied by 
transfer of some business with which mark is shown to have been used. 


Opposition proceeding by Princess Pat, Ltd. v. Nettie Rosenstein, Inc., 
application Serial No. 575,929 filed March 23, 1949. Applicant appeals from 
decision of Examiner in Chief of Patent Office sustaining opposition. 
Affirmed. 


Case below reported at 43 TMR 1183. 

Mock & Blum of New York, N. Y. (Asher Blum of New York, N. Y., and 
Charles R. Allen, Jr. of Washington, D. C., of counsel) for appellant. 

James R. McKnight of Chicago, Illinois, for appellee. 

Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
Coz, Associate Judges. 


5. See e.g. Pure Foods, Inc. v. Minute Maid Corp. (5 Cir. 1954) 214 F.2d 792, 102 
USPQ 271 (44 TMR 1408). 
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GarRETT, Chief Judge. 

This is an appeal, in a trade mark opposition proceeding, from the 
decision of the Examiner-in-Chief, 98 USPQ 29 (43 TMR 1183), acting 
for the Comminssioner of Patents, affirming the decision of the Examiner 
of (Trade Mark) Interferences sustaining appellee’s opposition and adjudg- 
ing appellant, a corporation of the State of New York, not entitled to 
register the term ODALISQUE as a trade mark for perfume and cologne under 
the 1946 Trade Mark Registration Act, 15 U.S.C. 1051 et seq. 

Hereinafter the appellant corporation is usually referred to as the 
applicant and the appellee corporation is usually referred to as the opposer. 

While opposer claimed use and ownership of the mark, no application 
had been made by it for its registration at the time of taking the testimony 
in its behalf. 

Applicant’s application for registration, Serial No. 575929, under the 
Act of 1946 was filed March 23, 1949. It was stated therein: 

The trade mark was first used on January 2, 1946, and first used in 

commerce among the several states which may lawfully be regulated by 

Congress on January 2, 1946. * * *. 


In the application it was also stated: 

Applicant is the owner of trade mark No. 425,142. 

Registration 425,142 was made under the Act of 1905 and is not in- 
volved in this opposition proceeding which is under the Act of July 5, 1946. 
It seems to have been cited by counsel for applicant merely as having some 
bearing upon alleged laches and acquiescence on the part of opposer, 
“amounting to an estoppel” of the right to oppose, a matter hereinafter 
discussed. 

In its Notice of Opposition, opposer alleged use of the notation SECRET 
OF THE ODALISQUE as a trade mark for perfume “long prior to January 2, 
1946, the date of first use [of opALISQUE] alleged by the applicant,” but 
did not name any specific date of beginning its use in the notice. 

The decision of the Examiner of Interferences is detailed and explicit 
upon every point raised on behalf of the respective parties, and that of 
the Examiner-in-Chief, while less elaborate, is in harmony with that of the 
Examiner of Interferences on all questions here material. 


In defining the issue the Examiner-in-Chief said, 98 USQ at 30: 
* * * Both parties have filed testimony and briefs and were repre- 
sented at the hearing. 

The opposition is predicated upon the allegation of prior use by the 
opposer of the mark SECRET OF THE ODALISQUE for perfume, and the 
statutory basis for the opposition is that clause of section 2(d) of the 
Act of 1946 which relates to confusion or mistake or deception of 
purchasers. 

Applicant admits that the goods of the parties are substantially 
identical and that the marks are confusingly similar, so that the only 
question to be decided on appeal is whether or not the examiner’s hold- 
ing that the opposer has proven priority is correct. 
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In applicant’s answer to the notice of opposition, it is admitted that 
the goods of the respective parties are (1) identical, and (2) of the same 
descriptive properties; also, it is admitted that the marks are confusingly 
similar, and the brief for applicant states: 

This leaves for principal consideration the question as to whether 
or not the holding of the Examiner-in-Chief that appellee has proven 
priority is correct. * * *. Although other issues will also hereinafter 
be discussed, the principal argument of this appeal concerns itself with 
the issue of priority. Appellant accordingly propounds the issues 
herein as follows: 

1) Has appellee sustained the burden of proof as to priority? 

2) Does the mark ODALISQUE indicate origin in appellee or 
appellant? 

3) Is appellee guilty of laches and acquiescence amounting 
to an estoppel? 


The answer to the second of the foregoing questions is dependent, of 
course, upon the answer to the first and, in considering the first, the matter 
suggested in the third merits notice. 

It is proper to say that the substance of all three questions was before 
both tribunals of the Patent Office (although probably not stated there in 
the same form as here) and were fully discussed and passed upon by those 
tribunals. 

Before taking up those questions seriatim, it is proper to state that 
the only oral testimony introduced on behalf of opposer was that of Patricia 
F. B. Gordon, who seems to have become known in the perfume industry 
as “Princess Pat,” and who was the president of opposer. In connection 
with her testimony, certain documentary and physical exhibits, claimed to 
be corroborative of her statements as a witness, were introduced in evidence. 

With the exception of Exhibits 1, 2, 3, and 4, none of the documentary 
exhibits bear dates. Those four are said to be “Radio commercial announce- 
ments broadcast for Princess Pat, Ltd.,” and the witness testified that they 
were broadcast, respectively, one on February 2, 1945; two in April, 1945; 
and one in December, 1945. They made reference to SECRET OF THE ODA- 
LISQUE perfume. The witness testified that commercial announcements 
. were broadcast over many radio stations throughout the United States, but 
no dates were given except those named on Exhibits 1, 2, 3, and 4. She 
stated that she prepared the announcements and made many of the broad- 
easts herself. Other broadcasts or announcements she directed. 

With respect to the first question, supra, reading “Has appellee sus- 
tained the burden of proof as to priority” we first quote the following from 
the decision of the Examiner of Interferences: 

The Examiner finds nothing in the record that in any way would 
discredit the witness, Gordon, and her testimony stands uncontradicted 
and unimpeached. Corroboration of the testimony of a witness by 
other witnesses, and the production of records of sales are always 


helpful, but are not necessary in trade mark cases. Oral testimony, 
if clear and convincing, is competent to establish use of a mark. 
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B. R. Baker Co. v. Lebow Brothers, 32 C.C.P.A. [Patents] 1206, 150 
F.2d 580, 66 USPQ 232 (32 TMR 267) ; Brewster-Ideal Chocolate Co. 
v. Dairy Maid Confectionery Co., 20 C.C.P.A. [Patents] 848, 62 F.2d 
844, 16 USPQ 310 (23 TMR 86); The Snapout Forms Co. v. Allen 
Rand Co., Inc., 69 USPQ 20, 

Likewise, there is no requirement that a party to a proceeding of 
this character, prove the extent of the use of his mark and certainly he 
need not show that the purchasers of its goods resold them. As stated 
in Nims’ work on Unfair Competition and Trade Marks, Fourth Edi- 
tion, Published by Baker, Voorhis & Co., Ine., New York, Section 218: 


No particular extent of use is necessary in the case of a fanci- 
ful trade mark. For this purpose, one bona fide sale of goods 
bearing the mark is effective, but it must be bona fide. Thereafter, 
other (others) must avoid the mark, and between rival claimants, 
‘St is the priority of user alone that controls, even though, when 
the defendant comes into the field, it may not be fully established 
or may not even be enough established to have become associated 
largely in the public mind as the plaintiff’s make ;” (citing author- 
ities), 


the last quotation being from the opinion of Judge Learned Hand in 
Waldes v. International Manufacturers Agency, 237 Fed. 502, 505 
(7 TMR 7). 

Opposer, in this case, has proven by a preponderance of the evi- 
dence, use of its mark prior to the year 1946, that is prior to the 


commencement of the use of the mark by Applicant. [,] * * * the 
exact date of first use by it of its mark during the period of 1940 to 
1945, inclusive, is immaterial here. 


The Examiner-in-Chief commented as follows, 98 USPQ at 30: 


Patricia F. B. Gordon, the witness for the opposer, who is also 
president of the opposer company, testified that the opposer sold per- 
fume bearing the trade mark SECRET OF THE ODALISQUE early in 1940. 
There is, however, nothing in the record which corroborates this al- 
leged date of use. The witness also identified opposer’s exhibits 11 and 
12, which appear to be made of plastic, as the wartime packages for the 
solid perfume which were used as early as 1943. The witness also 
stated that the opposer’s exhibits 1, 2, 3, and 4 were radio commercial 
announcements that were broadcast on many radio stations throughout 
the United States and that the witness gave some of these broadcasts 
personally and in other instances directed the broadcasts. These ex- 
hibits are dated February 2, 1945, April, 1945 and December, 1945, 
respectively. 

It is true that oral testimony of a single interested witness must 
necessarily have his [sic] weakness, nevertheless there is nothing in 
the trade mark law which justifies its rejection if it is sufficiently 
probative. In the instant case the testimony of opposer’s witness is 
not characterized by contradictions or inconsistencies and the testimony 
with respect to exhibits 1 to 4, inclusive, and 11 to 13, inclusive, is relied 
upon to show circumstances which are corroborative of the witness’ 
oral testimony. I agree with the examiner that while the earliest date 
of use claimed by the opposer as 1940 has not been proven, the record 
does establish that opposer did use its mark on its goods prior to the 
first use alleged by applicant. 
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We turn at this point to the evidence introduced on behalf of the 
applicant. Two witnesses were called and examined by its counsel. 

The first of these was Charles E. Gumprecht, the vice-president and 
general manager of the applicant company which, he stated, was incorpo- 
rated under the laws of the State of New York in May, 1946. 

This witness was asked by counsel for applicant during his direct 
examination: “Can you tell us when Nettie Rosenstein, Inc., first com- 
menced to use this trade mark?”, to which he answered: 

* * * In 1946, in January, application was made for the use of this 

name, through Mock & Blum, to the Trade Mark Office in Washington, 


and the trade mark came through, I believe, in November * * * [o]f 
1946. 


The following then appears in the record: 

Mr. Friedman [counsel for appellant]: I offer in evidence as 
Applicant’s Exhibit No. 1 an ordinary copy of U.S. Registration No. 
425,142, issued November 5, 1946, to Nettie Rosenstein, Inc., the appli- 
cant herein, for the trade mark ODALISQUE. 

(U.S. Registration No. 425,142 for trade mark opALISQUE above 
referred to was received in evidence and marked Applicant’s Exhibit 1, 
this date.) 

We have examined the testimony carefully and the foregoing is the 
only date found anywhere claiming first use of the oDALISQUE mark by or 
on behalf of appellant. 

Upon the question of priority, independent of any consideration of 
the allegation of laches and acquiescence on the part of opposer, which is 
hereinafter separately discussed, the brief before us on behalf of applicant 
alleges that opposer’s failure to prove certain matters should be held fatal 
to its right to prevail. We here reproduce these allegations and comment 
upon them: 

1. Appellee failed to explain in its record as to why the second 
witness mentioned in its notice of taking testimony dated June 1, 1951 
did not testify ; 

The notice of taking testimony, so referred to, included the name of 
Mr. M. Martin Gordon, the husband of the witness, Patricia Gordon, the 
president of opposer who did testify. It is true that he did not testify and 
that no explanation as to why he did not testify was made or offered, but 
there was no requirement of law that he should do so or that his failure 
should be explained. 

2. The single witness did not state that corroborating testimony 
was not available, although she stated on cross examination that the 
number of employees opposer had varied from 350 to 12 * * *. It would 
have been a relatively simple thing under such circumstances for 
appellee to have produced at least one corroborating witness or at least 
explained why it could not; 

Since there is no requirement of law that corroboration of the testimony 
of a witness in a trade mark opposition case is essential to its probativeness 
—a matter conceded in applicant’s brief and amply supported by authori- 
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ties cited by the Examiner of Interferences in the excerpt from his decision 
hereinbefore quoted—we are of opinion that appellant’s argument on alle- 
gation No. 2 is without any legal force. 

3. Appellee did not furnish the name and address of the printer 
who printed its SECRET OF THE ODALISQUE labels and the undated printed 
exhibits ; 

The labels referred to were introduced in evidence. Counsel for appli- 
cant made no inquiry in his cross-examination about the name and address 
of the printer, as he might well have done if he regarded them of importance. 
We are not impressed that they are of the slightest importance so far as 
the issue in this case is concerned. We hereinafter quote other testimony 
concerning the labels. 

4. When queried by her counsel as to whether appellee had any 


invoices on the sales of SECRET OF THE ODALISQUE perfume prior to 
1946, appellee’s witness replied: 


“We do not keep invoices that long—we just do not keep it 

longer than five years, at the most * * *.” 
Despite this, appellee did not produce a single invoice for 1946, although 
it is to be reasonably assumed from the foregoing that 1946 invoices 
were available (the witness having testified on June 22, 1951); * * * 


With respect to this point, it doubtless would have strengthened 
opposer’s case had it produced invoices of sales that would have established 
sales prior to applicant’s first date of use, January 2, 1946, alleged in its 
application, but the fact that opposer’s president and only witness was not 
able to produce such an invoice does not, in our opinion, justify any doubt 
of her truthfulness. Her full testimony upon this particular point, given 
during her direct examination, reads as follows: 

Q43. Do you have any invoices of sales of SECRET OF THE ODA- 
LISQUE perfume prior to 1946? A. We do not keep invoices that long. 
We would have to have another warehouse for that. 

Q44. Why do you destroy them? A. Not enough space for stor- 
age, also it is a fire hazard. We just do not keep it longer than five 
years, at the most. 

Q45. Is Princess Pat, Ltd., selling sECRET OF THE ODALISQUE 
perfume today? A. Oh, yes. 

Q46. And has Princess Pat, Ltd., continuously sold sEcreT or 
THE ODALISQUE perfume since the time of your adoption in 1940 up to 
and including the present time? 

Mr. Mock: I am going to object to the question as leading. 

A. Yes. 


While, as hereinbefore stated, the witness was not questioned during 
eross-examination about the names and addresses of the printers of the 
labels, the following testimony was given concerning them: 

XQ68. Have you any record as to when you first ordered printed 


labels for showing the words SECRET OF THE ODALISQUE? A. No doubt 
there are records. 
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XQ69. May I ask you to produce same? A. It would require 
quite a search. It is way back. I do not know whether we could. We 
had a fire at the corner building and everything was destroyed. It was 
burned down to the ground. The chances are I could not produce those 
early invoices. (Italics supplied by us.) 


There seems to have been some confusion here between labels and 
invoices, but that does not appear to us of consequence. The fact that it 
is a common business practice to destroy invoices within a reasonable time 
after they have served their purpose is, we think, a matter of which judicial 
notice may be taken. 

In the decision of the Examiner-in-Chief it is said, 98 USPQ at 30: 


* * * Applicant states that only a single invoice showing the sale and 
shipment of the SECRET OF THE ODALISQUE solid perfume by opposer 
was offered in evidence, * * *. (Italics supplied by us.) 

In the brief before us it is alleged: 

1. Not a single invoice showing the sale and shipment of sEcRET 
OF THE ODALISQUE solid perfume by appellee was offered in evidence; 
(Italies supplied by us.) 

Of course, we have considered this question upon the basis of the 
representation made before us, and we deem it not improper to say that 
the reasons of appeal to us are not very clearly stated. However, as we 
view this matter, it is really not material whether “only one invoice” or 
“not a single invoice” was offered in evidence. 

5. Appellee not having supplied the name of a single customer 
who allegedly sold SECRET OF THE ODALISQUE perfume since 1940, appel- 
lant was not in a position to challenge the oral uncorroborated testimony 
of appellee’s President. 


The novel feature—at least novel to us—in point 5 is the implication 
that it was incumbent upon opposer to supply the names of customers of 
those dealers to whom opposer sold. Otherwise, it is said that applicant 
here was not in a position to challenge opposer’s oral testimony. 

The Examiner of Interferences took note of this contention and passed 
upon it. Speaking of a party to a proceeding such as that here involved, 
he said: “Certainly he [said party] need not show that the purchasers of 
its goods resold them.” 

In the course of her testimony upon direct examination opposer’s 
witness, Mrs. Gordon, testified as follows: 

Q4. How long have you been in the cosmetic business? A. Ap- 
proximately forty years. 

Q5. What is the business of Princess Pat, Ltd.? A. Manufac- 
turing cosmetics. 

Q6. Does Princess Pat, Ltd., have a perfume which is sold under 
the trade mark SECRET OF THE ODALISQUE? A. Yes. 

Q7. Will you give us the names of some of the more important 
customers of Princess Pat, Ltd.? A. I would say Marshall Field, 
Mandel Brothers, Carson Pirie Scott & Company, Bloomingdale, Macy’s, 
May Company, Walgreen, Whelan, Stineway Drug Company, Broad- 
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way Department Store, practically every worthwhile store in the 

United States and Canada, Simpson’s Eatons, Sanborn’s in Mexico, 

and all over the world, practically. 

It seems to us that the foregoing furnished applicant sufficient data 
to enable it to make whatever investigation it wished to make as a basis 
for challenging the testimony of appellee’s president. 

The third and last of the three questions quoted, supra, as propounded 
by applicant, reads: 

Is appellee guilty of laches and acquiescence amounting to an 
estoppel ? 

We take it to be submitted as a question ancillary to the fundamental 
question of priority. In connection with it, the testimony of Herbert 
Rubin, the second and last of the two witnesses called by applicant, 
was introduced. 

It appears that from 1934 to 1936, Rubin was employed as a “buyer 
of toiletries and cosmetics at Gimbel Brothers, New York,” and that in 
1936 he resigned from that position to go into business for himself. He 
“started a company called Rubicon,” which was incorporated under the 
laws of the State of New York. He identified a label bearing the notation 
RUBICON ODALISQUE as being of the kind used by Rubicon, Inc. from the 
time it began business in 1936 “until about 1941 or 1942” when, he said, 
it discontinued “the manufacture of all perfume items in small bottles * * * 
because of the impossibility of obtaining small bottles at that time due 
to the war.” 

From a paper dated February 7, 1947, introduced in evidence as 
Applicant’s Exhibit No. 7 during the taking of Rubin’s testimony, it 
appears that on November 2, 1946, Rubicon, Ine. (of which Rubin was 
President), filed an application, serial No. 511,962 for the registration 
in the Patent Office of oDALISQUE as a trade mark for perfume. It also 
appears from that exhibit that by it, Rubicon, Inc. undertook to convey 
its application to the applicant Nettie Rosenstein, Inc. 

Evidently the application of Rubicon, Inc. so made was for registra- 
tion under the trade mark registration act of February, 1905. The Act 
of 1946 was approved by the President July 5, 1946. By section 46(a) it 
was provided that the Act should “take effect one year from its enactment.” 

It further appears from the testimony of Rubin that in the latter 
part of 1945 or early in 1946, Rubicon, Inc. first learned of the use of 
the trade mark ODALISQUE by Nettie Rosenstein, Inc., and that Rubicon, Inc. 
contacted Nettie Rosenstein in regard to the matter. This led to negotia- 
tions which ended in the applicant Nettie Rosenstein, Inc. paying Rubi- 
eon, Inc., according to the witness Rubin’s testimony, “around three thou- 
sand dollars” and he then executed the papers dated February 7, 1947, 
filed as Applicant’s Exhibits 6-A, 6-B and 6-C. 

It is not deemed necessary to set out here all the testimony bearing 
upon that transaction, but the following testimony of Mr. Gumprecht, 
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President of applicant, given during his cross-examination is quite interest- 
ing and we quote it: 


XQ59. Referred now to Applicant’s Exhibit 7, the RuBICON 
ODALISQUE label, has Nettie Rosenstein, Inc. ever sold any of its 
perfume under that label? A. Under that name. 

XQ60. But not under that label, like Exhibit 7? A. No. 

XQ61. Did you receive any stock of those labels from Rubicon 
at the time you received the documents, Exhibits 6-A, 6-B, and 6-C? 
A. No. 

XQ62. Did you receive any formula for the RUBICON ODALISQUE 
perfume? A. No. 

XQ63. Do you know what the formula was for the RUBICON 
ODALISQUE perfume? A. No. 

XQ64. Did Nettie Rosenstein, Inc. create its own formula for its 
ODALISQUE perfume? A. No. 

XQ65. From what source did you obtain your formula or your 
perfume? A. From Van Amering Haebler Co. 

XQ66. And you obtained the perfume from that company? A. 
That is correct. 

XQ67. And you obtained the perfume from them ever since you 
started using the name oDALISQUE? A. Yes, sir. 

XQ68. And it has been the same formula? A. Yes. 

XQ69. You didn’t change the formula after you bought out the 
rights of Rubicon? A. No. 

XQ70. Did you ever obtain from Rubicon a list of the customers 
who had bought their opALISQUE perfume? A. Never obtained a list. 
We just listened to them mention in conferences certain firms that 
they sold it to. 

XQ71. Were those conferences prior to the consummation of the 
deal between your company and theirs? A. Yes. 

XQ72. Weren’t those companies named for the purpose of show- 
ing that sales had been made by Rubicon? A. Yes. 

XQ73. Did you receive any stock of the RUBICON ODALISQUE per- 
fume from them at the time of the transaction with that company? 
A. No. I was only interested in the name. 

XQ74. You didn’t receive any merchandise at all? A. No, sir. 

XQ75. Not even a single bottle? A. No. 

XQ76. You didn’t receive any empty bottles, either? A. No. 

XQ77. You didn’t receive any essences, oils, or ingredients for 
perfume? A. No. 

XQ78. Prior to the execution of the papers, Exhibits 6-A, 6-B, 
and 6-C, Rubicon, Inc. had filed in the Patent Office an application 
for registration of the trade mark opALisguE for perfume; is that 
eorrect? A. I don’t know that they had filed. All I know is that I 
had filed and received a registration. [It is supposed this referred to 
serial No. 425,142, hereinafter alluded to]. 

XQ79. I show you the document, Exhibit 6-C, which states in the 
first paragraph, “Whereas Rubicon, Inc., a corporation organized and 
existing under the laws of the State of New York, at 601 West 26 
Street, New York, New York, is the owner of the trade mark oDALISQUE, 
and of the application for registration in the United States Patent 
Office, serial No. 511,962 dated November 2, 1946,” and ask if that 
refreshes your memory on that subject? A. Yes, it does. I know 
that they said that they applied. 
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XQ80. Then in this document Exhibit 6-C, they assigned the 
application to you; is that correct? A. Yes, that is correct. 

XQ81. What happened to that application after it was assigned 
to Nettie Rosenstein, Inc.? A. I don’t know. 

XQ82. Do you handle the trade mark matters for your company? 
A. Well, Mock & Blum did. 

XQ83. Was the prosecution of that application turned over to 
your attorneys, Mock & Blum? A. No. 


Mr. Friedman [counsel for applicant]: In order to apprise 
counsel for opposer as to what finally happened to the application 
about which this witness is now being interrogated, the following 
statement is made: From an investigation conducted by me, I 
have ascertained that the application in question was filed by 
Murray and Parker, attorneys of New York City, and that the 
said application, after examination, was rejected on the Nettie 
Rosenstein, Ine. Odalisque registration No. 425,142. The said 
rejection was never responded to and the application was allowed 
to lapse. Messrs. Mock & Blum, the present attorneys for appli- 
cant, received no power of attorney to prosecute the said appli- 
cation. 


XQ90. When did you first hear about the claimed rights of 
Princess Pat, Ltd.? A. Sometime recently; I don’t remember just 
when. 

XQ91. You didn’t hear about them in 1946 or 1947? A. I don’t 
remember hearing about it that far back. 

XQ92. Were you handling the trade mark matters of your com- 
pany atthattime? A. Yes. 

XQ93. Were you working with the firm of Mock & Blum? A. Yes. 

XQ94. I show you what purports to be a carbon copy of a letter 
dated December 5, 1946, and addressed to Nettie Rosenstein, 36 West 
47 Street, New York, and ask you if you have ever seen this letter 
or if it refreshes your memory on the matter? A. I don’t remember 
the letter, but I have no doubt that it was received, and if it was, 
at that time it would have been turned over to the attorneys. 

Mr. Friedman [Counsel for applicant]: Counsel for appli- 
cant admits receipt of the letter handed to the witness, dated 
December 5, 1946. 

Mr. Comstock [Counsel for appellee]: If it is all right with 
you, Mr. Friedman, I would like to state for the record that 
this is a letter written by our firm, on behalf of our client, 
Princess Pat, Ltd., notifying Nettie Rosenstein that our client 
claimed use of the trade mark SECRET OF THE ODALISQUE on dry 
perfume since 1940 and requested that Nettie Rosenstein cease 
using the trade mark. I would prefer to do that instead of placing 
the actual letter in evidence. 

Is that satisfactory? 

Mr. Friedman: All right. 


Rubins testimony had been carefully studied and practically nothing 
is found in it which is of much aid in deciding the case. He stated that 
he “never actually owned a specific formula;” that he “bought a product 
that was already made up by a perfume supply house.” He added: 


* * * As a matter of fact, we have never concocted any of our own 





Vol. 45 T. M. R. NETTIE ROSENSTEIN v. PRINCESS PAT 837 


perfumes; we have always bought perfumes made up by chemical 
supply houses. 


With respect to the registration for which, he stated, Rubicon, Inc. 
applied (Serial No. 511,962) he gave the following testimony: 


XQ66. Do you know what happened to your company’s applica- 
tion for trade mark registration after you made the assignment, 
Exhibit 6-C? A. No, I don’t. 

XQ67. You don’t know whether that ever resulted in a registration 
or what happened to it? A. No, I don’t know. 

XQ68. Was its prosecution taken over by the attorneys for Nettie 
Rosenstein? A. I don’t know whether they prosecuted it under our 
name. I doubt that very much. 

XQ69. Did you ever make an abandonment of the application? 
A. I don’t know. I would have to consult the patent attorney who 
handled the matter at that time. 

XQ70. Who was that? A. Murray & Parker. 

XQ71. Of New York? A. Yes. The firm now goes under the 
name of Parker & Graham. 

XQ72. So that your company claimed to be the owner of the 
trade mark ODALISQUE continuously from 1936, when you adopted it, 
up until February 7 of 1946, when you executed these assignment 
documents, Exhibits 6-A, 6-B, and 6-C; is that right? A. Yes. 

XQ73. And you claimed to be the owner of the trade mark and 
of all rights in it all during the year 1946; is that correct? A. That 
is correct. 


It is perfectly clear that Rubin did not sell applicant its business or 
any interest therein. The following statement from opposer’s brief is 
accurate according to the record (References to pages of the record are 
deleted as indicated by asterisks) : 


Applicant’s witnesses admitted that there was no going business 
which was transferred or which could have been transferred to appli- 
cant at the time of the alleged assignment * *. The alleged assignor 
had not sold any perfume for five years prior to the assignment * *. 
There was no transfer of merchandise, materials, inventory, labels or 
anything of a material nature * *. Nothing was transferred in addi- 
tion to the piece of paper purporting to be an assignment * *. 


The examiner-in-Chief, therefore, correctly stated the law in that part 
- of his decision reading, 98 USPQ at 31: 


It is clear from the testimony of the witness Rubin that at the 
time the assignment was executed Rubicon, Inc. was not engaged in 
the perfume business and had not been so engaged since 1941 or 1942. 
The nonuse of the mark by Rubicon, Inc., during the war period may 
not have constituted an abandonment of the mark, nevertheless a mark 
may not be legally transferred to another unless accompanied by the 
transfer of some business with which the mark is shown to have been 
used. Kelly Liquor Co. v. National Brokerage Co., Inc., 26 C.C.P.A. 
[Patents] 1110, 102 F.2d 857, 41 USPQ 311. (Italics supplied by us.) 


From the statement made by counsel for opposer, quoted supra, which 
apparently was accepted by counsel for applicant as evidentiary in charac- 
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ter, it is clear that opposer objected to the use of the mark by applicant 
as early as December 5, 1945, and we find nothing in the record which, 
in our opinion, would justify a finding of laches and acquiescence on the 
part of opposer amounting to an estoppel of opposer’s right to oppose. 

The decision of the Examiner-in-Chief sustaining that of the Examiner 
of Interferences is, therefore, affirmed. 


G. D. SEARLE & CO. v. CHAS. PFIZER & CO., INC. 
No. 34235—Commissioner of Patents—March 29, 1955 


REGISTRATION PROCEDURE—OPPOSITION—-PLEADING AND PRACTICE 

Nothing in opposer’s pleading suggested that it claims distinctiveness of por- 
tion of its registered mark; claim is that applicant’s mark as a whole is confusingly 
similar to opposer’s mark as a whole; marks in such cases must be considered in 
their entirety, since it is the entire mark which creates commercial impression 
even though suffix or prefix may be descriptive, geographical, surname or name 
of product; therefore applicant’s affirmative pleading is improper which alleges 
that suffix has been registered by others, that suffix is incapable of indicating origin, 
and that prefixes of involved marks make greatest impression on minds of prospec- 
tive purchasers; conclusion does not preclude applicant from producing any com- 
petent evidence which tends to show that confusion is unlikely. 

Opposition proceeding by G. D. Searle & Co. v. Chas Pfizer & Co., Inc., 
application Serial no. 655,352, filed October 26, 1953. Opposer petitions 
from denial of Examiner of Interferences to strike paragraph of applicant’s 
answer. Reversed. 


Woodson, Pattishall & Garner, of Chicago, Illinois, and Estabrook & 
Estabrook, of Washington, D.C., for opposer-appellant. 
Connolly & Hutz, of Wilmington, Delaware, for applicant-appellee. 
Leeds, Assistant Commissioner. 
A petition to the Commissioner has been filed for review of the refusal 
of the Examiner of Interferences to grant opposer’s motion to strike para- 
graph 5 of applicant’s answer. 


Opposer has pleaded prior use of its registered trade mark which repre- 
sents a valuable good will; applicant’s mark is confusingly similar to 
opposer’s registered mark and is likely to cause confusion and mistake in 
the mind of the purchasing public and to deceive purchasers as to origin; 
and applicant has made no appreciable use of its mark. 


The substance of the affirmative pleading sought to be stricken is 
that the two final syllables of opposer’s single word mark, which also 
appear as the two final syllables of applicant’s single word mark, are 
“generically descriptive” of ingredients in opposer’s product; a great 
many marks having the same suffix have been registered, twelve of which 
were listed; the suffix is “incapable of indicating origin from a particular 
source and cannot be exclusively appropriated as a trade mark suffix’; 
the prefixes of the involved marks are the portions of the marks which 
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make the greatest impression on the minds of prospective purchasers and 
they are different. 

Opposer contends that the pleading constitutes “a collateral attack 
upon the validity of opposer’s registration and as such may not be con- 
sidered [in] an opposition proceeding.” 

The Examiner of Interferences ruled that the pleading does not consti- 
tute a collateral attack upon the registration, but that it relates to the 
question of distinctiveness of a term common to the marks of the parties, 
and, as such, it may not be wholly irrelevant or immaterial to the issue 
of likelihood of confusion. 

There is nothing in opposer’s pleading which remotely suggests that 
it claims distinctiveness of a portion of its mark, as there was in Rogers 
Peet Co. v. The Black Mfg. Co., 100 USPQ 32, (44TMR576). The claim 
in the present case is that applicant’s mark (as a whole) is confusingly 
similar to opposer’s mark (as a whole). The marks in such cases must 
be considered in their entireties, since it is the entire mark which creates 
the commercial impression, even though the suffix (or prefix) may be 
descriptive, geographical, a surname, or the name of the product. In such 
circumstances as are present here, applicant’s affirmative pleading is 
improper and should be stricken. 

The conclusion reached herein, however, is not to be construed as 
precluding applicant from introducing any competent evidence which 
tends to show that confusion is unlikely. 

The decision of the Examiner of Interferences is reversed, and para- 
graph 5 of applicant’s answer is stricken. 


CIBA PHARMACEUTICAL PRODUCTS, INC. v. 
WYETH INCORPORATED (AMERICAN HOME PRODUCTS 
CORPORATION, assignee, substituted) 


No. 31995—Commissioner of Patents—April 14, 1955 


TRADE-MARK Act orf 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CAMOLOSE for methyl cellulose granules for treatment of constipation is con- 
fusingly similar to CARMETHOSE for preparation for relief of disorders of gastro- 
intestinal tract; factors considered included both products being ethers of cellu- 
lose and medicinal products used for treatment of gastrointestinal tracts, and 
marks both being three syllable words which begin with same letters, end with 
distinctive syllable, and have same intermediate consonant. 

Opposition proceeding by Ciba Pharmaceutical Products, Inc., v. 
Wyeth Incorporated (American Home Products Corporation, assignee, 
substituted), application, Serial No. 619,049 filed September 20, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 

Wenderoth, Lind & Ponak, of Washington, D.C., for opposer-appellee. 


Dudley Browne, of New York, N. Y., for applicant-appellant. 
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Ferperico, Examiner in Chief. 

This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining the opposition to its application to register. 

The application involved, filed Sept. 20, 1951, seeks to register 
CAMOLOSE as a trademark for “methyl cellulose granules for the treatment 
of constipation.” Use since Sept. 5, 1951, is alleged in the application. 

The opposition is based upon prior use and registration by the opposer 
of CARMETHOSE as a trademark for a “preparation for relief of disorders of 
the gastrointestinal tract.” Registration No. 532,156 for this mark issued 
Oct. 17, 1950. 

There is no question of priority, and the only issue involved is whether 
applicant’s mark so resembles the previously used and registered mark of 
the opposer “as to be likely, when applied to the goods of the applicant, 
to cause confusion or mistake or to deceive purchasers.” 

As to the goods involved, both products are ethers of cellulose and 
both are medicinal products used for the treatment of gastrointestinal con- 
ditions, and they are deemed to be so closely related that the use of con- 
fusingly similar marks thereon would be likely to cause confusion. 

The principal question involved is whether the respective marks are 
confusingly similar when used for the closely related goods. The examiner 
held the marks confusingly similar, citing the following cases in which the 
marks indicated were found to be confusingly similar: The Pepsodent Co. 
v. Comfort Mfg. Co., 92 USPQ 601, 23 C.C.P.A. 1224, 83 F.2d 906 
(PEPSODENT and PEARLEDENT used on dentrifices) ; Campbell Products, Inc. 
v. John Wyeth & Bro., 62 USPQ 302 (34 TMR 248) 31 C.C.P.A. 1217, 143 
F.2d 977 (aLuLotion for a lotion for skin diseases and ALUTROPIN for an 
internally administered medicine) ; The Physicians & Hospital Supply Co., 
Inc. v. Bayer-Semesan Co., Inc., 66 USPQ 259 (35 TMR 258) 32 C.C.P.A. 
1228, 150 F.2d 422 (THI0-ziIn for a preparation for treating athlete’s foot 
and THIOSAN for an agricultural fungicide) ; Winthrop Chemical Co., Inc. 
v. Abbott Laboratories, 69 USPQ 412 (36 TMR 173) (pEsoxyn for a 
vitamin preparation and DESYNON for a drug product); Thymo Borine 
Laboratory v. Winthrop Chemical Co., Inc., 69 USPQ 512 (36 TMR 204) 
(THYRACTIN for a thyroid preparation and THY-RIN for an antiseptic mouth 
wash); Schering Corp. v. Penilin, Inc., 77 USPQ 474 (PENAMILIN for a 
bacterial antiseptic and germicide and PENILIN for stomach tablets for 
excess acidity). In support of the examiner’s conclusion it may be said 
that the two marks are quite similar in appearance and sound, they are 
both three syllable words which begin with the same letters, end with the 
same distinctive syllable, and also have the same intermediate consonant; 
neither would have any obvious meaning to the general public and they 
would be relatively difficult to retain accurately in mind. Applicant’s 
arguments have been carefully considered but are not deemed sufficient 
to indicate that the examiner was in error. 

The decision of the Examiner of Interferences is affirmed. 
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CAMEO CURTAINS, INC. v. 
HOUSE BEAUTIFUL CURTAINS, INC. 


No. 32013 — Commissioner of Patents — April 20, 1955 


TRADE-MARK Act oF 1946—RBEGISTRABILITY—DESCRIPTIVE TERMS 
TRADE-MaRK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


SHIR-BACK for window curtains and SHUR-TAPE for same goods are not con- 
fusingly similar. Although both marks have descriptive significance with respect 
to the special construction of the goods for which they are used, likelihood of con- 
fusion of the marks used in their entireties will be avoided, particularly since 
opposer normally uses its trade mark CAMEO in its combination with SHIR-BACK. 
Opposition is dismissed. 


Opposition proceeding by Cameo Curtains, Inc. v. House Beautiful 
Curtains, Inc., application Serial No. 628,484 filed April 22, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Frederick Breitenfeld, of New York, N. Y., for opposer-appellant. 
Mock & Blum, of New York, N. Y., for applicant-appellee. 
FEepERIcO, Examiner in Chief. 


This is an appeal by the opposer, Cameo Curtains, Inc., from the de- 
cision of the Examiner of Interferences dismissing the opposition to an 
application for registration of House Beautiful Curtains, Inc. 


The application involved seeks to register SHUR-TAPE (the word tape 
being disclaimed apart from the mark as shown) as a trade mark for window 
curtains. The application was filed in April 1952 immediately after the 
date of first use alleged, and no testimony has been presented by the 
applicant. 

Opposer is the prior user of SHIR-BACK as a trade mark for window cur- 
tains, which it registered in 1949 under the provisions of section 2(f) of 
the Trade-Mark Act, Registration No. 509,239. 

The only question involved is whether the use of applicant’s mark on 
its goods would be likely to cause confusion or mistake or deceive pur- 
chasers, in view of opposer’s prior used and registered mark. 

The curtains sold by opposer, with which the mark cAMEo is also used, 
are of a special construction, being provided diagonally through each panel 
with a tape which when pulled causes the curtains to be shirred back and 
thus draped as desired. This shirring is featured in opposer’s advertising 
and the descriptive significance of the mark cannot be doubted. It may 
properly be inferred that applicant’s curtains are of a similar type. 

With respect to the marks the examiner held that, when viewed in their 
entireties, the nature of and differences between the two marks are such 
that there would be no reasonable likelihood of confusion or mistake or 
deception of purchasers as to the origin of the goods. 

Opposer’s mark, despite the hyphen, is composed of two words which 
have common meanings and which have a descriptive significance in con- 
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nection with the particular goods. Applicant’s mark is likewise composed 
of two words, and the main point of similarity is the similarity of the first 
components of each mark. While applicant argues that sHuR is merely a 
phonetic misspelling of the word “sure” and would be so pronounced, it is 
likely, as pointed out by the examiner, that it would be frequently pro- 
nounced the same as SHUR, and these two parts of the respective marks must 
be taken as practically the same. Nevertheless, the fact that the word has 
a readily apparent descriptive significance with respect to the particular 
goods is believed to avoid the possibility that there would be likelihood of 
confusion of the marks in their entireties. See the following cases in which 
the indicated marks were held not confusingly similar: B. W. Harris Mfg. 
Co., Inc. v. Werber Sportswear Co., 86 USPQ 408 (40 TMR 790), 183 
F.2d 105, 37 C.C.P.A. 1242 (zeroLAND and ZERO KING, for cold weather cloth- 
ing); Sears, Roebuck and Co. v. Baird, 87 USPQ 329 (40 TMR 708), 
(COLDBLAST and coupspoT, for refrigerators); Goodall-Sanford, Inc. v. 
Rutger Fabrics Corp., 75 USPQ 277 (KoOOLTONE and KOOLARIZED, for 
fabrics) ; Miles Laboratories, Inc. v. Foley & Co., 63 USPQ 64, 144 F2d. 
888, 32 C.C.P.A. 714 (34 TMR 335) (vrraMILEs and viITABUILD, for vitamin 
preparations). 

Opposer urges that its use of the slogan JUST PULL THE TAPE FOR A 
PERFECT DRAPE in connection with its mark here involved would enhance 
the likelihood of confusion between applicant’s mark and the latter. This 
is considered doubtful; it is far more likely that opposer’s use of the trade 
mark CAMEO in combination with sHIR-BACK (all the exhibits of advertise- 
ments and labels show CAMEO SHIR-BACK CURTAINS and similar combinations) 
would tend to avoid any likelihood of confusion if there were any. 


The decision of the Examiner of Interferences is affirmed. 


B. B. PEN COMPANY, INC. v. BROWN & BIGELOW 
No. 28533 — Commissioner of Patents — April 21, 1955 


TRADE-MARK AcT or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Application to register B & B for ball point pens, pencils, letter openers, 
blotters, ete. is opposed by BB Pen Co., Inc. alleging use of BB for ball point 
pens. Record shows that applicant’s use of B & B is not trademark use, as it is 
merely abbreviation of trade name which is used always inconspicuously in conjunc- 
tion with its registered trademarks for ball point pens, and that there is no 
recognition of its significance as a trademark. Since both marks are identical 
and since opposer’s prior use is established, applicant is not entitled to registration. 
Use of a recognizable trademark upon an article may very well emphasize the 
absence of trademark significance of other notations used on same article when 
latter is doubtful. 


CourRTS—FINDINGS 


Result of Court’s decision in opposer’s prior suit against applicant is that 
opposer is free to continue its normal business of selling his goods with mark BB 
regardless of any rights which applicant may have and hence applicant is not 
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entitled to registration since the registration would be inconsistent with opposer’s 
right to use established by suit. 


Opposition proceeding by B B Pen Company, Inc. v. Brown & Bigelow, 
application Serial No. 560,180, filed June 25, 1948. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Affirmed. 
Lyon & Lyon, of Los Angeles, California for opposer-appellee. 

Howard L. Fischer, of Minneapolis, Minnesota for applicant-appellant. 
FEpERIcO, Examiner in Chief. 

This is an appeal by the applicant Brown & Bigelow from the decision 
of the Examiner of Interferences sustaining an opposition to its application 
to register a trade mark. 

The application involved seeks to register B & B as a trade mark for 
ball point pens, pencils, letter openers, blotters, telephone indexes and desk 
calendar. The application was filed on June 25, 1948, and used since June 
1903 is alleged. 

The opposition is based upon allegations of prior use and ownership 
by the opposer, B B Pen Co., Inc. of B B as a trade mark for ball point 
pens. 

There is no dispute as to the similarity of the marks and, as stated by 
the examiner, it seems clear that the contemporaneous use of the substan- 
tially identical symbols here involved as trade marks for the specified goods, 
and particularly for the same item of ball point pens, would be likely to 
cause confusion in trade. 

The record shows that the opposer has used B B as a trade mark for 
ball point pens since January of 1947, and the question considered by the 
examiner was the nature of applicant’s use of B & B prior to that date. The 
examiner held that appellant’s prior use of B & B was not use as a trade 
mark, but rather constituted use as a trade name, and sustained the oppo- 
sition “regardless of any rights the applicant might possess as against the 
opposer by reason of applicant’s use of the symbol B & B as a trade name.” 
The question raised by the parties in this appeal relate to the nature of 
Brown & Bigelow’s prior use of B & B. 

Before discussing this question, something must first be said concerning 
a suit between the parties. On May 19, 1948, opposer herein filed suit for 
a declaratory judgment relating to its use of B B, against the applicant 
herein, in the United States District Court for the District of Minnesota 
(Civil Action No. 1523), this suit following notices of infringement writ- 
ten by applicant. Brown & Bigelow counterclaimed for infringement. The 
District Court found that there was no infringement, 92 F.Supp. 272, 87 
USPQ 147, which decision was affirmed on appeal by the Court of Appeals 
for the Eight Circuit, 191 F.2d 939, 91 USPQ 171, and certiorari to the 
Supreme Court was refused, 343 U.S. 920, 93 USPQ 535. This opposition 
proceeding, which had meanwhile been instituted in the Patent Office, was 
suspended, on stipulation of the parties, pending the final determination 
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of the civil action. Following the conclusion of the civil action, proceed- 
ings in the Patent Office were resumed, and the parties thereafter stipulated 
that the record and exhibits in the Court of Appeals be used as the 
testimony in this case. 

Applicant in its brief questions the correctness of the decision of the 
District Court and of the Court of Appeals and urges that the Patent 
Office is not bound by these decisions. Whether or not the Patent Office 
is bound by these decisions, applicant can hardly expect to use the Patent 
Office as a court of appeals sitting in review, on the same record, over 
the United States Court of Appeals for the Eight Circuit. 

Brown & Bigelow has been in the advertising business for some fifty 
years. In connection with this business, applicant for many years has 
sold to its customers a variety of novelty products such as letter openers, 
knives, blotters, calendars, combination mechanical pencils and cigarette 
lighters, combination mechanical pencil and knives, desk pad holders, 
mechanical pencils, pens, ball point pens, and the like. These items are 
not sold to the general public or to dealers who sell them to the general 
public, but are sold to business customers, institutions and the like to be 
distributed by them as gifts for the purpose of advertising their own 
particular businesses or institutions. The items are imprinted to carry 
the advertisement or name of the customer. In the case of pens, mechanical 
pencils and cigarette lighters the items have had displayed thereon the 
mark REDIPEN, REDIPOINT and REDILITE, respectively, for which marks the 
applicant has obtained registrations. The record shows that applicant’s 
goods have had imprinted thereon such notations as B & B ST. PAUL, MINN., 
B & B ST. PAUL, USA, B & B ST. PAUL, and B & B 8ST. PAUL, MINN., U.S.A., which 
notations frequently have been associated with patent or copyright notices. 
The examiner held that it has not been made to appear that the applicant, 
prior to January of 1947, ever used B & B alone or in any relation upon its 
goods other than as a component part of such notations; and it is upon 
its use B & B in such fashion that the applicant bases its claim of prior use 
thereof as a trade mark. The record further shows, however, that the 
symbol B & B in the combinations used, appears on applicant’s goods only 
in lettering of the same size and style as the other wording contained in 
the notations B & B ST. PAUL, MINN., and the like, and in the patent or copy- 
right notices with which these notations are sometimes associated; and 
that such notations and notices are customarily displayed in more or less 
obscure, and in some instances concealed, places on the applicant’s goods, 
and in very small print which at times is scarcely visible to the naked eye. 
The examiner held that under these circumstances (which conform to the 
testimony of the assistant to the president of applicant to the effect that 
the applicant has used the symbol B & B on its goods as an abbreviation for 
and in the place of its full trade name, Brown & Bigelow) the applicant’s 
prior use of B & B constituted use thereof as a trade name rather than as a 
trade mark, and sustained the opposition. 
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Applicant urges that the examiner ignored its exhibits 27, as well as 
25 and 23, in holding that it had failed to show use of B & B other than in 
the combinations mentioned. Exhibit 27 is a mechanical pencil which, by 
the exercise of some imagination, may be said to have two small B’s back 
to back, on the upper end of the clip. However, this pencil was made about 
1919 and the witness identifying the exhibit indicated that such pencils 
were only made for a few years, and had not been made for nearly thirty 
years. Exhibit 25 is a penholder made in about 1921 for a bank; the 
letters are not found alone, but in any event the record does not show how 
long it was manufactured. Exhibit 23 is a collection of three mailing cards 
used by a representative in 1941; B & B cannot be found on two of these 
unless smudges on the poor reproductions in the record are intended to be 
these letters, and the third, on which the letters are discernible, could 
hardly be considered a trade mark use. 

Applicant also urges that the examiner erred in holding that the marks 
on applicant’s goods were displayed in inconspicuous and concealed places 
and at times in small print scarcely visible to the naked eye. While it is 
true that some of applicant’s articles are such that a trade mark placed 
thereon would be necessarily small, the exhibits speak for themselves and 
the notations which include B & B are not believed to be such as would be 
taken as indicating a trade mark. 

In connection with the use of its mark REDIPOINT, REDIPEN and REDILITE 
on pencils, pens and lighters, applicant argues that two trade marks may 
validly be used on the same article, quoting Layton Pure Food Co. v. 
Church & Dwight Co., 182 F. 24, 28, to the effect that “The fact that the 
owner of a trade mark uses in association with it accessory symbols or 
words does not deprive him of the right to it.” However, it would hardly 
do to call the trade mark Redipen used by applicant on its pens an “accessory 
symbol” to the inconspicuous abbreviation of its trade name hidden else- 
where. The use of a recognizable trade mark upon an article may very 
well emphasize the absence of trade mark significance of other notations 
used on the same article when the latter is doubtful. 

I am in agreement with the examiner that applicant has not shown 
- prior use of B & B as a trade mark, but this holding is not based solely upon 
the manner of use as shown by the exhibits but also takes into consideration 
the absence of any showing of recognition by the public. Surely if B & B 
had any substantial significance as a trade mark for applicant’s goods, some 
evidence from others would have been forthcoming to show it. 

I do not find in the memorandum opinion of the District Court, or in 
the findings of fact and conclusions of law, any positive and specific holding 
that B & B is a trade mark belonging to applicant, even though in its counter- 
claim the court was requested to declare that applicant “is the owner of 
the trade mark B & B as applied to * * * writing instruments.” The Court 
of Appeais stated, 91 USPQ at 173, “In the view we take of the case it is 
unnecessary to decide whether defendant has actually made a trade mark 
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use of B. & B. ST. PAUL U\S.A., OF B. & B. ST. PAUL, MINN., or B. & B. ST. PAUL, 
or B&B.” Hence the decision of the court is taken as leaving this matter 
open. 

What was decided in the suit is simply expressed in findings of fact 
no. 19: 


“Plaintiff [opposer] and defendant [applicant] are dealing with 
different classes of trade, and hence there is little likelihood of pur- 
chasers who exercise ordinary care being confused to such an extent 
as to purchase plaintiff’s ball point pen, believing it to be an article of 
the defendant.” 


Opposer’s business is the ordinary one of selling to stores who sell to 
the general public, while applicant is concerned with business customers 
and others who purchase novelties to give away to their customers to 
advertise their own business (a small amount of sales to the publie which 
occurred at one time was ignored by the court, perhaps as being de minimis, 
also a small amount of sales by opposer similar in character to applicant’s 
sales was ignored). The result of the court’s decision is that opposer is 
free to continue its normal business of selling to retailers and the general 
public ball point pens with the mark B B, regardless of any rights which 
applicant may have or claim to have. This is sufficient in itself to establish 
that applicant is not entitled to the registration for which it has made 
application, since the registration would be inconsistent with the opposer’s 
right to use established by the suit. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 


EX PARTE SOCIETE FROMAGERIES BEL 
Commissioner of Patents—May 27, 1955 


TRADE-MARK Act OF 1946—REGISTRABILITY—IN GENERAL 

Article 2 of International Convention for Protection of Industrial Property 
provides that nationals of countries which have ratified Convention may, upon com- 
pliance with requirements of Act of 1946, register their trademarks in the United 
States in the same manner and with same legal effect as United States nationals, 
even though no domicile or commercial establishment is maintained in the United 
States. 

Owner of trademark used in commerce which Congress may regulate may, irre- 
spective of citizenship, proceed in same manner or effect as American citizens, 
subject only to requirement of designation of representative residing in United 
States. It was intent of Congress to enact Act of 1946 so that it was entirely 
consistent with provisions of International Convention for Protection of Industrial 
Property. 

TRADE-MArRK Act or 1946—REGISTRABILITY—IN GENERAL 
TRADE-MarK Act or 1946—SeEcTION 44(c) 

Only effect of Section 44(c) of Act of 1946 is that if an applicant does not 
allege use in commerce, a registration will not be issued by United States Patent 
Office until mark has been registered in country of origin of applicant. 


TRADE-MARK ACT or 1946—REGISTRABILITY—IN GENERAL 
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TRADE-MARK AcT oF 1946—SEcTION 44(e) 

Only effect of first sentence of Section 44(e) of Act of 1946 is to incorporate 
on behalf of applicant’s relying through their foreign registrations under Article 6 
of International Convention for Protection of Industrial Property same standards 
for registrability on Principal Register as are established for registration of marks 
used in commerce, i.e., coined and fabricated marks, marks comprising arbitrary 
use of ordinary words, fanciful designs and secondary meaning marks; effect of 
second sentence is to implement Article 4D(3) of Convention. 

TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
TRADE-MARK ACT oF 1946—SEcTION 44(f) 

Effect of Section 44(f) of Act of 1946 is to say that even if mark does not 
conform to United States internal law, registration is independent, and duration, 
validity and transfer of registration shall be determined in accordance with inter- 
nal law. 

TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 

Article 6 of International Convention for Protection of Industrial Property, 
reduced to its simplest form, means that when registration of mark has issued 
in applicant’s home country in accordance with law of that country, United States 
Patent Office will upon receipt of necessary papers accept foreign registration at 
face value and issue United States registration, unless mark infringes rights previ- 
ously acquired by another, or has no distinctive character, or is contrary to morality 
or public order. 


Application for trademark registration by Societe Fromageries Bel, 
application Serial No. 638,446, filed November 21, 1952. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 


Michael 8. Striker, of New York, N. Y., for applicant. 
Before Crocker and Leeds, Assistant Commissioners, and McCann, Exam- 
iner in Chief. 


Application was filed on November 21, 1952 to register a mark com- 
prising an illustration of the head of a laughing cow and the words 
THE MERRY COW with the following translations:’ LA VACA ALEGRE, A VACA 


ALEGRE, LA MUCCA ALLEGRA, DIE FROEHLICHE KUH and LA VACHE JOYEUSE, for 
butter, cheese, animal and vegetable edible grease, animal and vegetable 


edible oil, vinegar, salt, pickles, yeast, and water ice. The application recites 
ownership of French Registration No. 421,923, dated August 12, 1952,? 
but it does not recite use of the mark.® 


The Examiner of Trade Marks has refused registration on the ground 
’ that the applicant has not used the mark, holding that there is nothing in 
the statute or the Rules of Practice which excuses a foreign applicant from 
alleging that the mark sought to be registered is in use, relying upon Ez 
parte British Insulated Callender’s Cables Limited, 83 USPQ 319 (39 
TMR 1057) (Com’r., 1949). Applicant has appealed. 


1. The languages are Spanish, Portuguese, Italian, German and French, respec- 
tively. 

2. It is noted that the French registration date is the date the French application 
was filed. 

3. The benefits of the rights of priority are claimed in accordance with Articles 4 
and 6F of the International Convention for the Protection of Industrial Property, 
but the matter of priority is not in issue. 
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It is necessary to analyze the Convention provisions, the statutory 
provisions and the case law to determine the correctness of the examiner’s 
refusal to register. 

The International Convention, insofar as it relates to registration of 
trade marks, contains two basic principles. 

The first principle is enunciated in Article 2 of the Convention, and 
insofar as we are concerned here, it states: 

“(1) Nationals of each of the countries of the Union, as regards 
the protection of industrial property, enjoy the advantages that their 
respective laws now grant, or may hereafter grant, to their own na- 
tionals, without any prejudice to the rights specially provided for by 
the present convention. Consequently they shall have the same pro- 
tection as the latter, and the same legal remedy against any infringe- 
ment of their rights, provided they observe the conditions and formali- 
ties imposed upon nationals. (Emphasis added) 

“(2) Nevertheless, no condition as to the possession of a domicile 
or establishment in the country where protection is claimed can be 
required of those who enjoy the benefits of the Union for the enjoy- 
ment of any industrial property rights.” 


Simply stated, Article 2 provides, in effect, that nationals of the 
countries which have ratified the Convention* may, upon compliance with 
the requirements of the Trade Mark Act of 1946, register their trade marks 
in the United States in the same manner and with the same legal effect 
as United States nationals, even though no domicile or commercial estab- 
lishment is maintained in the United States. 

France and the United States have ratified the original Convention 
and each of the subsequent revisions.° Under this principle of the Con- 
vention, there is no doubt that French nationals stand on an equal footing 
with United States citizens in seeking registration of trade marks used 
in commerce which may lawfully be regulated by Congress. 

It is noted that the United States statute, however, is not limited by its 
language to nationals of those countries which have ratified the Conven- 
tion. It provides that the owner of a trade mark used in such commerce 
may register it— 

A. By filing in the Patent Office: 


(1) A written application in such form as may be prescribed by 
the Commissioner of Patents, verified by the applicant or a member 
or officer of the applicant firm, corporation or association ; 


4. Australia (Papua, New Guinea, Norfolk Islands and Nauru), Austria, Bel- 
gium, Brazil, Bulgaria, Canada, Cuba, Czechoslovakia, Denmark (Faroe Islands) Do- 
minican Republic, Finland, France (Algeria, Colonies), Germany, Great Britain (Ceylon, 
Singapore, Tanganyika, Trinidad and Tobago), Greece, Hungary, Ireland, Israel, Italy 
(Eritrea, Libya), Japan, Lebanon, Liechtenstein, Luxembourg, Mexico, Morocco (French 
Zone), Netherlands (Netherlands Indies, Surinam and Curacao), New Zealand (Western 
Samoa), Norway, Poland, Portugal (Azores and Madeira), Roumania, Spain (Spanish 
Morocco, Colonies), Sweden, Switzerland, Syria, Tangier Zone, Tunis, Turkey, Union of 
South Africa, United States, Yugoslavia. 

5. Original Convention dated March 20, 1883; revised at Brussels December 14, 
1900; revised at Washington June 2, 1911; revised at The Hague November 6, 1925; 
and revised at London June 2, 1934. 
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(2) A drawing of the mark; 


(3) Such number of specimens or facsimiles showing the mark 
as actually used as may be required by the Commissioner ; 


B. By paying into the Patent Office the fee of $25.00; and 

C. By complying with such rules or regulations, not inconsistent 
with law, as may be prescribed by the Commissioner. 
The written application must specify: 

(1) The applicant’s domicile or citizenship ; 

(2) The date of applicant’s first use of the mark; 

(3) The date of applicant’s first use of the mark in commerce which 
may lawfully be regulated by Congress; 

(4) The goods on or in connection with which the mark is used; 

(5) The mode or manner in which the mark is used in connection 
with the goods; and 

(6) Use of the mark by applicant at the time of executing the 
application. 


The verification, executed by a person authorized to sign for the 
applicant, must state that applicant is believed to be the owner of the 
mark and that no other person, firm, corporation or association, to the best 
of affiant’s knowledge and belief, has the right to use the mark in com- 
merce either in the identical form or in such near resemblance thereto as 
might be calculated to deceive (except that if any other identified person 
is entitled to use the mark as a result of lawful concurrent use, such 
concurrent use must be specified). 

An applicant not domiciled in the United States is required to desig- 
nate a person resident in the United States as its representative for 
receiving notices or process affecting the mark, in accordance with the 
reservation set forth in Article 2(3) of the Convention. 

It seems abundantly clear from the statutory provisions that the owner 
of a trade mark used in commerce which the United States Congress may 
lawfully regulate may, irrespective of his nationality or citizenship, pro- 
ceed in the same manner and with the same effect as our own citizens, 
subject only to the requirement for the designation of a representative 
resident in the United States. 

The present application, however, is not based upon applicant’s alleged 
use in commerce. We must turn, therefore, to the second basic principle 
enunciated in the Convention. It appears in Article 6, and the pertinent 
provisions are as follows: 

“A. Every trade mark duly registered in the country of origin 
shall be admitted for registration and protected in the form originally 
registered in the other countries of the Union under the reservations 
indicated below. These countries can demand, before proceeding to a 
final registration, the production of a certificate of registration in the 
country of origin issued by the competent authority. No legalization 
shall be required for this certificate. 

“B. (1) Nevertheless, the following marks may be refused or 
canceled : 
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“1° Those which are of such a nature as to infringe upon rights 
acquired by third parties in the country where protection is applied 
for. 


“2° Those which have no distinctive character, or which consist 
exclusively of signs or indications which serve in trade to designate 
the kind, quality, quantity, destination, value, place of origin of the 
products, or time of production, or which have become customary in 
the current language, or in the bona fide and unquestioned usage of 
the trade in the country in which protection is sought. In arriving at 
a decision as to the distinctiveness of the character of a mark, all the 
circumstances of the case must be taken into account, and in particular 
the length of time that such a mark has been in use. 


“3° Those which are contrary to morality or public order, espe- 
cially those which are of a nature to deceive the public. It is to be 
understood that a mark cannot be considered as contrary to public 
order for the sole reason that it does not conform to some legislative 
requirement concerning trade marks, except in circumstances where 
this requirement itself concerns public order. 


(2) * * & 

“©. The following shall be deemed the country of origin: 

The country where the applicant has an actual and genuine in- 
dustrial establishment; and, if he has not such an establishment, the 
country of the Union where he has his domicile; and, if he has not a 
domicile in the Union, the country of his nationality in the case where 
he is under the jurisdiction of a country of the Union. 

“T). When a trade mark shall have been duly registered in the 
country of origin, then in one or more of the other countries of the 
Union, each one of these national marks shall be considered, from the 
date on which it shall have been registered, as independent of the 
mark in the country of origin, provided it conforms to the internal 
law of the country of importation.” 

E. * *# @ 


FE. * ® #» 


It is well established under our Constitution and law that when the 
provisions of a treaty (or convention) are self-executing or self-operating, 
they become the law of the land, and no special legislation is required to 
make them effective. 

In Ez parte Dorin, Inc., 102 USPQ 316, 318 (45 TMR 81) (Com’r., 
1954), it was stated : 


“Since both Acts of Congress and treaties are placed on an equal 
footing, and no superior efficacy is given to one over the other, when 
the two relate to the same subject matter, the courts will endeavor to 
construe them so as to give effect to both, if that can be done without 
violating the language of either; but if the two are inconsistent, the 
one last in date will control, provided the provisions of the treaty are 


self-executing.” (Cited cases) 


Since the statute is later in date than the Convention, we must deter- 
mine whether or not there are inconsistencies which will preclude a con- 
struction to give effect to both. 
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The House and Senate Committee Reports* accompanying House Reso- 
lution 1654, which became the Trade Mark Act of 1946, stated in part: 

“Industrialists in this country have been seriously handicapped 
in securing protection in foreign countries due to our failure to carry 
out, by statute, our international obligations. There has been no serious 
attempt fully to secure to nationals of countries signatory to the con- 
ventions their trade mark rights in this country and to protect them 
against the wrongs for which protection has been guaranteed by the 
conventions. Naturally under such circumstances foreign governments 
do not always give to citizens of the United States their convention 
rights. To remedy this discreditable situation is merely an act of 
international good faith.” 

* * * * * 


“The bill attempts to accomplish these various things: 

** * 2. To carry out by statute our international commitments 
to the end that American traders in foreign countries may secure the 
protection to their marks to which they are entitled. * * *” 
Turning to the Trade Mark Act of 1946, we find that Section 45 

includes: 

“The intent of this Act is * * * to provide rights and remedies 
stipulated by treaties and conventions respecting trade marks, trade 
names, and unfair competition entered into between the United States 
and foreign nations.” 

Thus, it is clearly apparent from the Committee Reports and from 
the statute itself that it was the intent of Congress to enact a law entirely 
consonant with the Convention provisions. 

Section 44(b) of the statute, so far as we are concerned here, pro- 
vides that persons who are nationals of, domiciled in, or have a bona fide 
and effective commercial establishment in any foreign country which is a 
party to the International Convention shall be entitled to the benefits and 
subject to the provisions of the Act to the extent and under the conditions 
essential to give effect to such Convention. 

Section 44(c) states: 

“No registration of a mark in the United States by a person de- 
scribed in paragraph (b) of this section shall be granted until such 
mark has been registered in the country of origin of applicant, unless 
the applicant alleges use in commerce.” 

The effect of this section, and its only effect, is that if an applicant 
does not allege use in commerce, a registration will not be issued by the 
United States Patent Office until the mark has been registered in the coun- 
try of origin of the applicant. (“Country of origin” is defined in substan- 
tially the language of Article 6C of the Convention.) This section is 
consistent with Article 6A, second sentence. 

Section 44(d) implements by “internal legislation” the priority pro- 
visions of Articles 4B, and 4D of the Convention. This section restates in 


6. House Report No. 219, 79th Cong., Ist Sess.; Senate Report No. 1333, 79th 
Cung., lst Sess. 
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paragraph (1) the priority period of six months from the filing date in 
the country of origin, which was unnecessary but consistent with Article 
4C(1). 

Paragraph (2) requires that the application conform as nearly as 
practicable to the requirements of the Act, except that use in commerce 
need not be alleged. The paragraph is directed to formalities and not to 
substance, and is not inconsistent with the Convention. 

Paragraph (3) is consistent with and implements the last sentence of 
Article 4B and preserves the rights acquired by third parties prior to the 
filing date in the country of origin. 

Paragraph (4) is merely a limitation upon the right to sue for acts 
committed before the date of registration in the United States, unless the 
registration is based upon use in commerce. The paragraph is not incon- 
sistent with any provision of the Convention. 


Section 44(e) states: 


“A mark duly registered in the country of origin of the foreign 
applicant may be registered on the Principal Register, if eligible, other- 
wise on the Supplemental Register herein provided. The application 
therefor shall be accompanied by a certified copy of the application 
for or registration in the country of origin.” 


The effect of the first sentence, and its only effect is to incorporate on 
behalf of applicants relying upon their foreign registrations under Article 
6 of the Convention, the same standards for registrability on the principal 
register as are established for the registration of marks used in commerce, 
i.e., coined and fabricated marks, marks comprising the arbitrary use of 
ordinary words, fanciful designs and symbols, and secondary meaning 
marks. It is not in any manner inconsistent with any provision of the 
Convention. The effect of the second sentence is to implement Article 
4D(3) of the Convention and is not inconsistent therewith. 

Section 44(f) states: 

“The registration of a mark under the provisions of paragraphs 

(ce), (d), and (e) of this section by a person described in paragraph 

(b) shall be independent of the registration in the country of origin 

and the duration, validity, or transfer in the United States of such 

registration shall be governed by the provisions of this Act.” 


This section is not inconsistent with Article 6D of the Convention which 
provides that after a trade mark has been duly registered in the country 
of origin, then in one or more countries of the Union, these “national 
marks” shall be independent of the mark in the country of origin, provided 
the mark conforms to the internal law of the other countries where regis- 
tered. The statute states that the registration shall be independent of the 
registration in the country of origin, and duration, validity and transfer 
in the United States of such registration shall be governed by the statute.’ 


7. It is noted that the provision of the statute conforms generally to the proposal 
of the United States delegation at the Revision Conference in London in 1934. See 
footnotes 11 and 12, Ez parte Dorin, Inc., 102 USPQ 316, at pp. 319, 320, (45 TMR 81). 
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There is no inconsistency, but the statute is somewhat broader than the 
Convention. 

The effect of the statutory language is to say that even if the mark 
does not conform to the internal law of the United States, the registration 
is independent, and the duration, validity and transfer of the registration 
shall be determined in accordance with our “internal” law. In other words, 
the registration issues for twenty years; the registrant must file the affi- 
davit of use during the sixth year after registration as required by Section 
8; the registrant must allege use in commerce if renewal is sought; and the 
validity of the registration and any assignment of it is measured in the 
same way as if it were a registration based upon use in commerce. 

From the foregoing, it is apparent that there are no inconsistencies 
between the Convention and the statute, so the only matter left for con- 
sideration is the interpretation of Article 6A and 6B. It is well estab- 
lished that a treaty or convention should be liberally construed. As the 
Supreme Court said in Bacardi Corporation v. Domenech, 47 USPQ 350 
(31 TMR 2) (1940): 

“According to the accepted canon, we should construe the treaty 
liberally to give effect to the purpose which animates it. Even where 

a provision of a treaty fairly admits of two constructions, one restrict- 

ing, the other enlarging rights which may be claimed under it, the 

more liberal interpretation is to be preferred. Jordan v. Tashiro, 


278 U.S. 123, 127; Nielsen v. Johnson, supra; Factor v. Lauben- 
heimer, 290 U.S. 276, 293, 294.” 


Article 2 clearly gives to nationals of the other countries of the Union 
the same rights and remedies that are extended to nationals of the United 
States; but that provision does not exhaust the rights given by the Con- 
vention. These rights are extended by the provisions of Article 6 which 
states: 


“Every trade mark duly registered in the country of origin shall 
be admitted for registration and protected in the form originally 
registered in the other countries of the Union under the reservations 
indicated below. * * *” 


The “reservations” are that registration may be refused or canceled if: 


(1) The mark infringes rights acquired in the United States 
by third parties® ; 

(2) The mark has no distinctive character®; and “distinctive- 
ness” is to be determined by all the circumstances of the case’®; or 

(3) The mark is contrary to morality or public order, especially 
if it is deceptive’. (A mark cannot be considered as contrary to pub- 
lic order, however, for the sole reason that it does not conform to some 
legislative requirement concerning trade marks, except where the 
requirement itself concerns public order). 


8. Section 2(d) of the Act of 1946. 
9. Section 2(e) of the Act of 1946. 
10. Section 2(f) of the Act of 1946. 
11. Sections 2(a), (b) and (c) of the Act of 1946. 
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The earliest decision found which refers to Article 6 is Rossmann v. 
Garnier, 211 F. 401 (4 TMR 183) (C.A. 8, 1914), in which Judge Van 
Valkenburgh stated in a specially concurring opinion: 

“This may be said, however, that if the appellee could and did 
obtain French trade marks, as she swears she did in her affidavit for 
registration, then under Article 6 of the treaty for the protection 
of industrial property of March 20, 1883 (25 Stat. 1376), to which 
both France and the United States were parties, she would be en- 
titled to protection in this country, whether or not we would have 
allowed such a mark as an original proposition under our laws.” 
In interpreting a similar provision in the General Inter-American 

Convention, the Supreme Court in the Bacardi case cited above held: 

“Tf duly registered or legally protected in one of the Contract- 
ing States, the mark is to be admitted to registration or deposit and 
is to be legally protected in the other Contracting States.” 

In his refusal to register, the Examiner of Trade Marks has not found 
that this applicant’s mark infringes any rights acquired by another, or 
that it has no distinctive character, or that it is contrary to morality or 
public order. He has merely held that “a mark which has not been 
used is not a trade mark and therefore cannot under any circumstances 
qualify for registration * * *.” This is a correct statement of the law 
when the application to register is based on use in commerce, but it is 
not the test to be applied when an applicant relies upon his “home” 
registration. The test in the latter case is that set forth in the Conven- 
tion itself. Paraphrasing and quoting the words of the Supreme Court 
in Bacardi Corp. v. Domenech, above: To hold that the United States can 
escape the obligations of the Convention and deny registration by the 
simple device of applying the use test would “make a mockery of the 
treaty.” Such a holding would have the result of nullifying, for all prac- 
tical purposes, the intent and underlying principle enunciated in Article 
6 of the treaty; it would deprive nationals of many of the countries of 
the Union of its benefits; it would impose upon such nationals the burden 
of conforming to a requirement of our internal law, contrary to the 
obvious endeavor to reconcile by the Convention conflicting juridical prin- 
ciples’?; and it would perpetuate the “discreditable situation” referred 
to by the Congressional Committees in their reports on the bill which 
became the Trade Mark Act of 1946. 

Reduced to its simplest form, Article 6 merely means that when a 
registration of a mark has issued in an applicant’s home country (“country 
of origin”) in accordance with the law of that country, the United States 
Patent Office will, upon receipt of a properly executed application, a 
copy of the home registration, a drawing of the mark, and the filing fee, 
accept the foreign registration at face value and issue a registration in 
the United States, unless the mark infringes rights previously acquired 


12. It is noted that Article 5(c¢) (1) pereee registration without use even 
in those countries where use is “compulsory. 
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by another, or it has no distinctive character, or is contrary to morality or 
public order. And this is true even though, as Judge Van Valkenburgh 
said, “we would not have allowed such a mark as an original proposition 
under our law.” 

In Ex parte Dorin, Inc., cited above, it was held that Article 6D of 
the Convention was self-executing and became, upon ratification, a part 
of our law. On the same reasoning as is set forth there, the other provi- 
sions of Article 6, with the exception of the second sentence of Article 
6A, are here held to have become, upon ratification, a part of our law, and 
no special legislation was required to make them effective. 

This applicant has complied with the formalities of submitting a 
properly executed application, a copy of its French registration, a draw- 
ing of the registered mark and the fee, so the mark should be published 
in accordance with Section 12(a). ' 

The decision of the Examiner of Trade Marks is reversed; and inso- 
far as the conclusions reached here are inconsistent with those reached in 
Ex parte British Insulated Callender’s Cable, Ltd., cited above, the prior 
decision is overruled. 


EX PARTE E. LENZ, INC. 


Commissioner of Patents—June 9, 1955 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—IN GENERAL 

One who merely sells a manufacturer’s goods bearing manufacturer’s mark 
does not acquire rights in mark; such a person may not register mark which his 
supplier has adopted and used to identify his goods. 

Neither Article 9 of International Convention of 1883, nor Section 42 of 
Trademark Act of 1946 nor Section 526 of Tariff Act of 1930 was intended to 
permit person other than owner of trademark to register it and deposit it for 
purpose of preventing importation by others of foreign goods bearing manufac- 
turer’s mark; registration was designed to protect a trademark owner-registrant 
from infringement of his mark and from unfair competition; if American sales 
agent has contractual relationship with foreign manufacturer for exclusive dis- 
tribution of latter’s goods in United States, enforcement of contract lies elsewhere 
than in Trademark Act and Tariff Act. 


Application for trademark registration by HZ. Leitz, Inc., application 
Serial No. 599,299, filed June 6, 1950. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 
See also 43 TMR 405. 
Delavan P. Smith, of New York, N. Y., for applicant. 
Leeps, Assistant Commissioner. 


Application has been filed to register the names E. LEITZ and WETZLAR 
displayed within a design. Applicant is an American importer and dis- 
tributor of photographic appliances and supplies manufactured in 
Germany ; and registration is sought for “merchandise, goods and products 
manufactured by Ernst Leitz Optische Werke also known as Ernst Leitz, 
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G.m.b.H. and E. Leitz, G.m.b.H., its successors and assigns having as its 
present principal place of business Wetzlar, Germany * * *.” The Examiner 
of Trade Marks refused registration on the ground that applicant was 
not the owner of the mark sought to be registered. Applicant has appealed. - 

The statute provides that “the owner of a trade mark used in com- 
merce may register his trade mark * * *.” By statutory definition a trade 
mark is “any word, name, symbol or device or any combination thereof 
adopted and used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured or sold by others.” (Emphasis 
added). There is nothing in the statute which remotely suggests that one 
who merely sells a manufacturer’s good bearing the manufacturer’s mark 
acquires any rights in the mark; nor is there anything in the statute which 
suggests that such a person may register a mark which his supplier has 
adopted and used to identify his goods. 

In Mackie-Lovejoy Mfg. Co. v. Birnbaum, 102 USPQ 38, 39 (44 TMR 
1253) (Com’r., 1954), it was stated: 

“An importer of trade marked articles does not acquire rights in 
the trade mark used by a foreign manufacturer to identify its goods 
merely by importing the articles and selling them in this country ; * * *.” 
In Rimmel, Inc. v. Nelson, 102 USPQ 258, 259 (44 TMR 1248) (Com’r., 

1954), it was stated: 

“Tt is not seen how this opposer [an importer] acquires rights 
in the trade mark of the French manufacturer merely through im- 
portation and sale of the foreign-made goods bearing the mark any 
more than a wholesaler acquires rights in the trade mark of an 
American manufacturer merely through sale and distribution of 
American-made goods bearing the manufacturer’s mark.” 

* * * * * 


“A trade mark indicates origin of the goods. The origin of the 
goods opposer sells is the French manufacturer. A trade mark also 
performs the function of advertising and selling—but the advertising 
and sale of the goods involved here is in connection with those of the 
French manufacturer and not the opposer. The third function of a 
trade mark is that of guaranty—a kind of ‘warranty’ to purchasers that 
they will receive, when they purchase goods bearing the mark, goods 
of the same character, quality and source, (anonymous though it may 
be) as when they previously purchased goods bearing the mark. This 
guaranty function relates to the products of the French manufacturer 
—and not to this opposer, nor Seales and Lisner, Inc., nor to Park 
and Tilford, the previous importers. Opposer [the importer] does 
not ‘use’ the mark within the meaning of the trade mark law, and it 
therefore does not own it.” 


The foregoing quotations are applicable to the present situation where it is 
clearly apparent from the record that the mark was adopted and is used 
to identify the goods of the German manufacturer. 

As was said in Societe Vinicole de Champagne v. Mumm Champagne 
& Importation Co., 29 USPQ 336, 353 (26 TMR 371) 13 F. Supp. 575, 
594 (S.D.N.Y., 1935): 
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“The agent distributors of the G. H. Mumm & Co. champagne in 
the United States had not, so far as any trade rights in regard to those 
champagnes were concerned, anything more than the legal right to 
sell, whilst the relationship of the agency existed, such champagnes as 
were shipped to them by G. H. Mumm & Co. from Reims, France, in 
bottles bearing on their labels some or other of the above-mentioned 
trade marks of that firm.” 


So it is here. It is noted that applicant, in a letter submitted early in 
the prosecution of this case, stated: 

“Many of the articles enumerated in the aforesaid application 
bearing the aforesaid trade mark, particularly lenses and view finders, 
have been and are being imported by others in substantial quantities 
and these importations have seriously affected our business. In order 
to prevent the continuation of these importations it is our purpose 
to record the trade mark, after registration, with the Treasury Depart- 
ment. It is of the utmost importance, therefore, that we obtain registra- 
tion and recordation as promptly as possible.” 


It is observed that neither the International Convention of 1883, 
Article 9, nor Section 42 of the Trade Mark Act of 1946, nor Section 526 
of the Tariff Act of 1930, enacted in implementation of Article 9, was 
intended to permit a person other than the owner of a trade mark to 
register it and deposit it for the purpose of preventing importation by 
others of foreign-made goods bearing the foreign manufacturer’s mark. 
The legislation was designed to protect a trade mark owner-registrant 
from infringement of his mark and from unfair competition. If an 
American sales agent has a contractual relationship with a foreign manu- 
facturer for exclusive distribution of the latter’s goods in the United 
States, the enforcement of the contract lies elsewhere than in the Trade 
Mark Act and the Tariff Act. 

Since the applicant here is not the owner of the mark sought to be 
registered, registration is refused. The decision of the Examiner of Trade 
Marks is affirmed. 





EX PARTE E. LEITZ, INC. 
Commissioner of Patents—June 9, 1955 


TRADE-MarK Act or 1946—TITLE—IN GENERAL 


Effect of vesting and subsequent assignment by Office of Alien Property of 
German national’s trademarks is governed by statutory and common law of this 
country which recognizes that trademark is inseparable from good will of business 
which is symbolized by mark. 


Manufacturer’s good will symbolized by its trademark must have a situs and 
such situs must be where its business is carried on; where business of German 
Leitz has always been carried on in Germany, good will in the United States which 
was symbolized by LEITz had its situs in German town where manufacturer was 
located; American distributor acquired no rights in trademark or in good will 
symbolized by it merely as a result of importation and sale in this country of 
products of German Leitz, 
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Trademark is assignable only with good will or business with which mark is 
used or with that part of good will of business connected with use of and symbolized 
by mark. 

Since good will symbolized by German mark LEeITz did not have its situs 
in the United States, it was neither vested nor assigned by instruments executed 
by Office of Alien Property. 

TRADE-MarK Act or 1946—RnGISTRABILITY—IN GENERAL 

Where illustration in brochure of photrometer was accompanied by phrase “By 
Leitz”, such use of LEITZ is as a trade name rather than as a trademark. 
Application for trademark registration, application, Serial No. 599,300 

filed June 6, 1950. Applicant appeals from decision of Examiner of Trade- 
marks refusing registration. Affirmed. 

See also 43 TMR 405. 

Delavan P. Smith, of New York, N. Y., for applicant. 
LEEDs, Assistant Commissioner. 

Application was filed on June 6, 1950 to register LEITZ, displayed in 
script with a paraph of the initial letter extending beneath the entire 
word, for photographic appliances and supplies, including, among other 
things, cameras and parts therefor, lenses, view finders, microscopes, pro- 
jectors, binoculars, colorimeters, enlarging and copying apparatus and 
photometers. Use is claimed since March 2, 1929; and ownership of 
Registration No. 424,796, dated October 22, 1946, is alleged.* 

The Examiner of Trademarks has refused registration? on the ground 


that applicant is not the owner of the mark, and, upon reconsidera- 
tion, the refusal was amplified in a holding that ‘‘use of the mark which 
applicant seeks to register, on goods other than those originating with 
E. Leitz Corporation, of Wetzlar, Germany, would manifestly be deceptive 
and a false indication of origin.’’ Applicant has appealed.’ 

In addition to its contention that it has a right to register by virtue of 
use, applicant claims the right to register as a result of ‘‘the Attorney 


>? 


General’s seizure of the mark and its subsequent conveyance’’ which, ac- 
cording to applicant has rendered it ‘‘the successor, in toto, of the former 
German owner as to all rights in this United States trade mark.’’ 
Applicant is an importer and distributor in the United States of 
LEITZ photographic appliances and supplies manufactured by Ernst Leitz, 


1. Reg. No. 424,796, issued under the Trade Mark Act of 1920, shows the identical 
mark registered by this applicant for substantially identical goods. 

2. The application was originally allowed and the mark was published in accord- 
ance with Section 12(a) of the Statute. Opposition was filed by Ernst Leitz, G.m.b.H., 
located and doing business at Wetzlar, Germany. On appeal to the Commissioner, 
96 USPQ 267, (43 TMR 405) the decision of the Examiner of Interferences dismissing 
the opposition on motions of applicant and the Office of Alien Property was affirmed 
on an interpretation of a Section of the Trading With the Enemy Act (50 U.S.C. 
App. 5(b)(2)) and Regulations of the Office of Alien Property pursuant thereto 
(8 C.F.R. 511.21la) holding that opposer was disqualified from prosecuting the oppo- 
sition in the absence of authorization by the Attorney General of the United States. 
The Examiner-in-Chief acting for the Commissioner stated, however, that it did not 
appear to him that the registration sought should be issued; and he remanded the 
application for re-examination and refusal. 

3. This appeal was presented concurrently with the appeal in Serial No. 599,299, 
which was decided on June 9, 1955, 105 USPQ 480, (45 TMR 855). 
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G.m.b.H., (hereafter called ‘‘German Leitz’’) located in Wetzlar, Germany, 
and it operates a repair service for such appliances. Prior to World War 
II, E. Leitz, Inc. (hereafter called “New York Leitz”) was controlled, 
if not owned, by German Leitz, and was first organized in 1916. In 1941 
a second E. Leitz, Inc. was organized under the laws of the State of 
New York, and on or about April 11, 1941, the second corporation suc- 
ceeded to the assets of the first. On August 24, 1942 the Alien Property 
Custodian, in Vesting Order No. 107 vested all of the capital stock of 
the 1916 corporation; and on the same date, in Vesting Order No. 108, he 
vested all of the capital stock in the 1941 corporation. 

On August 30, 1951, the Office of Alien Property by Vesting Order 
No. 18376, vested all right, title and interest, of whatsoever kind or nature, 
of German Leitz, in and to the goodwill of the business in the U. S. of 
New York Leitz; and in and to any and all registered trade marks and 
trade names appurtenant to the business of New York Leitz; and in and to 
every license, agreement, privilege, power and right of whatsoever kind 
or nature arising under or with respect thereto. 

On February 26, 1952, the Office of Alien Property, by Vesting Order 
No. 18787, vested all right, title and interest, of whatsoever kind or nature, 
of German Leitz in and to the goodwill of the business in the U. 8. of New 
York Leitz; in and to any and all trade marks and trade names appurten- 
ant to the business of New York Leitz, including the trade name LEITz; 
and in and to the licenses, agreements, etc. recited in Vesting Order No. 
18376. (This latter Vesting Order was recorded in the Patent Office). 

On May 8, 1952, by Order for Sale No. 3652B, the Office of Alien 
Property assigned to New York Leitz all of the property vested in Orders 
No. 18376 and 18787. (This assignment was not recorded in the Patent 
Office). 

It cannot be denied that the Office of Alien Property could vest only 
property within the jurisdiction of the United States; and it could not 
vest, seize or attach any property, tangible or intangible, which did not 
have its situs in such jurisdiction. And admittedly, the Office of Alien 
Property could assign only that which it vested, and no more. Eliminat- 
ing the prolixity of the two vesting orders under consideration here, it 
seems clear that the Office of Alien Property vested all of the property 
rights of New York Leitz which were owned by German Leitz, including 
such trade marks (including the trade mark LeITz) and trade names as 
were ‘‘appurtenant to the business’’ of New York Leitz. The necessary 
meaning of ‘‘appurtenant’’ as used in the orders is ‘‘belonging legally 
to.”’ To put it another way, the vesting order, insofar as the trade marks 
were concerned, covered only such property rights in the marks as were 
owned by New York Leitz. 

We turn now to the question of what those rights were. It is con- 
ceded that German Leitz has, for many years, manufactured high quality 
photographic and scientific optical equipment and has sold its products 
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throughout most of the world under the trade mark LerTz. The LEITZ mark 
is world-renowned as identifying and distinguishing the products of 
German Leitz, and a substantial goodwill attaches to and is symbolized 
by the mark. The trade mark does not exist apart from the goodwill which 
it symbolizes ; and the goodwill symbolized by it does not exist apart from 
the mark. 

What, then, did the Office of Alien Property vest? It vested the prop- 
erties and business of New York Leitz and the goodwill of that business 
which was owned by German nationals, together with the trade marks and 
trade names legally belonging to New York Leitz and such licenses and 
agreements as New York Leitz may have had with any persons, including 
German Leitz. 

The effect of the ‘‘vesting’’ and subsequent assignment by the Office 
of Alien Property is governed by the statutory and common law of this 
country which recognizes that a trade mark is inseparable from the good- 
will of the business which is symbolized by the mark. Therefore, para- 
phrasing the language of Judge Woolsey in Societe Vinicole de Champagne 
v. Mumm Champagne & Importation Co., 29 USPQ 336 (26 TMR 371) 
(S.D. N.Y., 1935), it seems to me that the question of ownership of the 
trade mark LEITZ and the goodwill of the business symbolized by it turns 
on whether goodwill has a situs; and, if so, whether the situs of the good- 
will under the circumstances here shown was such as to make it subject 
to seizure and sale in the United States. It is reasoned, and seems quite 
clear, that a manufacturer’s goodwill symbolized by its trade mark must 
have a situs, and that such situs must be where its business is carried on. 

The business of German Leitz is now, and has always been, carried on 
in Wetzlar, Germany. It is true that as a result of the sale of German Leitz 
products in the United States by its American distributor, New York 
Leitz, a considerable amount of trade mark goodwill was generated in 
the United States, but such goodwill was not separated, indeed, it was 
inseparable, from the mark itself. In other words, the goodwill in the 
United States which was symbolized by the trade mark LEITz had its situs 
in Wetzlar, Germany, where the manufacturer was located. The American 
distributor acquired no rights in the trade mark or in the goodwill sym- 
bolized by it merely as a result of importation and sale in this country 
of the products of German Leitz. Mackie-Lovejoy v. Birnbaum, 102 
USPQ 38 (44 TMR 253) (Com’r., 1954); Rimmel, Inc. v. Nelson, 102 
USPQ 258 (44 TMR 1248) (Com’r., 1954); Ex parte E. Leitz, Inc., 
Serial No. 599,299, 105 USPQ 480, (45 TMR 855) decided concurrently here- 
with ; Societe Vinicole de Champagne v. Mumm Champagne & Importation 
Co., cited above. 

At the time of vesting, New York Leitz had a good will in the distribu- 
tion and repairing of German Leitz products, but such goodwill is separable 
from the goodwill symbolized by the mark and from the goodwill of the 
business in which the mark is used. The “distribution goodwill” of 
New York Leitz had its situs in the United States, and so far as this record 


























Vol. 45 T. M. R. EX PARTE E. LEITZ, INC. 861 





discloses, it was that goodwill, and only that, which was vested, since that 
was the only goodwill which had its situs within the jurisdiction of the 
United States. 

It is well established under our law that a trade mark is assignable 
only with the goodwill of the business in which the mark is used, or with 
that part of the goodwill of the business connected with the use of and 
symbolized by the mark. It necessarily follows that an assignment without 
the goodwill of the business in which the mark is used and symbolized 
by the mark is ineffective. Since the goodwill symbolized by the mark 
LEITZ did not have its situs in the United States, it was neither vested nor 
assigned by the instruments executed by the Office of Alien Property. It is 
therefore held that this applicant did not become the owner of the trade 
mark sought to be registered as a result of Vesting Orders No. 18376 and 
18787 and the subsequent assignment to it of the property which was 
vested.* 

We turn now to the question of use by this applicant of the trade 
mark LeITz. It has already been stated that New York Leitz acquired no 


4. The decision in Muhlens g¢ Kropf, Inc. v. Ferd. Muehlens, Inc., 6 USPQ 144, 
(21 TMR 423) 43 F.2d 937 (C.A. 2, 1930), relied upon by the examiner is inapposite 
here, since that case turned on a question not present here, namely, possession of a secret 
formula. 

United States v. Chemical Foundation, 272 U.S. 1 (1926), is not controlling here, 
since it did not involve trade marks; and references in the decision to trade marks are 
therefore dicta. 

Hicks v. Anchor Packing, 16 F.2d 723, (17 TMR 208) (C.A. 3, 1926), passed only on 
the narrow question of “ownership” of a trade mark for purposes of suing for royalties 
aceruing from a license to use the mark during the period of seizure by the Alien Prop- 
erty Custodian. 

Koppel Industrial Car § Equipment Co. v. Orenstein & Koppel Aktiengesellschaft, 
289 F. 446 (13 TMR 164) (C.A. 2, 1923), involved the seizure and subsequent sale by 
the Alien Property Custodian of the manufacturing and selling business of a German 
company located and operating in Pennsylvania. The American business was owned by 
the German corporation and it was, for all practical purposes, an independent opera- 
tion, manufacturing and supplying the entire American, West Indies, South American 
and Philippine trade. The trade mark and trade name involved identified solely the 
American-made products and the American business of the German company. Under 
such a fact situation, the decision is not a precedent. 

Aktiengesellschaft, etc. v. Kny-Scheerer Corp., 13 USPQ 1 (Com’r., 1932, (22 TMR 
227); 16 USPQ 383, (23 TMR 166) (Com’r., 1933); 20 USPQ 24 (CCPA, 1934); 21 
USPQ 286, 287, (24 TMR 178, 180) (Com’r., 1934) ; 27 USPQ 446 (26 TMR 40 (CCPA, 
1935) ; 28 USPQ 240 (Com’r., 1936); 31 USPQ 234 (26 TMR 659) (CCPA, 1936); 
33 USPQ 240 (27 TMR 418) (Com’r., 1937), was a series of cases involving the rights 
of the parties to certain marks following seizure by the Alien Property Custodian during 
World War I. The decision upon which applicant here relies is reported in 24 USPQ 
404. The factual situation in that case is not quite clear, but the Court merely construed 
the language of the seizure order, and held that the subsequent conveyances transferred 
sufficient title for the assignee of the Alien Property Custodian to preclude registra- 
tion of the mark by the German user. This question is not present here. 

In Societe Vinicole de Champagne v. Mumm Champagne ¢ Importation Co., 29 
USPQ 336, (26 TMR 371) (S.D. N.Y., 1935), insofar as it is pertinent here, the Court 
held that seizure and subsequent sale of the trade mark of a French firm, organized and 
owned by German nationals, and located and doing business only in Rheims, France, 
transferred ownership of the mark in the United States to the assignee of the French 
sequestrator, since the business and the goodwill of the business symbolized by the 
mark had their situs only in France. It is apparent that the fact questions and the 
resultant legal conclusions there were different from those present here; but the de- 
cision is a precedent for the conclusions reached here that business goodwill symbolized 
by a trade mark must have a situs, and that the situs is where the business is carried on. 
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rights in the trade mark as a result of importation and sale of the 
products manufactured and sold under the mark by German Leitz. Ap- 
plicant states in its brief on appeal: 

‘‘Tt is manifestly clear from the record below that Leitz-New York 
has its own manufacturing and engineering resources, has produced 
and sold precision optical, photographic and scientific equipment under 
the trade mark LEITZ and has continued to do so over a period of 
twenty-five years * * *. The evidence below included samples of 
advertising literature of representative equipment manufactured by 
the applicant in its factory at 304 Hudson Street, New York City, and 
sold throughout the world.’’ 


The ‘‘evidence’’ consists of a single brochure, unidentified as to date 
of publication and distribution, describing and illustrating ‘‘The Industrial 
Rouy-Photrometer” by Leitz, and on the back page thereof appears the 
name and address of this applicant. The illustration of the photrometer 
shows ‘‘ Rouy-Photrometer’’ arcuately displayed above By LEITZ. Such use 
of LEITZ is as a trade name, rather than as a trade mark. This brochure 
does not, under the circumstances of the case, establish use of LEITZ as a 
trade mark by this applicant on any products recited in the application. 
There are some statements made in the record by applicant’s counsel, but 
they are not evidence. The photographic specimens submitted with the 
application show a photographic apparatus of some kind upon which the 
trade mark LEITZ appears, but there is nothing further shown which indi- 
cates the identity or place of manufacture. The printed pamphlets sub- 
mitted as specimens, however, show pictures of a finder marked with the 
E. LEITZ WETZLAR design mark of German Leitz attached to a LEICA camera 
of German Leitz. The pictures also show a lens for the finder marked with 
the E. LEITZ NEW YORK design mark which copies the E. LEITZ WETZLAR mark 
in its display, and a lens and adapter marked with the trade name (or 
corporate name) E. LEITZ, INC., NEW YORK. There is nothing in these speci- 
mens which shows use of the trade mark sought to be registered on any 
of the goods recited in the application. On the record before me, it is held 
that the mark sought to be registered is not a mark adopted and used by 
this applicant to identify its goods and distinguish them from the goods 
of others. It is not a trade mark owned by applicant as a result of its 
use in commerce on the goods recited in the application. 


Applicant advised the Patent Office early in the prosecution of the 
application that it wished to obtain a registration promptly so as to record 
the registration with the Treasury Department to prevent continued im- 
portation by others of the products of German Leitz. As was observed 
in Ex parte E. Leitz, Inc., 105 USPQ 480, 481, decided concurrently here- 
with, 


‘‘The legislation [Tariff Act of 1930, Sec. 526 and Trade Mark 
Act of 1946, Sec. 42] was designed to protect a trade mark owner- 
registrant from infringement of his mark and from unfair competi- 
tion. If an American sales agent has a contractual relationship with 
a foreign manufacturer for exclusive distribution of the latter’s 
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goods in the United States, the enforcement of the contract lies else- 

where than in the Trade Mark Act and the Tariff Act.’’ 

The decision of the Examiner of Trademarks holding that applicant 
is not the owner of the mark sought to be registered is affirmed. In view 
of this conclusion, it is unnecessary to pass upon the question of de- 
ceptiveness. 
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